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7 See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 234 F.3d
558 (Fed. Cir. 2000) (en banc), vacated and remanded, 535 U.S. 722
(2002).

% Cf. Advanced Cardiovascular Systems Inc. v. Medtronic Inc., 41 US-
PQ2d 1770, 1174, n.4 (N.D. Calif. 1996) (“Since prosecution history
estoppel is only applicable where the doctrine of equivalents has been
raised as a means of constructing an infringement claim, prosecution
history estoppel is not an affirmative defense. ... Accordingly, the Court
strikes with prejudice [paragraphs in the accused infringer’s answer

pleading the estoppel]. This ruling, however, does not preclude defen-
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dant from raising prosecution history estoppel should plaintiff assert a
patent infringement claim based on the doctrine of equivalents.); An-

derstat Controls v. American Standard Inc., 30 USPQ2d 1778, 1785 (W.
D. N.Y. 1994) (“This Court rejects Plaintiff’s argument that prosecution
history estoppel is a discretionary doctrine”).

? See Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126 (1942).

" See Insituform Technologies, Inc. v. Cat Contracting, Inc., 99 F.3d
1098, 1107-08(Fed. Cir. 1996) (In examining the prosecution history in
an estoppel analysis, we do not look to the subjective intent of the appli-
cant and what the applicant subjectively believed or intended that he or
she was giving up to the public. ... Rather, the standard for determining

what subject matter was surrendered is objective and depends on what a
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competitor, reading the prosecution history, would reasonably conclude
was given up by the applicant).

"' See Haynes International, Inc. v. Jessop Steel Co., 8 F.3d 1573 (Fed.
Cir. 1993), on reh’g, 15 F.3d 1076 (Fed. Cir. 1994); Hoganas AB v.
Dresser Industries, Inc., 9 F.3d 948 (Fed. Cir. 1993).

2 Cf. Zenith Laboratories, Inc. v. Bristol-Myers Squibb Co., 19 F.3d

1418, (Fed. Cir. 1994), cert. denied, 513 U.S. 995 (1994).

5 6o
1 :37 C.F.R. §1.56 (a)
15 :In re Am. Acad. of Sci. Tech. Ctr., 367 F.3d 1359, 1364 (Fed.

Cir. 2004) (The Patent and Trademark Office determines the scope of

claims in patent applications not solely on the basis of the claim lan-



