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Determination on Liabilities for
Damages Caused by Malicious
Prosecution and
Preservation Measures

Hu Mi

Although patentees are encouraged to file lawsuits to
safeguard their rights and it is also legal to do so, there are
also so-called patentees that misuse the administrative pat-
ent grant system to apply for design patents for products
that have been disclosed and make use of such patents to
combat competitors in business operations. Here is a typi-
cal dispute over liabilities for infringement damages caused
by the utilization of patent infringement dispute to combat
peers in the same industry. ' The judges in this case finally
determined that the patentee’s acts had constituted subjec-
tive malice based on the analysis of a series of acts of the
patentee in the patent infringement lawsuit and related law-
suits, clarified the scope of actual damages resulting from
litigation and property preservation measures, and award-
ed a reasonable amount of damages. This case is valuable
as reference for adjudication of cases of this kind.

Case brief

In December, 2013, KaiCong Co. sold in public surveil-
lance camera products described as “1080 Line; High Defi-
nition; Surveillance Camera; Surveillance Video Recorder;
Night Vision Monitor; Probe; 421C KaiCong” on Taobao.

com. On 9 January, 2014, Zhang, the shareholder and legal
representative of KaiCong Co., applied for the patent for de-
sign with the filing number of 201430006661.6 and title of
“Surveillance Camera (S421C)” with the China National In-
tellectual Property Administration (CNIPA), and patent was
granted on 25 June, 2014. In January, 2014, KaiCong Co.
sued Joan Co. for unfair competition in the Shanghai Yang-
pu District People’s Court after three customers bought sur-
veillance cameras from its online shop and left negative re-
views. Shanghai Yangpu District People’ s Court later is-
sued the Civil Judgment No. Yangminsan(zhi)chuzi 161/
2014 (hereinafter referred to as “lawsuit No. 1617), reject-
ing all the claims of KaiCong Co. in January, 2016. Zhang
filed a design patent infringement lawsuit with the Shanghai
Intellectual Property Court on the grounds that Joan Co. in-
fringed its aforementioned design patent. After the case
was placed on file, Zhang filed a property preservation re-
quest. The Shanghai Intellectual Property Court froze RMB
10,000,000 inside the bank account and Alipay account of
Joan Co. on 3 and 5 February, 2016. Then, Joan Co. en-
trusted a lawyer to respond to the lawsuit, filed a request for
invalidation against the design patent in suit, and paid the
corresponding attorney fees, notarization fees, and the like.
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