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* ZEBIE L) EE 25215 55 —FRBYU/R 3L . "The surrender of the orig-
inal patent shall take effect upon the issue of the reissued patent, and
every reissued patent shall have the same effect and operation in law,
on the trial of actions for causes thereafter arising, as if the same had
been originally granted in such amended form, but in so far as the
claims of the original and reissued patents are substantially identical,
such surrender shall not affect any action then pending nor abate any
cause of action then existing, and the reissued patent, to the extent that
its claims are substantially identical with the original patent, shall con-
stitute a continuation thereof and have effect continuously from the
date of the original patent”.

PEB(EARE)EE 252118 5 5692 3L . 7 A reissued patent shall
not abridge or affect the right of any person or that person’s succes-
sors in business who, prior to the grant of a reissue, made, purchased,
offered to sell, or used within the United States, or imported into the
United States, anything patented by the reissued patent, to continue the
use of, to offer to sell, or to sell to others to be used, offered for sale,
or sold, the specific thing so made, purchased, offered for sale, used,
or imported unless the making, using, offering for sale, or selling of
such thing infringes a valid claim of the reissued patent which was in
the original patent”.
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Probe into Intervening Rights in
Patent Infringement Defense

Yao Jianjun

|. The Connotation of intervening rights

“Intervening rights” is a concept borrowed from “prior
user rights”. Article 75 of the China’ s Patent Law imple-
mented on 1 June 2021 stipulates several circumstances
that shall not be deemed as infringement of patent rights,
and subparagraph (2) of paragraph 1 thereof reads:
“Where, before the date of filing of the application for pat-
ent, any person who has already made an identical prod-
uct, used an identical process, made necessary prepara-
tions for making or using the product, or continues to make
or use the product only within the original scope”, which
are actually depicting the circumstances referred to by the
industry as “prior user rights”. The “prior” in “prior user
rights” indicates that the party claiming the prior user rights
has already attained the claimed technology prior to the
date when it filed a patent application, only that it did not file
an application for patent previously. It will obviously be un-
fair if the party is found liable for patent infringement on the
basis of a belatedly filed patent application. And to uphold
the doctrine of equity, the defense of prior user rights was
designed.

After a patent infringement lawsuit is filed, the defen-
dant would usually initiate the patent invalidation proceed-
ings. In some cases, the patent holder may make amend-
ment to the claims to protect its patent right from the invali-
dation petitioner’ s attack. In the event that the amendment
leads to a new claim and such a new claim is used as the
basis of rights for the infringement litigation, where the de-
fendant has the rights to make defense on the grounds that

its accused infringing act occurs subsequent to the date of
filing the patent application and prior to the date of the new
claim amendment, such rights are termed
rights”, as relative to “prior user rights”.
that the word “intervening” in “intervening rights” refers to
“intervening” during the period subsequent to the date of fil-

“intervening
And it can be seen

ing the patent application and prior to the date of submit-
ting the claim amendment in the invalidation proceedings.

Il. Reissued patents in U.S. Patent Act

35 U.S. Code § 252 provides for the legal effect of a re-
issued patent. A “reissued patent” refers to a patent that is
re-granted in respect of an issued U.S. patent after the pat-
ent holder, upon approval, makes amendment on its own
initiative to the patent application. “The reissued patent sys-
tem of the U.S. is considered a mechanism for rescuing the
validity of a patent, by providing the patent holder a way for
amending the patent application, provided that the claims
meet the requirements of 35 U.S. Code § 112(a) and are
supported by the specification. It also allows the patent
holder to add to its patent a new claim particularly address-
ing competitors’ products.”

35 U.S. Code § 252 consists of two paragraphs. The
first paragraph comprises principle provisions ?, to the ef-
fect that after the issue of the reissued patent, the amended
claims, if “substantially identical” to the original patent,
shall have effect dating back to the date of announcing the
grant of the original patent; and the second paragraph com-
prises exception provisions °, to the effect that if the reis-
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