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|. Procedure for Filing and Examination of
Patent Applications and Grant of Patents

(at the State Intellectual Property Office of China) By Wu Yuhe'
Filing patent application
. v
Disapproved
Refused Formality examination
l Approved
Reconsideration or ) e
o Issuing notification of acceptance
judicial procedure®
. v
Issuing notification of Disapproved . L
) ) Preliminary examination
amendments or office action
Approved
l Accepted PP
Applicant’s observations and/or l l
amendments to the application

‘ Not accepted

l |

Notification on the
application’s being
deemed to be withdrawn
or not to be filed

Decision on rejection

l

Reconsideration or
judicial procedure®

Reexamination
procedure?®

! Attorney-at-law and patent attorney of China Patent Agent
(H.K) Ltd.

*Normally 18 months, within which the applicant may request
an earlier publication. A third party may protest the application
after publication.

* Request for substantive examination can be filed within 3
years from the filing (priority) date at any time. After filing the
request, the applicant has a chance to amend his application.

* Within 3 months from receipt of the notification, the
applicant has a chance to amend his application volunteerily.
*>The time limit for filing a divisional applicantion is 2 months
from the date of issuing the notification of invention patent
grant.

° It may take 3-5 years from the date of filing.

It may take 12 months from the date of filing.

#See II. Patent Reexamination Procedure on page 97.

?See IV. Procedure for Judicial Review of Patent Decisions on
page 99.

' See III. Patent Invalidation Procedure on page 98.

Patent applications for invention:
publication and announcement?

Notification of utility model
or design patent grant

v

Requesting substantive
examination®

Publication of patent grant’

v

|

Notice of entry into
substantive examination”

v

Office action(s)

Ad
Applicant’s observations and/or
amendments to the application

Accepted

Notification of invention
patent grant

Patent invalidation
procedure®, if any

Not Accepted

Decision on rejection

Filing divisional
application(s)®

Publication of patent grant®

l

Patent invalidation
procedure™, if any

l

Reexamination procedure®
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[l. Patent Reexamination Procedure

" The request shall be filed within 3 months from the

date on which the SIPO’s rejection decision is made.

Amendments to the application documents are

allowable.

*The requester will be informed about one month in

advance.

3 It takes about 1-2 years from the date of acceptance of

the request.

*See IV. Procedure for Judicial Review of Patent

Decisions on page 99.

Optionally oral hearing?

(at the Patent Reexamination Board of SIPO) By Wu Yuhe
Filing request for
patent reexamination’
Disapproved Formality examination
of the request
Approved
A4
Issuing Notification Issuing Notification of Issuing Notification
of Refusal Formality Amendments of Acceptance
el
|9
l l g l
[0
(6]
£
lRec.:o.nsideration or Applicant’s obser\l/atlons Pre-examination by Approved
judicial procedure* and/or formality original authority
amendments
lNo’[ accepted l Disapproved
Issuing Notification on the . I
) ) Issuing reexamination
request’s being deemed I
) notification
not to be filed
l v
Reconsideration or Rquesters ok;servanons Accepted
judicial procedure’ an /(?r amer.w ments 0
his application
l Not accepted

Revoking the original

|

Upholding the original
decision on rejection®

Judicial procedure*

decision on rejection

l

Case going back
to the original authority
for prosecution
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[1l. Patent Invalidation Procedure

(at the Patent Reexamination Board of SIPO)

By Wu Yuhe
Filing request for
invalidation of patent
Submitting addltllonal | Formality examination of the request ) F|I.|ng gnother
grounds and/or evidence invalidation request
Disapproved Disapproved ‘ Approved
Issuing Notification of ) Issuing Notification of
Formality Amendments 3 Acceptance
l ot Amendments to
§ the claims
Issuing Notification of Requester’s observations < Communicating documents to
Dismissal and/or formality amendments the parties for response?
l lNot accepted l
Reconsideration or Issuing Notification on the Issuing the office
judicial procedure® request’s being deemed action, if needed
not to be filed l
Reconsideration or Notification on oral hearing®
judicial procedure®
v
Oral hearing* — Amendmgnts ©
the claims

|

Reconciliation and withdrawal of
invalidation request

Decision to maintain, partially
maintain the patent valid, or
declare the patent invalid®

|

l

The case is closed
with notification

Judicial procedure®

! Time limit: one month after filing the request.

2 Time limit for response: one month.

* The parties will be informed about one month in advance.

* Generally, only one oral hearing would be arranged, and it may take a half to one day for the hearing.
° It may take 1.5 years from the date of acceptance of the request.

©See IV. Procedure for Judicial Review of Patent Decisions on page 99.

87



88 | CHARTS & TABLES |  CHINA PATENTS & TRADEMARKS NO.1, 2006

V. Procedure for Judicial Review of Patent Decisions

By Wu Yuhe
Instituting legal proceeding’
Formality examination
of the complaint
Disapproved ‘ Approved

Rectification of the formality Issuing the notification of

defects required ! acceptance of the case
Plaintiff's observations and/or Accepted Communicating documents to
formality rectification interested parties for response?®

l Not accepted

Dismissal of the case Notification on court session®

l

Court session*

! The sole first—instance court having the jurisdiction is the Beijing Municipal No.1

Intermediate People’s Court. l

*Time limit: 15 (for domestic party) or 30 days (for foreign party).
First-instance ruling on maintenance or

* The parties will be informed at least three days in advance. ; o
revocation of the Patent Decision at Bar®

Tt may take about half a day for the court session.

> It may take 6-12 months from the date of acceptance of the case. With a ruling of

Appeal to the Beijing Higher People’s

revocation taking effect, the case will go back to the original authority for ; )
Court for second-instance proceeding®

examination; or with a ruling of maintenance taking effect, the original decision will l

come into force.

°This proceeding, basically the same as that of first instance, may be conducted Appeal to the Supreme
People’s Court”

without court session. Normally, the case will be closed within 6-12 months.

“Second instance is final. However, the Supreme People’s Court may optionally

accept a certain case for supervision.
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V. Pre-trial Proceeding for Patent Infringement Litigation

(at a court having jurisdiction)

Applying for pre-trial injunction

By Wu Yuhe

Optionally Applying for

v evidence preservation
Formality examination
Disapproved Approved
Formality defects Issuing notification of
rectification required acceptance of application
; , ; Accepted
A.ppllcl:ant s obseryatlonsl P Preliminary examination’
rectification of formality defects
l Not accepted Approved ‘ Disapproved
Dismissal l l

Issuing pre-trial injunction?

Application for injunction rejected

l Accepted l

Defendant applying for

) f Plaintiff instituting a civil action®
reconsideration

Applying for reconsideration;
the court’s reconsideration
on the decision of rejection

l

Optional Court session

|
l |

Revoking the Injunction Upholding the Injunction

! The court preliminarily examines the validity, likelihood of infringement,
irreparable damage, and guaranty. Court session may be held.

?In emergency situations, the pre-trial injunction will be issued within 48
hours from the acceptance of the application. The injunction order comes
into force once it is served.

* The plaintiff must institute the civil action within 15 days (for Chinese
applicants) or 30 days (for foreign applicants) from the date of issuing the
injunction to maintain the enforceability of the injunction.

l Not accepted

Upholding the decision
of rejection
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VI. Patent Infringement Litigation Procedure

(at a court having jurisdiction)

Applying for interlocutory
injunction

Applying for interlocutory

evidence preservation

Reaching reconcilation and
mediation during the trial

> Instituting a civil action

v

By Wu Yuhe

Issuing notification of
acceptance of the case

Not accepted

Dismissal

Rectification of the formality Disapproved , - .. Approved
) Formality examination of the complaint ——————»
defects required
Plaintiff's observations and/or | Accepted ,
formality defects rectification Defendant's Reply

Communicating copy of the
complaint to the interested parties

+

v

v

v

Requesting suspension
of the proceeding?

Filing opposition against
the jurisdiction

Non-infringement
statements/evidence

Challenging the patentablitity

First instance ruling
on the jurisdiction

l

Appealing to a higher court

l

Communicating documents to

and exchanging evidence
between the parties

Patent invalidation procedure

]

Final ruling on the jurisdiction’

Approve

Court session(s)

Optionally technical appraisal
& cross-examination of

the appraisal report

Issuing notification of

Formality examination

acceptance of the case

Appealing to a higher court

—

First-instance ruling®

Communicating documents
to and exchanging evidence
between the parties

Accepted

Disapproved l

Rectification of the formality
defects required

Court session(s)

Appealer’s observations
and/or formality defects

rectification

l

Not accepted

Optionally technical appraisal
and cross-examination of

Dismissal

the appraisal report

Second-instance ruling*

l

Appealing to the Supreme
People’s Court®

! Where the jurisdiction is successfully objected, the case shall officially
be forwarded to a court having jurisdiction for trial.
2 The court will consider the strength of the patentability, and may issue

ruling to suspend the procedure

if the court holds that the patent would

most likely be invalidated in patent invalidation procedure.

* It takes about 1-2 years from the date of acceptance of the case.
1t takes about 1 year from the date of acceptance of the case.

*> The Supreme People’s Court may not accept the case.

Next Issue: Flowcharts of IPR Administrative Enforcement

Procedures in China




