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Preliminary Analysis of
Examination of Three-
dimensional Trademarks

Chen Xiaohua

Article 8 of the Trademark Law of the People’s Republic
of China provides that any visual sign capable of distinguish-
ing the goods or service of one natural person, legal person
or any other entity from those of others, including words, de-
vices, letters, numerals, three-dimensional symbols, combi-
nations of colours or any combination of the above elements,
may be applied for the registration of a trademark. It may be
seen from the provision on the components of a registered
trademark that any visual sign comprising three-dimensional
symbols or three-dimensional symbol containing other ele-
ments may be registered as a trademark known as a three-
dimensional trademark. Trademarks of the kind may be di-
vided into two categories: single three-dimensional trade-
marks, namely those composed of elements of three-dimen-
sional symbol, and combination three-dimensional trade-
marks, namely those composed of three-dimensional sym-
bols containing other elements. The elements of three-di-
mensional symbol of a three-dimensional trademark may be
the shape of goods per se, its package, or any other three-
dimensional symbol. This article is intended to explore and

discuss about the examination of three-dimensional trade-
marks.

Examination of absolute grounds for
refusal of three-dimensional trademarks

The provisions of the Trademark Law on refusal of
trademarks are divided into two parts: one part of the provi-
sions are on those prohibited to be used as trademarks in-
tended to address the issue of the accepted fine public or-
ders and social morals or customs as embodied by Article
10 of the Trademark Law; the other part of these are the pro-
visions on signs prohibited to be applied for registration as
embodied by provisions of Articles 11 and 12 of the Trade-
mark Law on the distinctive character of trademarks.

(I) Application of Article 10 of the Trademark Law

Article 10 of the Trademark Law provides that such word
or device as the State name, national flag or national emblem
should not be used as a trademark. This provision also ap-
plies to a three-dimensional trademark.
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For example, an application for registration of the three-
dimensional shape of the national emblem of a nation as a
three-dimensional trademark will be refused, so will an appli-
cation for registration of the three-dimensional head sculp-
ture of a political figure as a three-dimensional trademark.

(I) Application of Article 11 of the Trademark Law

Under Article 11 of the Trademark Law, any three-di-
mensional trademark that consists exclusively of the com-
mon shape of goods or characteristics having direct refer-
ence to the main raw material of goods, or is devoid of any
distinctive character should not be registered as a trade-
mark. Firstly, three-dimensional trademarks of the kind are
incapable of distinguishing the goods or services made or
provided by one producer or operator from those by another,
and devoid of distinctive character, which is the essential
feature of trademarks. Secondly, if these signs, being com-
monly used in the industry, are registered as trademarks, the
applicants thereof will gain the exclusive right, and thus ren-
der it impossible for other parties to use them in their busi-
ness activities without authorization. It is obviously unfair to
the other parties, particularly to the competitors of the trade-
mark registrants.

1. Any three-dimensional symbol that exclusively has
the commonly used shape of designated goods should not
be registered as a three-dimensional trademark.

For example, in Fig. 1, the shape of the ordinary elliptic
pill is the common shape of pills, which, used on goods of
medicine, is devoid of distinctive character. In Fig. 2, howev-
er, the three-dimensional shape with three small balls around

and used on goods of
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nutrient is neither com-

monly nor frequently
used; it has its distinctive _ .
character. Fig. 1 Fig.2

2. Any three-dimensional symbol that exclusively has
the commonly used shape or the common package of des-
ignated goods should not be registered as a three-dimen-
sional trademark.

For example, the ordinary bottle (Fig. 3) used in the
goods of beer is a commonly used package of goods, and it
is devoid of distinctive character. The fish-shaped bottle (Fig.
4), however, used on the
goods of liquor is not a
package of the goods
commonly or frequently
used, so it is registrable. Fig. 3 Fig. 4
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3. Any three-dimensional symbol that exclusively has the
commonly used shape or decoration of designated goods or
service should not be registered as a three-dimensional
trademark.

For example, the stone lion sculpture (Fig. 5) commonly
placed at the entrance of a hotel or building is a symbolic
patron saint, which is frequently used to decorate the hotel or
building. If it is applied for registration as a three-dimensional
trademark on a hotel service, the application is likely to be
refused. However, a three-dimensional symbol having no di-
rect reference to goods or service per se is registrable as is
the case with the shape -

-
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no direct reference to the '—J

hotel service. Fig. 5 Fig. 6
4. Any three-dimensional symbol that exclusively has di-
rect reference to the characteristic of goods, such as the

of cowboy riding on the
back of a cow used by a
hotel (Fig. 6) since it has

main raw material, should not be registered as a three-di-
mensional trademark.

For example, application for registration as a three-di-
mensional trademark (Fig. 7) of the ordinary shape of apple
used on the goods of juice would be refused since it exclu-
sively has direct reference to the characteristic of the main
raw material of goods. However, the specially designed
shape of the three-dimensional sheep used on goods of
knitting wool is registra-
ble since it does not lead
people to believe that it
has direct reference to

the main raw maternal of
knitting wool. Fig. 7 Fig. 8

5. If the three-dimensional shape of the trademark sam-
ple submitted by an applicant is difficult to be determined, it
is determined as being devoid of distinctive character.

For example, since the sample of the bar-shaped device
(Fig. 9) used in glasses case is impossible
to be determined as a three-dimensional
shape, it is determined as being devoid of
its distinctive character. Fig. 9

A three-dimensional symbol containing such conven-
tional element as the lexical element of another trademark is
registrable in principle. The significance of protection, how-
ever, does not necessarily lie in the three-dimensional fea-
ture. For example, a beer container (Fig. 10) with a tag con-
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taining the distinctive character of the lexi-
cal part is generally deemed registeable.
What is under protection is the lexical part
having its distinctive character, rather then
the ordinary shape of the container.
(1) Application of Article 12 of the Trademark Law
Article 12 of the Trademark Law provides that where a

Fig. 10

three-dimensional sign is applied for the registration of a
trademark, it shall not be registered if it consists exclusively
of the shape which results from the nature of the goods them-
selves, the shape of goods which is necessary to obtain a
technical result, or the shape which gives substantial value to
the goods.

1. Any three-dimensional symbol consists exclusively of
the shape which results from the nature of the goods them-
selves is not registered as a three-dimensional trademark.

By the shape resulting from the nature of the goods
themselves is meant the shape necessarily or commonly
used for realizing the inherent function or use of goods." For
example, the shape
of a buckle and a
pair of scissors is  |memm——
closely related to the

function thereof. Fig. 11

Fig. 12

2. Any three-dimensional symbol consists exclusively of
the shape of goods which is necessary to obtain a technical
result should not be registered as a three-dimensional trade-
mark.

By the shape necessary to obtain a technical result is
meant the shape necessary to be used for easy realization of
the specific or inherent function of goods.? Take for an exam-
ple the application for registration of a three-dimensional
symbol as a three-dimensional trademark as shown in Fig. 13
used on non-metallic goods of container. Said three-dimen-
sional symbol per se is in the shape of the container, the only
special character of which lies in the prismatic shape of its
lower-right corner, aiming at producing a specific technical
result of slipping prevention, so it is not registrable. Take for
another example the application of the three-dimensional
symbol as shown in Fig. 14 for registration as a three-dimen-
sional trademark in electric toothbrush.

Said three-dimensional symbol is in the 'E:"'-:%t
shape of an electric toothbrush, having I Wl |
some distinctive character or some origi- i %ﬁ
nality and novelty in its design compared .

with other toothbrush. However, the final Fig. 13
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object of the design is to achieve its spe-
cial technical result. For this reason, the
three-dimensional symbol used in the
goods of electric toothbrush is not registra-
ble.

3. Any three-dimensional symbol consists exclusively of
the shape which gives substantial value to the goods should
not be registered as a three-dimensional trademark.

Fig. 14

The provision of the Trademark Law on the absolute
grounds for refusal mainly applies to the design and model
with aesthetic value. Take for an example the three-dimen-
sional symbol used in the china decoration shown in Fig. 15.
It is a work of art. Consumers, in general, appreciate its
shape, which has influenced the value of the goods, and do
not regard it as a trademark. In Fig. 16, the three-dimensional
symbol is registered and used in the goods of soft cushion.
The animal shape of the soft cushion is generally seen as an
enhancement of the attractiveness of the soft cushion and it
has no connection with its manufacture or resource; Fig. 17
shows the shape of a toy car, the appearance of which is al-

S0 to attract consumers’ attention.
2

£

Fig. 17

Fig. 15

Fig. 16

Unlike with Article 11 of the Trademark Law, Article 12
thereof, stressing that the functional three-dimensional sym-
bol should not be protected as a three-dimensional trade-
mark, is an associate provision set forth specially for the ex-
amination of three-dimensional trademark, laying down the
above condition for restricting the registerability of three-di-
mensional trademarks. Why has such restrictive condition
been laid down? These restrictive provisions are related to
the term of protection of trademark and patent. The exclusive
right to use a trademark may last for good. The longer a mark
is in existence, the more clearly consumers identify it, and
the more distinctive the mark becomes. However, in respect
of patent (right), a due term or duration is provided for, and a
permanent patent is not conducive to the social progress. If
the subject matters involved in the above cases were regis-
tered as the patent for industrial design or utility model, the
patent would enter the public domain after their term of pro-
tection expires. But, if they are registered as three-dimen-
sional trademarks, another party will possibly not be allowed
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to produce the products without authorization of the regis-
trants. Situation like this is not initially expected in establish-
ing the industrial property system, nor is it conducive to the
protection of the public interests.?

Examination of relative grounds for
refusal of three-dimensional trademarks

In China, the “examination principle” is currently adopt-
ed, that is, the trademark registration administrative authority
conducts comprehensive examination of a trademark regis-
tration application. It not only examines it as to formalities,
but also examines the relative grounds for refusal of the ap-
plication.* Provisions along the line are set forth in Articles 28
and 29 of the Trademark Law.

As abovementioned, a three-dimensional trademark
may consist exclusively of elements of three-dimensional
symbols, and, as well, of the combination of the three-dimen-
sional trademark sign elements and other two-dimensional
elements. To make the point readily clearly, this writer will be
analyzing the three aspects of the registration for trademark
refusal.

(I) Similarity of three-dimensional elements

Two trademarks having similar distinctive character in
structure, shape and global visual effect of the three-dimen-
sional elements are determined as similar trademarks.

For example, the two three-dimensional trademarks in
the shape of vehicle
used in the goods of -
poker cards (Figs. 18 % “':'“_:T;-Ijl" Ly e
and 19), with substantial- &&= |
lythe same  shape,
should be determined as
similar trademarks.

Fig. 18 Fig. 19

However, the two trademarks (Figs 20 and 21) in the
shape of bottle used in wine, though similar in the shape of
the bottle per se, are not determined as similar trademarks
because the bottle is a
commonly used package
of wine, devoid of its own
distinctive character, and
the words on the bottle
label are obviously differ- Fig. 20 Fig. 21
ent. (MOET CHANDON) (LA GRANDE DAME)

(I1) Similarity of two-dimensional elements

Two trademarks similar in appearance, sound and
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global presentation of two-dimensional elements and having
their distinctive character are determined as similar trade-
marks.

Fig. 22 shows a pure word trademark. Fig 23 shows a
three-dimensional trademark containing a lexical element.
The two are similar in the lexical parts, so determined as simi-
lar trademarks.

la bamba

Fig. 22 la bamba

Fig. 23 BOMBA

(1) Similarity of three-dimensional element to two-di-
mensional element

Two trademarks similar in visual effect of the distinctive
three-dimensional element and in the distinctive two-dimen-
sional elements are determined as similar trademarks.

Fig. 24 shows a three-dimensional trademark, and Fig.
25 a two-dimensional trademark containing a device ele-

ment. The two trade- ' E

marks, similar in the bird-
PAJARO
Fig. 24

Fig. 25

shaped part, are deter-
mined as similar trade-
marks.

Several issues encountered in the
registration and protection of three-
dimensional trademarks

The three-dimensional trademarks are one form of
trademarks capable of distinguishing the origin of goods;
hence they are registrable and eligible for legal protection.
China is a country in which a lot of trademarks are registered.
For the past five years, we have accepted a lot of applica-
tions for registration of three-dimensional trademarks, some
of which are registered upon examination. In the five-year le-
gal practice, this writer believes that two issues in the regis-
tration and protection of three-dimensional trademarks re-
quire our attention: the issue of registrability of pure three-di-
mensional trademarks and the issue of protection of combi-
nation three-dimensional trademarks.

(1) Issue of registrability of pure three-dimensional trade-
marks
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A pure three-dimensional trademark not directly rele-
vant to the goods or service in respect of which it is used is
registrasble. But a lot of pure three-dimensional trademarks
applied for registration as three-dimensional trademarks of
the shape or package of the goods are generally held non-
distinctive for being devoid of inherent distinctive character
for them to be distinctive, and the applicants are under the
burden of proof to show they have acquired their distinctive
character for these trademarks. Besides, since protection for
three-dimensional trademarks, especially those consist of
the shape or package of the goods may conflict with that for
copyright and patent, especially for the patent for design,
most countries that accept applications for registration of
three-dimensional trademarks have set forth stringent re-
strictions on the part of function of the three-dimensional
trademarks.

(I1) I1ssue of protection of combination three-dimensional
trademarks

In China, the registrable three-dimensional trademarks
are mostly combination three-dimensional trademarks. To
date, the major issue besetting the three-dimensional trade-
mark protection is the determination of the scope of protec-
tion for them. Since the trademark registration administrative
authority, when examining combination three-dimensional
trademarks, does not make substantial decision on the reg-
istrability of the three-dimensional part, which will lead the
relevant section of public to misunderstand the three-dimen-
sional trademark. Of course, this also happens to the con-
ventional two-dimensional trademarks. Since three-dimen-
sional trademarks are something new in China, however, the
misconception is likely to be more serious. As a case in
point, we may read in newsreports sentences, such as “a
three-dimensional trademark has been registered; the reg-
istrant will enjoy the exclusive right to use said three-dimen-
sional shape”. But in fact, the reported registered trademark
is a combination three-dimensional trademark whose three-
dimensional part may be of the common shape or the pack-
age of the goods. Provisions on the matter are strictly de-
fined and set forth in the Chinese Trademark Law, the Regu-
lations for the Implementation of the Trademark Law and the
Trademark Registration Examination Standards. First, the
most essential attribute of a trademark is its distinctive char-
acter. In other words, as long as one component of a combi-
nation trademark has its distinctive character, the trademark
as a whole has its own distinctive character. That is why the
word “exclusively” is used in the provision on the prohibited
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registration of trademarks in the Trademark Law. Second, a
combination three-dimensional trademark is an integral
whole; and there is no objection to the right claimed by the
registrant in the trademark as a whole. Third, what has the
impact on the global impression of a combination three-di-
mensional trademark is its more distinctive element, that is,
the main part thereof. This part is under stronger legal pro-
tection, and the right in the elements of the trademark as the
secondary part is limited. That is, if a combination three-di-
mensional trademark contains the common shape, package
and decoration of goods or directly indicates the character-
istic of the goods, such as the main raw material, or is in the
shape formed by the character of the goods per se, shape of
the goods required for achieving the technical effect and
shape of the substantial value of the goods, the registrant/
holder of the exclusive right to use said mark has no right to
prohibit another party from due use of it.

The author: Examiner of the Second Examination Division of
the Trademark Office of the State Administration for Industry
and Commerce
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