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Prior Art Defence Against Patent
Infringement Allegation in China

Wu Yuhe

This article is intended to present an overview of the
application and development of prior art defence against
patent infringement allegation in China, with an analysis of
some typical cases and a review of the evolution of some of
the events.

Generally speaking, the functional division of the patent
administrative authorities and the courts under the Chinese
Patent Law as of 1984 has rendered, to an extent, the appli-
cation of prior art defence against patent infringement alle-

gation typical of China. Specifically speaking, Article 3 of the
Patent Law provides that the Patent Office receives and ex-
amines patent applications and grants the patent right for in-
vention-creations satisfying the provisions of the Patent Law;
Articles 48 and 49 provide that the Patent Reexamination
Board (PRB) is responsible for the examination of requests
for invalidation of patent rights, that is, responsible for exam-
ining the validity of the patents and making decisions on
patentability; and Article 60 provides that the courts and lo-
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cal patent administrative authorities are responsible for han-
dling cases of patent disputes. The Chinese Patent Law was
amended twice in 1992 and 2000 respectively, but these
provisions remain unchanged. Based on this functional divi-
sion, the courts and the local patent administrative authori-
ties generally do not concern themselves with the validity of
the patent right when hearing patent infringement disputes,
which is a practice totally different from that of the US courts.
As aresult, for a considerably long period of time, the courts
and the local patent administrative authorities do not allow
citing prior art in defence against patent infringement allega-
tion.

|. Cautious introduction
of the prior art defence

1. The Supreme People’s Court’s reaffirmation of the
functional division

As early as 1985, when the first Patent Law came into
force, based on the functional division between the patent
administrative authorities and the courts under the Patent
Law as of 1984, the Supreme People’s Court issued, on 16
February 1985, the Notice on Several Issues Relating to
Patent-related Trial (No. Fa(jing)fa 3/1985, which became in-
effective in 2002), in which it was specifically provided that
“when a defendant makes a defence that the patent right in
suit is invalid in the patent infringement procedure, the court
having accepted the patent infringement suit should inform
him to act under Articles 48 and 49 of the Patent Law. In this
period, the court having accepted the patent infringement
suit may suspend the procedure under Article 118 (4) of the
Civil Procedure Law (Tentative) until the issue of the patent
validity is addressed.”

As a judicial interpretation, the Supreme Court’s Notice
has the quasi-legal force on the lower People’s Courts in their
trial of patent-related cases. When running into a patent va-
lidity issue in the course of handling a patent infringement
dispute, the courts should guide interested parties to file a
request with the PRB under Articles 48 and 49 of the Patent
Law. But, probably due to the issued Notice, the courts did
not allow, within long time following 1985, citing prior art a-
gainst patent infringement allegation lest it would trigger the
patent validity issue.

2. Bluebook No.7

The introduction of the prior art defence was initially re-
lated to the determination of the extent of protection of patent
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claims, particularly to the determination of equivalents.

In the Patent Law coming into force in 1985, the provi-
sion related to the extent of protection of patent was: “the
extent of protection of the patent right for invention or utility
model shall be determined by the terms of the claims. The
description and the appended drawings may be used to in-
terpret the claims.” As for the claim construction, the Chi-
nese legislators always take a middle way between the pro-
patentee central determinism and the pro-public peripheral
determinism, which has created the condition for the appli-
cation of the doctrine of equivalents in China.

The official document in which the prior art defence was
first seen was the Intellectual Property System in China (No.7
Bluebook on Science and Technology in China) issued in
August 1992." In elaboration of how to apply the doctrine of
equivalents to the determination of infringement in the judicial
practice in the Bluebook, it is pointed out that “the applica-
tion of the doctrine of equivalents should not be extended to
the protection of the prior art on the date of filing of the patent
in suit”. In said Bluebook, the prior art defence is allowed to
limit the scope of equivalents under the doctrine of equiva-
lents to such an extent as to prevent the application of the
doctrine of equivalents from extending to the protection of
the prior art on the date of filing.

3. Li Guang v. Shougang: practicing the prior art defence
against allegation of patent infringement under the doctrine of
equivalents

The typical case of the kind in this period is Li Quang v.
Beijing Shougang Heavy Machinery Corporation (the
Shougang case for short).

The patent in suit was patent ZL 90222982.8 for the util-
ity model entitled “Flagpole”. Li Guang, the patentee, filed
on 5 November 1990 his application with, and was granted
the patent by, the State Intellectual Property Office (SIPO) on
21 August 1991. The allegedly infringing technology was the
Shougang’s flag fluttering apparatus designed and made
between May and June 1993. The two apparatus, both being
flagpoles for the flag to flutter without wind, comprise a hol-
low pole with an air outlet on one side of it, a pulley and flag
ropes. Li Guang argued that Shougang infringed his patent
right with its flag fluttering apparatus, and sued in the Beijing
Intermediate People’s Court on 8 October 1993.

During the trial of the case, Shougang submitted the de-
scription of an application filed by another person for a
patent for the utility model of a blowing flagpole. The patent
was numbered 85201537, and expired on 14 January 1987.
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The description of the patent application disclosed a flag
fluttering apparatus in the absence of wind, and the patent
for the utility model of the blowing flagpole had become prior
art due to the expiry of the patent.

Upon hearing the case, the Beijing Intermediate Peo-
ple’'s Court believed that Article 59, paragraph one of the
Patent Law provides that “the extent of protection of the
patent right for invention or utility model shall be determined
by the terms of the claims.” That was to way, only when a
technical solution carried out by an actor was substantially e-
quivalent to the patented technical solution was it possible to
determine that the actor’s act fell within the extent of protec-
tion of the patent in suit, and that the patent right had been
infringed. The plaintiff's technical solution as stated in the
claims, description and appended drawings was different
from Shougang'’s flag fluttering apparatus in two aspects:

1) in the internal structure of the hollow pole; and

2) in the distribution of the air outlets on the two sides of
the pole itself.

The two differences showed that the two were not sub-
stantially equivalent, and the defendant’s flag fluttering ap-
paratus did not fall within the extent of protection of the
plaintiff's patent. Accordingly, the court rejected Li Guang'’s
litigant claims.

Dissatisfied with the judgement, Li Guang appealed to
the Beijing Higher People’s Court. The Beijing Higher Peo-
ple’s Court held that Li Guang’s patented technical solution
related to a flag fluttering apparatus comprising a hollow
pole, a pulley and flag ropes, using wind source to send the
wind through three air pipes to the three air chambers inside
the pole and through the air outlets on one side of the pole
where the flag is raised; the appellee’s flagpole also com-
prised a hollow pole, a pulley and flag ropes. The two were
substantially different in that there were three air chambers
inside the pole in Li Guang’s patented technical solution,
while there was only one such air chamber inside the flag-
pole of the Shougang’s technology. Besides, the one-air-out-
let “flag-blowing” technology, disclosed in the utility model
patent 85201537 that expired on 14 January 1987, had be-
come a prior art. Therefore, the extent of protection of Li
Guang’s “flagpole” patent should not cover the one-air-out-
let flag-blowing apparatus. Accordingly, the Beijing Higher
People’s Court supported the Intermediate People’'s Court’s
view that the technical solution used in Shougang’s flag-
blowing apparatus was not substantially equivalent to the
appellant’'s patented technology, and the prior art defence
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was applied to limit the scope of equivalents as claimed by Li
Guang, thus making it impossible to extend the protection of
the patent to the prior art on the date of filing.

II. Development of and reflection
on prior art defence

Prior art defence against patent infringement by equiva-
lents practically does not conflict with the functional division
between the patent administrative authorities and the courts
under the Chinese Patent Law. But, prior art defence against
literal patent infringement means that a defendant may chal-
lenge the validity of a patent in suit not through the patent in-
validation proceedings before the PRB, but with a known
technology that is sufficient to affect the novelty of a patent
before court. The practice of prior art defence against literal
patent infringement may be said to be a supplementation to,
or revision of, the mode of resolving the dispute over the va-
lidity of patent as developed in the Supreme People’s Court’s
Notice on Several Issues Relating to Patent-related Trial. Fol-
lowing the Shougang case were cases involving prior art de-
fence against literal patent infringement. Correspondingly,
different ways of application of the prior art defence oc-
curred in different jurisdictions.

1. Zhejiang Higher People’s Court judgement in Chen Ke
and Xinyu v. Shenfeng: practicing prior art defence against
literal patent infringement allegation

The patent in suit is patent ZL 91100595.1 for an inven-
tion of “process for putting colour on embroidery”. Chen Ke,
the patentee, filed his application with the SIPO on 27 Jan-
uary 1991, and his granted patent was published on 6 April
1994. The independent claim of the invention patent went as
this: “a process for putting colour on embroidery, using ba-
sic lines to embroide design on cloth, wherein liquid colour is
used to put colour on the basic line of the embroidery design
and then dry and fix the coloured lines”.

Later, the plaintiffs, Chen Ke, the patentee, and the
Xinyu Handcraft Plant, the solely exclusive licensee, sued in
the Hangzhou City Intermediate People’s Court, arguing that
the Taizhou City Jiacjiang Shenfeng Necktie Factory’s (Shen-
feng for short) making and marketing the neckties with
coloured base lines constituted an infringement of Chen Ke’s
patent right and Xinyu’s solely exclusive licensed right as
well.

Shenfeng, the defendant, defended that its use of hand
painting in part of the design for embroidery in making em-



broidery neckties, with a long history in China, was not a new
technology, and the infringement allegation was not tenable.

Upon hearing the case, the Hangzhou City Intermediate
People’s Court held that the patent for the process for putting
colour on embroidery was not a process for making a new
product, but a technique for putting colour on embroidery,
by which a variety of products were made, including the
neckties made by Shenfeng. Shenfeng’s view that Chen Ke's
patent was not novel and that he used a known technology
was not tenable. In the present case, Shenfeng’s failure to
present the specific process it used to make the neckties
should be deemed to be its use of Chen Ke’s patented pro-
cess, and the use constituted an infringement; Shenfeng also
infringed Xinyu's solely exclusive licensed right. Hence,
Shenfeng was ordered to immediately cease using the pro-
cess, and stop using and marketing the products obtained
directly with the patented process.

Dissatisfied with the judgement, Shenfeng appealed to
the Zhejiang Higher People’s Court, which, upon hearing the
case, believed that colouring the single coloured embroidery
with the liquid colour was a traditional folk craft widely used
for making embroidery by most arts and crafts factories in
the regions, such as Wenzhou and Taizhou in Zhejiang
Province. Besides, the process of craftsmanship was de-
scribed in the magazine “Silk” in issue No. 9 in 1989. Ac-
cordingly, the Zhejiang Higher People’s Court made its final
judgement in the case involving the invention patent on 16
December 1997, establishing that “the appellant’s use of the
technology existent prior to the date of filing of the patent in
suit did not constitute an infringement of the invention patent
right and the appellee’s grounds for requesting that the ap-
pellant be held liable for infringement were not tenable. The
appellant’s claim that ‘it had used a prior art, and the use did
not infringe the patent right in suit” was tenable and sup-
ported by the court”. Accordingly, the Zhejiang Higher Peo-
ple’s Court reversed the initial judgement, and rejected the
patentee’s litigant claims on the ground that use of a prior art
did not constitute an infringement of the patent right.

2. The Beijing Higher People’s Court’s view: reaffirming
that the prior art defence is applicable only to allegation of in-
fringement of patent by equivalents

With the arising of cases involving prior art defence a-
gainst literal infringement, whether the prior art can be posed
against allegation of literal patent infringement is understood
differently in the judicial practice. To standardise and har-
manise the judicial practice within the jurisdiction, the Beijing
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Higher People’s Court issued in 2001 the Opinions on Sever-
al Issues Relating to Patent Infringement Adjudication (Opin-
ions for short) (For Trial Implementation) (No. Jinggaofafa
229/2001, in which provisions are set forth in Articles 100 to
103 of Part 4 as follows:

The prior art defence means that in patent infringement
procedure, where the alleged infringing article (product or
process) is equivalent to the patented technical solution as
stated in the claims of the patent, the defendant’s act does
not constitute an infringement of the plaintiff's patent right if it
or he makes a defence and furnishes the relevant evidence
to prove that the alleged infringing article (product or pro-
cess) is equivalent to a prior art.

When a defence is made on the basis of the prior art,
said prior art should be an independent technical solution
available before the date of filing of the patent in suit, or peo-
ple ordinarily skilled in the art hold that the patent is a techni-
cal solution obtained through obvious and simple combina-
tion of the prior art.

The prior art defence only applies to patent infringement
by equivalents, not to the literal patent infringement.

When the patented technical solution, the alleged in-
fringing article (product or process) and the cited prior tech-
nical solution are obviously literal, the defendant should not
make the prior art defence, but may file a request with the
PRB for invalidation of the patent right in suit.”

Obviously, the Beijing Higher People’s Court’'s above
view still highlights the functional division between the patent
administrative authorities and the courts under the Chinese
Patent Law, specifying that “the prior art defence only ap-
plies to patent infringement by equivalents, not to the literal
patent patent infringement” and the prior art defence against
literal patent infringement is understood as a dispute over
the patent validity, leading the interested parties to file re-
quest with the PRB for invalidation of the patent in suit and to
have the dispute resolved through the patent invalidation
proceedings.

It is worth noting that the Beijing Higher People’s Court
specially explains at the beginning of the Opinions that “in
the presence of discrepancies between the provisions of
these Opinions and the laws, regulations and the relevant ju-
dicial interpretations issued after them, the laws, regulations
and the relevant judicial interpretations shall prevail.”
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lll. The Supreme People’s Court’s view:
gradual affirmation of prior art defence
against literal patent infringement

It needs to be pointed out in the early days when the
Patent Law came into force, the Supreme People’s Court,
limited by the functional division between the patent admin-
istrative authorities and the courts under the Patent Law, was
very cautions about the application of the prior art defence.
However, with the changes in the judicial practice and accu-
mulation of experience in adjudicating patent-related cases,
the Supreme People’s Court is more affirmativ- toward it.

1. The Supreme People’s Court’s directions in specific
cases: specific requirements on the application of prior art
defence by courts of lower levels

In 2000, the Third Civil Tribunal of the Supreme Peo-
ple’s Court sent a letter (No. Zhijianzi 32/2000) to the Anhui
Province Higher People’s Court regarding the case of dis-
pute from patent infringement between Wang Chuan and the
Hefei Jichu Trading Co., Ltd., in which the Third Civil Tribunal
of the Supreme People’s Court held that the problem with the
case was relatively obvious, and required the Anhui Higher
People’s Court to fully review the case and handle it under
the law. Besides, the Tribunal gave its specific instructions
on the application of prior art defence, pointing out that in the
first instance, no examination decision was made on the
cause of the prior art defence made by Shendian Corpora-
tion, one of the accused infringers; in the second instance,
the technology as disclosed in the two reference documents
provided by Shendian Corporation (Shendian for short) was
not compared with Shendian’s technology, but with Wang
Chuan’s patent, and it was concluded that the two were dif-
ferent. The way of handling the case was undue. The court
believed that “whether Shendian’s technology and Wang
Chuan’s patent were identical or not, under the circumstance
where Shendian showed the cause for the prior art defence,
Shendian’s technology should be compared with Wang
Chuan’s patent only after a decisive conclusion was drawn
by comparing the former with the known and used technolo-
gy. In this comparison, it should be found out whether all the
relevant essential technical features of Shendian’s technolo-
gy were disclosed in the reference documents, and, as well,
that if there were differences, whether they were substantial
or not, that was, whether the substitution of the relevant tech-
nical features was obvious or not. Only after making such
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comparison and concluding that the two were substantially
different was it possible to deny the grounds of Shendian’s
defence”. The court also believed that it was due for the
technical comparison to be made by way of entrusting an
appraisal organisation to make an appraisal or at least
through consultation with experts.

2. Several Provisions of the Supreme People’s Court on
Issues Relating to Application of Law to Adjudication of Cases
of Patent Disputes: application of prior art defence in suspen-
sion of patent litigation

In 2001, the Supreme People’s Court issued the Several
Provisions on Issues Relating to Application of Law to Adju-
dication of Cases of Patent Disputes (No. Fashi 21/2001), in
which Article 9 provides that “where a defendant files a re-
quest for invalidation of the patent right when making its or
his defence in the case received by the people’s court of
dispute as arising from the infringement of the patent right for
utility model or design, the people’s court shall suspend the
legal proceedings. However, under any one of the following
circumstances, the legal proceedings may not be suspend-
ed:...(2) where the defendant’s evidence is sufficient to prove
that its or his used technology has been known to the public;

Regarding the above provision, the Third Civil Tribunal
of the Supreme People’s Court explains that “the circum-
stance in which the legal proceedings may not be suspend-
ed as mentioned in item (2) is where the defendant’s evi-
dence is sufficient to prove that its or his used technology
has been known to the public, that is what is commonly re-
ferred to as prior art defence. To be specific, in a patent in-
fringement lawsuit, the People’s Court may disregard
whether a patentee’s utility model or design patent is
patentable or not. As long as the defendant can furnish evi-
dence to show that the technology it or he uses is a known
technology, the People’s Court may directly decide that the
defendant does not infringing the patent by the accepted
adjudication doctrine of prior art defence.”

Clearly establishing the prior art defence doctrine by
way of judicial interpretation for addressing the issue of sus-
pension of court procedure involving dispute arising from in-
fringement of a patent right for utility model or design is re-
garded as an important breakthrough and improvement of
the system of patent infringement procedure suspension in
China.

3. The Supreme People’s Court’s latest provisions on
prior art defence: further affirmation of the prior art defence



In January 2007, the Supreme People’s Court issued
the Opinions on Comprehensive Enhancement of IP Adjudi-
cation to Judicially Ensure the Construction of Innovative Na-
tion, in which  “the prohibition of abuse of the IP rights” was
related to. In Article 16 thereof the courts at various levels are
required to draw a correct line of demarcation between the
right of the holders of the IP rights and that of the public, ex-
amine and support interested parties’ defense based on a
prior right, right from or of prior use, known technology,
estoppel, and fair use under the law; stop acts of illegal
monopoly of technology and inhibition of technological
progress; determine, under the law, grounds for invalid
technology contracts, such as restrictive R & D, compulsory
back-licensing, inhibited implementation, bundled sale, re-
strictive purchase, and prohibition of question on validity to
maintain unfair competition in the technology market; and
prevent rightholders from abuse of infringement warning and
the right of litigation to amplify the system of declaratory
judgement lawsuit and the system of compensation of dam-
ages for abuse of litigation.”

The Supreme People’s Court’'s above provisions and
notices have established that prior art can be posed against
allegation of infringement of patent by equivalents and, as
well, that of literal patent infringement in an attempt to har-
monise the judicial practice.

IV. Extensive application of prior art
defence in courts across the nation

The Supreme People’s Court’s opinions on prior art de-
fence against patent infringement allegation have spurred
the legal practice of the prior art defence, and encouraged
the courts to explore specific ways to apply prior art defence
in their judicial practice.

1. Xuesheng v. Kehui, et. al.: types of, and conditions
for, prior art defence

In this case, the Qingdao Intermediate People’s Court
divides the prior art into three types according to their own-
ership attribution:

(1) the free, known technologies, referring to those in
the public domain that every entity and person is entitled to
use, but should not monopolise;

(2) others’ patents, also known technologies if the appli-
cations therefore are disclosed before the date of filing; and

(8) others’ invention patent applications under the pro-
visional protection.
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The Qingdao Intermediate People’s Court holds that two
conditions should be satisfied for citing a known technology
in prior art defence: the existence of the known technology;
and manufacture of the alleged infringing product with the
known technology.

The patent in suit is the patent for the utility model of de-
odorising filter paper. The patentee, the Laizhou City Active
Carbon Fibre Plant (later renamed Xuesheng Active Carbon
Fibre Plant, Xuesheng for short) filed, on 31 December 1998
its application for the patent with, and was granted the patent
98 2 50815.8 by the SIPO on 24 December 1999. On 6
November 2001, Xuesheng sued in the Qingdao Intermedi-
ate People’s Court on the ground that the Guangdong Kehui
Industrial Corporation (Kehui for short) infringed its patent
right. The claim of the patent in suit went like this:

“A deodorising filter paper made of paper, active car-
bon and photocatalyst, wherein it is made into striped plane
paper and corrugated paper, with the two glued together
using adhesive agent in cellular shape and with a piece of
plane paper glued on the sides to form a frame around it.”

The alleged infringing product is a photocatalyst and
active carbon filtre mesh, comprising plane paper and cor-
rugated paper glued together in a rectangular shape with a
piece of plane paper glued on the sides to form a frame
around it. Kehui made its prior art defence against the in-
fringement allegation on the ground that the technology it
used was identical with a prior patented technology dis-
closed in a US patent.

The Qingdao Intermediate People’s Court held that the
defendant practiced prior art defence against the plaintiff's
infringement allegation on the ground that it made the al-
leged infringing product with a known technology. It fur-
nished to this court the evidence of the relevant known tech-
nology, and defended itself that the technical features of the
alleged infringing product were known technology on the
basis of the US patent 5,817,427, the grant of which was
published on 6 October 1998, that is, prior to the date of fil-
ing of the patent in suit. Kehui argued that the technology
with which the alleged infringing product was made was i-
dentical with a prior patented technology disclosed in a US
patent, and the US technology was disclosed around the
world after the publication of the grant thereof. The US patent
was to provide an oxidation titanium paper made of nm ma-
terial which was good for deodorisation and anti-aging ef-
fective. The paper contains super-fine oxidation titanium par-
ticles (whose X-ray particle diametre was no larger than 100
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nm.), that is, the oxidation titanium was one of nm material,
obviously different from the plaintiff's patent in the material
used. What the plaintiff used in the patent was paper in nor-
mal state made of materials, such as active carbone and
photocatalys, while what was in the US patent was nm mate-
rial, name “super-fine oxidation titanium particles whose X-
ray particle diametre was not larger than 100 nm. or super-
fine oxidation titanium particles improved with metal or metal
composition on the surface.” Material in which the size of the
composition phase or crystal particle structure are kept at
100 nm or below is known as nm material having good per-
formance the ordinary material does not have in terms of
surface effect, small size and quantum effect. The technolo-

gy was known as the nm technology, also a modern high
technology. Here, the materials used were substantially dif-

ferent. Besides, the structure described in the claims of the
US patent was not exactly identical with the structure of the
defendant’s product; they should not be naturally taken as i-
dentical in this aspect. Accordingly, Kehui's view that its
product was identical with the technical features of the US
patent was not tenable.?

2. He Weibin v. Wenzhong Electronics: technology com-
parison for prior art defence

In this case, regarding the comparison of related tech-
nologies for prior art defence, the Wenzhou Intermediate
People’s Court held that in comparison of the related tech-
nologies in prior art defence, attention should be focused on
the comparison of the evidence cited by the accused in-
fringer as a known technology with the alleged infringing
product in order to determine that the evidence from the ac-
cused infringer was sufficient to show that the technology
with which its alleged infringing product was made was
known, reference should be made to the extent of protection
established by the claims of the patent in suit when compar-
ing the known technology with that with which the alleged in-
fringing product was made. The comparison of the relevant
technology in prior art defence did not involve that of the
known technology with the patented technology. The prior art
defence’s being tenable would render it unnecessary to
compare the patented technology with the alleged infringing
product for the purpose of establishing the infringement.

The patent in suit is the patent for utility model of digital-
controlled wire stripper. He Webin filed his application for the
patent with the SIPO on 6 May 1999, and was granted the
patent Z1.99210833.0. The independent claim of the patent
went as follows:
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“A digital-controlled wire stripper, comprising a casing,
control panel, mechanic control part and single-chip comput-
er installed inside the casing, wherein on the control panel
are disposed a variety of digital control buttons; at the me-
chanic control part are disposed the conductive wire inlaying
means, cutting and stripping means and wire outlaying
means; inside said casing are respectively disposed wire in-
laying step motor, cutting and stripping step motor and wire
outlaying step motor, these step motors are respectively
electrically and mechanically connected to the wire-inlaying
means, the cutting and stripping means and wire outlaying
means of the mechanical control part.

On 27 December 2004, He Weibin sued the Ruian City
Wenzhong Electronic Equipment Co., Ltd. (Wenzhong for
short) in the Wenzhou Intermediate People’s Court on the
ground that the computer wire-stripper made and marketed
by Wenzhong infringed its patent right, and applied to the
court for evidence preservation. The court conducted the re-
quested evidence preservation at the Wenzhou office locat-
ed at 1 Guangchangzhong Road, Dangxia Township, Ruian
City on 31 December 2004, and obtained several products of
the allegedly infringing computer wire stripper. Wenzhou
made its prior art defence against the patent infringement
allegation by citing the technologies, including Gu Li's solu-
tion.®

In the present case, the Wenzhou Intermediate People’s
Court held that He Weibin owned a utility model patent, so
the comparison mainly involved the shape, structure or their
combination of the product. Besides, He Weibin clearly
claimed in the procedure that the extent of protection was
based on independent claim 1 of the patent in suit. There-
fore, when making the comparison, the determination was
made as to whether the structural arrangement and compo-
nents of the alleged infringing product that corresponded to
said claim 1 were the prior art or not. Out of this considera-
tion, the court summarised five features out of the technical
features (the accused technology) of the alleged infringing
product: a computer wire stripper; it comprises a casing,
control panel, mechanic control part and single-chip comput-
er installed inside the casing; on the control panel are dis-
posed a variety of digital control buttons; a pair of rolling
wheels were respectively disposed on the left and right of the
mechanic control part, with the left rolling wheel for inlaying
wire and the right rolling wheel for outlaying the wire; scissors
were disposed in the middle for stripping conductive wire;
three step motors were inside the casing respectively con-



nected to the wire inlaying rolling wheel of the mechanic
control part, wire cutting and stripping scissors and wire out-
laying rolling wheel of the mechanic control part. The court
compared these features with Gu Li's solution, and deter-
mined that all the features of the accused technology were
available in Gu Li's solution, so they were known technolo-
gies”.

Dissatisfied with the judgment, He Weibin appealed to
the Zhejiang Higher People’s Court. The Zhejiang Higher
People’s Court, based on the appellant’s claims and grounds
and the appellee’s defence, first determined that in the prior
art defence, if the accused infringer made his prior art de-
fence, the accused technology should be first compared
with the known technology. The Zhejiang Higher People’s
Court also held that where it was determined that the two
were substantially different and where the accused in-
fringer’s prior art defence was denied, then it was necessary
to compare the accused technology with the patented tech-
nology.

To be specific, the Zhejiang Higher People’s Court held
that where Wenzhong made its prior art defence and when
its technology was compared with Gu Li’s solution, the com-
parison should be made to find out whether the technology
of the alleged infringing product was disclosed in the refer-
ence document, and where the relevant technical features of
the two were somewhat different, comparison should also be
made, so as to see whether the technical features of the al-
leged infringing product were closer to the patented tech-
nology or the known technology.

As described in the initial judgment, “Gu Li’s solution”
was entitled “computer wire stripper”. In the judgment an
overview of the machine was given, its function, operational
principle and major parameters were presented, and two
block views showing the principal program of the control
system and control loopback were attached. He Weibin ar-
gued that Gu Li’'s solution was different from the alleged in-
fringing product and the patented technology in these as-
pects:

1) the “tactile panel” of the former was an input mode
different from the “digital control buttons” of the latter two
technologies, and they were not replaceable;

2) the step motors and press wheels of the former ran
synchronically while the latter two ran step by step; and

3) the single-chip computer of the former controled the
memory while the latter two technologies directly controlled
the step motors.
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Upon examination, the court held that claim 1 of the
patent in suit disclosed a technical solution of digital con-
trolled wire stripper, specifically comprising the structural
features of digital controlled part and the mechanical control
part, and the mode of corresponding connections. In He
Weibin’s comparison, except the difference of the two in item
1 control panel, the technical features mentioned in items 2
and 3 were not disclosed or defined in the claims. Therefore,
He Weibin’s claimed that the latter two technologies that
were not disclosed in the patent were different, and the claim
was not tenable. He believed that the input mode used in the
control panel of the accused technology was the “digital
controlled buttons” that were the same as the patent, and
that Gu Li’s solution disclosed the “tactile panel”. In this re-
gard, the court believed that according to the technical fea-
tures, the tactile key used in the alleged infringing product
made by the appellee should be referred to as thin film keys,
which an operator had to press vertically when inputting data
and parameters in the computer by pressing the keys. Upon
his release, the keys returned to their normal position with a
run. The touch panel highlighted the operator’s touch without
run. As for the “digital controlled buttons” used in the patent-
ed technology, though it was not a standard term, it was lit-
erally meant that the specification of the required conductive
wire to process the conductive wire was input sequentially in
decimal number with the digital controlled button. For that
matter, as the comparison of the three showed, the technical
features of the alleged infringing product were closer to the
“digital controlled buttons” of the patented technology. Be-
sides, when the accused infringer made his prior art de-
fence, the court examined whether the technical solution of
the alleged infringing product was from the known technolo-
gy or not, and Gu Li’s solution disclosed a touch panel, with-
out disclosing the specific technical features of the digital
controlled buttons; hence the way the alleged thin film keys
used in the alleged infringing product for digital control were
not disclosed in the known technology. Accordingly, the
court held that the technical features of the alleged infringing
product were not from the known technology, and Wezhong-
s prior art defence was not tenable.®

3. Declaratory judgement suit between Xiangbei Weier-
man and Guangzhou Weierman: mode of technology compar-
ison for prior art defence

In this case, for comparison of the relevant technologies
for prior art defence, the Changsha City Intermediate Peo-
ple’s Court in Human Province first compared the alleged in-
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fringing product with the patented technology, and, after it
was determined that the alleged infringing product fell within
the extent of protection of the patent, compared the known
technology cited by the accused infringer with the alleged
infringing product so as to determine whether the technology
used by the accused infringer for making the alleged infring-
ing product was a known technology or not.

The patent in suit was a patent Z1.97108942.6 for the
invention of “antibeta-lactamase antisepsis composition”.
The Guangzhou Weierman Company (GW) filed on 11 June
1997 an application with, and was granted the patent on 2
September 2000 by, the SIPO. The essential technical fea-
ture of the patent was that a antibeta-lactamase antisepsis
composition, wherein it comprised sulbactam and
piperacillin or cefotaxime, and the composition was made by
mixing the sulbactam and piperacillin or cefotaxime at a ratio
of 0.5~2:0.5~2.

The accused technologies were Xiangbei Weierman
(XW)'s new drugs submitted for approval “injections of
piperacillin sodium and sulbactam sodium (2:1)” and “injec-
tions of cefotaxime sodium and sulbactam sodium (2:1)”. XW
received the lawyer’s letter from GW on 29 July 2005, claim-
ing that XW’s two drugs of piperacillin sodium and sulbactam
sodium fell within the extent of protection of the claims of the
invention patent ZL97108942.6 and infringed its invention
patent right, and hence requesting XW to stop its activity to
apply for the regulatory approval. XW argued that a known
technology was used in its manufacture of the injections of
piperacillin sodium and sulbactam sodium submitted for ap-
proval, and the two drugs did not infringe GW'’s invention
patent right. Accordingly XW sued in the Changsha Interme-
diate People’s Court on 24 August 2005 for a declaratory
judgment that the injections of piperacillin sodium and sul-
bactam sodium it made, used, offered for sale, sold in China
and imported by XW did not constitute an infringement of the
invention patent ZL 97108942.6.

The Changsha Intermediate People’s Court made the
following comparisons in resolving the patent infringement
dispute between the interested parties:

1) Comparison of the product with the patent in suit. In
the hearing before court, XW affirmed that the new drugs ap-
plied for approval “injections of piperacillin sodium (2:1)”
and “injections of sulbactam sodium (2:1)” were identical
with GW’s patent ZL 97108942.6.

Regarding this, the court held that it may be deter-
mined that the technology in suit for making the alleged in-
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fringing product was identical with the technology of the
patent ZL 97108942.6.

2) Comparison of the invention patent with the known
technology:

Regarding this, the court held that an invention patent
should possess novelty, inventiveness and practical appli-
cability. A prior art defence was made against the novelty of
a patent. According to the law provisions, a patented tech-
nology should not be a technology identical with one that had
been publicly disclosed in publications in the country or
abroad, or had been publicly used or made known to the
public by any other means in the country before the date of
filing of the patent, nor one for which another person had
filed an application for a patent with the patent administrative
authorities under the State Council and that had been docu-
mented in published patent application documents. In the
present case, the novelty of the patent ZL 97108942.6 should
be determined primarily on the basis of the essential techni-
cal features of the patent. As shown in the claims, the patent
claim included two parts:

1) the mixture included the components of piperacillin
sodium or sulbactam sodium; and

2) said components were mixed at a given ratio to make
a new composition.

Therefore, the novelty of the patent did not lie in the dif-
ference of the sulbactam and piperacillin per se used as
components from others, but in the ratio they were mixed to-
gether to make a new single composition. Using two ready-
made drugs and a composition were two different concepts.
Only when the single composition technology was disclosed
in the above way was it possible for the prior art defence to
be tenable. In the present case, the XW also admitted that
the evidence it presented was related to a solution of treat-
ment using drugs together, not a single composite drug;
hence it failed to show that the same single composition
technology was disclosed before the date of filing of the
GW's patent; hence the prior art defence was not tenable.®

4. Huaweimei v. Zhenxing Medical Treatment Products
Plant (ZMTP): way of technical comparison for prior art de-
fence

In this case, upon comparing the alleged infringing
product with the known technology, the Zhejiang Higher
People’s Court discovered that the relevant technical fea-
tures of the two were exactly identical and determined that
the alleged infringing product did not fall within the extent of
protection of the patent in suit.



The patent in suit was a patent for the utility model of a
mechanical raising mechanism of the bed for medical use.
The appellee the Shaoxing Huaweimei Associated Medical
Products Co., Ltd. (Huaweimei) filed, on 14 July 1999, an
application with, and was granted the patent 99227847.3 by,
the SIPO on 4 May 2000. The independent claim of the
patent was a mechanical raising mechanism of the bed for
medical use, wherein a crank link was connected to the bed
or the bed board, a casing pipe connected to the lead
screw, and the rocker handle shaft and rocker handle, and
said lead screw was connected to the rocker handle shaft
with a universal joint.

The accused technology was a bed for medical use
made and marketed by ZMTP. The main technical feature of
the raising mechanism of the bed was that it also comprised
a crank link, casing pipe, lead screw, rocker handle shaft,
rocker handle and universal joint, with the crank link connect-
ed to the bed board, the casing pipe connected to the lead
screw, and the lead screw was connected to the rocker han-
dle shaft with a universal joint. From the first half of 2001,
ZMTP began to make and marketed the raising mechanism
of said bed. On 30 October 2001, the appellee Huaweimei
sued in the Hangzhou Intermediate People’s Court, request-
ing the court to order the appellant to immediately cease its
act of patent right infringement.

Upon hearing the case, the Hangzhou Intermediate
People’s Court held that the technical solution used in the
raising mechanism of the bed for medical use made and
marketed by ZMTP had all the essential technical features of
claim 1 of the Huaweimei's patent 99227847.3, and it fell
within the extent of protection of said patent, so constituted
an infringement.

Dissatisfied with the judgment, the appellant appealed
to the Zhejiang Higher People’s Court, arguing that the ap-
pellant had used a technology made known in the pictures of
advertisement by Paramount, a Japanese company making
beds for medical use and in utility model patent
Z199225739.7. The appellee Huaweimei defended before
court that the evidence the appellant used to show what it
used was a known technology had been rejected by the PRB
in the patent invalidation proceedings; hence the appellee’s
patent remained novel.

Upon hearing the case, the Zhejiang Higher People’s
Court held that the evidence the appellant presented to
prove what it used was of a known technology was: 1) the
documents of the utility model patent ZL 99225738.7; and 2)
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the patients’ beds the Changzheng Hospital used, before the
date of filing of the appellee’s patent, with identical technical
features as those of the patent in suit.

The appellant in the present case also made and mar-
keted a bed for medical use, and the main technical feature
of the raising mechanism was that it also comprised a crank
link, casing pipe, lead screw, rocker handle shaft, rocker
handle and universal joint, with the crank link connected to
the bed board, the casing pipe connected to the lead screw,
and the lead screw connected to the rocker handle shaft with
a universal joint. The patent ZL 99225738.7 the appellant cit-
ed as evidence of a known technology was a patent for a u-
tility model of “safety structure of rocker shaft of a patient’s
bed”, wherein it comprises a rocker shaft, universal joint,
stretching screw arbor, transmission crew arbor, backup
plate and spring. It did not have the crank link as used in the
alleged infringing product, nor was it possible to infer from
the documents of the reference patent that said device was
definitely connected to the bed or the bed board through the
crank link, and the two were not identical or equivalent;
hence it could not be shown that the technical features of the
alleged infringing product were those of the technology dis-
closed in the reference patent documents.

As for the technical features of mechanical raising pa-
tient’s beds used by the Changzheng Hospital in September
1997 made by Paramount with another company, the me-
chanical raising mechanism was also used, which comprised
a crank link, casing pipe, lead screw, rocker handle shaft,
rocker handle and universal joint, with the crank link connect-
ed to the bed board, the casing pipe connected to the lead
screw, and the lead screw connected to the rocker handle
shaft with a universal joint. The technical features of the pa-
tient’'s bed made and marketed by the appellant were exact-
ly identical with those of the said bed; hence, it was possible
to determine that the alleged infringing product was exactly
identical with the technology known before the date of filing
of the appellee’s patent.

The Zhejiang Higher People’s Court held that the ap-
pellee was the patentee of the utility model patent ZL
99227847.3, and the patent right it enjoyed should be pro-
tected under the law, but the extent of protection of said
patent should not be extended to such an extent as to cover
any technology in the public domain. The appellee was enti-
tled to exploit the patented technology in way of manufac-
ture, sale, use or importation, or to assign or license its own
patented technology to another person. But it had no right to
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prohibit another person from using a known technology other
than the patent technology. In the present case, the technol-
ogy the appellant used to make and market the patient’s bed
was a technology known before the date of filing of the ap-
pellee’s patent, and the act of making and marketing it did
not constituted an infringement of the patent in suit. Accord-
ingly, the appellant’s claim that “it has used a known tech-
nology, and the use does not constitute an infringement” was
tanble.®

V. Conclusion

Practicing prior art defence against patent infringement
allegation is of great significance in that one more alternative
means is made available to a defendant using a prior art to
defend himself against patent infringement allegation. He
may, on the one hand, deny the validity of a plaintiff's patent
through the patent invalidation proceedings before the PRB
(in this case, the issue of patent validity and the patent in-
fringement dispute are to be handled respectively by the
PRB and the people’s courts, which would prolong the hear-
ing of the case), and, on the other, directly practice prior art
defence against the patent infringement allegation to quickly
avoid being entangled in lawsuits and save the resources of
the interest parties and the courts for judicial trial.

The prior art defence has been widely practiced in the
judicial practice, with little approach made in the legislation.
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Recently, the SIPO has drafted the provisions on the princi-
ple of prior art defence in the draft third amendment to the
Patent Law, and the implementing regulations have to be
worked out once the amendment is approved by the
Congress. This shows that more work needs to be done to
further develop and improve the theory on prior art defence
in China.

The author: Patent Attorney and Attorney-at-law of the China
Patent Agent (H.K.) Ltd.
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Huawei Technology Co., Ltd.
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Haier Co., Ltd.

Shunda Computer Factory Co., Ltd.
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LG Electronics (China) R & D Centre, Ltd.
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