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Technology Comparison in
Application of Prior-art Defence

Review of Judicial Practices and Observation on Relevant Provision
in the Pending Amendment to the Patent Law

He Huaiwen

Introduction

Although infringement lawsuit is separate from patent
invalidation proceedings under Chinese patent law, in recent
years, Chinese practitioners and academics are advocating
that “prior-art” should serve as a defence in patent infringe-
ment litigation." In this regard, a provisions has been incorpo-
rated in the draft of the third Amendment to the Patent Law,
namely, Article 64 of the draft Amendment to the Patent Law
of the People’s Republic of China (as of 28 February 2008,
“Draft Amendment” for short): “In patent infringement litiga-
tion, where an accused infringer proves that the patented
technology or design in dispute belongs to prior art or prior
design, his exploitation does not constitute infringement.”
These lead to some concerns. Some scholars enumerated

possible demerits of enacting “prior-art defence” from the

perspective of judicial practice, pointing especially to legal
uncertainty. 2 But neither the judicial practice nor Draft A-
mendment nor academic discussions face upfront the basic
questions: Is the prior-art defence directed to the novelty or
inventiveness of a patent in suit? And what technology com-
parison rules should be applied? Given the inconsistency of
the concepts of prior art defence, | shall analyses prior-art
defence by classification first, and then expose the core is-
sue, i.e., the technology comparison rules. In light of these
discussion, finally, | will make proposal for the third amend-
ment to the Chinese patent law, under the existing separation
between patent infringement litigation and invalidation pro-
ceedings in China. It is suggested that the technology com-
parison rules and comparison standards be specified in the
future prior-art defence provision. An advisable solution is to
enact prior-art defence as an exception to infringement, so
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as to preserve the public’s basic confidence in prior art and
the patent system as a whole.

l. “Prior art”

The term “prior art” is of jurisdiction characteristic, and
China is no exception. Rule 30 of the Implementing Regula-
tions of the Patent Law of the People’s Republic of China (the
Implementing Regulations for short) provides: “ ‘Existing
technology’ referred to in Article 22, paragraph 3 of the
Patent Law means any technology which has been publicly
disclosed in publications in this country or abroad, or has
been publicly used or made known to the public by any other
means in this country, before the date of filing (or the priority
date where priority is claimed), that is, prior art”. Thus “prior
art” is introduced to interpret the term “existing technology”.
Since this provision underscore the requirement “known to
the public”, “prior art” is held to be equivalent to “publicly
known technology”. This concept of “prior art” remains un-
changed in the Draft Amendment to the Patent Law, so this
article adopts the term  “prior-art defence” in the foregoing
meaning.

While “prior art” is the sole reference point for assess-
ing the inventiveness of a patent application under the Chi-
nese Patent Law, this does not hold true for novelty assess-
ment. The above provision of the Implementing Regulations
interprets the term “existing technology” provided in the “in-
ventiveness” requirement of Article 22, paragraph 3 of the
Patent Law, and is not directed to the “novelty” requirement
in paragraph 2 of the same Article. For novelty, if an applica-
tion for a patent relating to the same subject matter of a later
application was filed early by another party and the early ap-
plication is later published after the filing date of the later ap-
plication, then the early application could be used to reject
the later application for lack of novelty, but it could not be re-
lied on as a part of prior art for the purpose of inventiveness
examination of the later application.

Depending on its proprietary state, prior-art may be
classified as free prior-art and proprietary prior-art. Given
prior-art defence is directed to the relationship between the
patented technology in suit and an accused technology, the
relationship between an accused technology and a third
party’s patent right is a different legal relationship, unrelated
to prior art defence and thus should be an issue left outside
discussion of prior-art defence. Therefore, this article does
not make the distinction mentioned above.
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II. Classification of prior-art defence

While successful “prior-art defence” invariably results in
non-infringement, there are varied concepts of prior-art de-
fence among academics in China with different law basis re-
spectively. And owing to the underlying different approach to
technology comparison, they impact the novelty and inven-
tiveness of a patent in suit in various ways. For the sake of
consistency in the discussion, they are first classified and
brief discussed below.

1. Prior-art defence as limitation to doctrine of equiva-
lents

The basic law theory for prior-art defence as a limitation
to doctrine of equivalents is that “the doctrine of equivalents
should not be applied to expand the scope of [patent] pro-
tection to technologies that already existed before the appli-
cation date.”® This type of “prior-art defence” has long been
accepted by the Chinese judicial community, and Li Guang
v. Shougang is one of the typical cases.* The “existing tech-
nology defence” provided for in Article 100 of the Beijing
Municipal Higher People’s Court’s Opinions on Several Is-
sues Relating to Patent Infringement Adjudication for Trial
Implementation (the Opinions for short)® should basically
mean this type of prior art defence, but it has a wider cover-
age. As “existing technologies” do not include technologies
in “conflicting applications” , Article 42 of the Opinions ex-
plicitly provides that “in passing on patent infringement,
doctrine of equivalents shall not apply under the following cir-
cumstances:

1) The allegedly infringing technical solution is known to
the public before the filing date of the patent in suit; and

2) The allegedly infringing technical solution is covered
by a conflicting application or an early patent application.”

Were the material cited in the prior-art defence used as
references in the process of patent examination or patent in-
validation proceedings of the same patent, it could have ru-
ined the inventiveness of that patent. While material so cited
may not contain all the features recited in the claims of the
patent in suit, it could still serve to anticipate that patent. As
pointed out in the section on Novelty in Chapter 3 of Part 2 of
the Chinese Guidelines for Examination, where the difference
between a reference and the application is just a “simple
substitution of ordinary nature”, the application is not novel.
Nevertheless, strictly speaking, the court merely examines
the novelty and inventiveness of the equivalent features as
claimed by the plaintiff for the purpose of limiting the scope



of doctrine of equivalents, and thus it does not necessarily af-
fect the whole foundation for granting the said patent.

However, since patent infringement litigation and inval-
idation proceedings are separate under Chinese law, to
avoid attack of “acting beyond power”, the court would not
compare patent in suit with the alleged prior-art technology
in applying this type of prior art defence. Instead, it will com-
pare the alleged prior-art technology with the accused tech-
nology, a process characterized by absence of objective
and clear standards. This point will be elaborated later.

2. Prior-art defence for patent invalidation

This type of prior art defence means that where defen-
dant proves that the patent in suit belongs to prior art and is
not patentable, he does not infringe the patent. The refer-
ences provided by defendant may ruin both the inventive-
ness and novelty. Under these circumstances, there is no
need to distinguish between infringement under the doctrine
of equivalents and the literal coverage because the court is
directly concerned with the validity of the patent in suit. Giv-
en the separation of the patent infringement litigation and in-
validation proceedings in China, assessment of patent valid-
ity has long been regarded as a forbidden area for judicial
power. Where such assessment is necessary, the court will
walk around this area. In many prior-art defence cases, the
court engages itself in - “shadow-fighting”, namely, compar-
ing the accused technology (shadow for patent in suit) with
the alleged prior-art technology instead of comparing the al-
leged prior-art technology with the patented technology in
suit. This will be elaborated later.

In addition, the recent judicial practice sees that the
court indirectly examines the novelty and inventiveness of a
patent in determining procedural matters, that is , if a defen-
dant proves that the technology he used constitutes prior art,
the court may not suspend the infringement litigation and ar-
rive directly at a non-infringement ruling, even though the in-
validation procedure is still pending. In this regard, Article 9
of the Several Provisions of the Supreme People’s Court on
Issues Relating to Application of Law to Adjudication of Cas-
es of Patent Disputes provides that “ In a utility model and
design patent infringement case, where the defendant files a
request for invalidation of the patent in suit during the period
for his submission, the people’s court shall suspend the pro-
ceedings except for the following circumstances: --- (2)
Where the defendant’s evidence is sufficient to prove that the
technology used was known to the public before the filing
date of the patent”. However, it does not provide specifically
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for how to determine whether a technology “was known to
the public before the filing date of the patent.”

But key attention should be paid to the implicit technolo-
gy comparison rules in the prior-art defence provisions of
Draft Amendment. Since that prior-art defence provision is
not the first type, i.e., prior-art defence as limitation to doc-
trine of equivalents, nor the third type discussed below, i.e.,
prior-art defence as exception to patent infringement, the ex-
isting judicial practice is quite likely to persist if there is no
explicit provision dealing with technology comparison. In
fact, the provision of Article 64 of the Draft Amendment is
quite fuzzy: “where an accused infringer proves that the
technology or design in dispute belongs to prior art or prior
design, his exploitation does not constitute infringement”. It
does not make clear the scope of and standards for the judi-
cial review. It neither specifies that the defence is directed to
novelty or inventiveness, nor the rules for technology com-
parison. Under the separate systems of the patent infringe-
ment litigation and invalidation proceedings, the court will in-
tuitively avoid attack of acting beyond its power by pursuing
“shadow- fighting”, a tactics which will be elaborated later.

3. Prior-art defence as an exception to infringement

Under this type of prior-art defence, although the ac-
cused technology covers all the feature of the disptuted
patent, the defendant is exempted from infringement be-
cause the said technology is prior art. In this regard, under
some circumstances, a technology entitled to “prior use”
could be prior art.6 When a defendant did not publicly use or
was not prepared to use the same technology covered by
the patent in suit before the filing date of the said patent, he,
according to Article 63 (2) of the current Patent Law, has the
right to go on using the technology within the original scale
and scope, and is exempted from infringement liability. If the
technology entitled to prior use was “known to the public”
before the filing date of the disputed patent, that technology
constitutes part of prior art. Then, the defendant may make
defence on the basis of “prior use” or “prior art”.” Where a
defence is on the basis of prior use of prior art, it is in the
form of exception to infringement, subject to the limitations of
“prior use”.

Under Article 63 (2) of the Patent Law now in force, in
applying this special prior-art defence, the court would only
deal with the novelty of the patent in suit. Under this provi-
sion, only when prior use makes the “same” product or uses
the “same” method, it could be exempted.® In fact, the stan-
dard for determining same product or same method is the
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standard for assessing novelty, that is, the literal infringement
doctrine should apply to comparison of the technology for
alleged prior use with the patented technology in suit.

It should be noted that this special prior-art defence as
a sort of prior use is of much significance in introducing a
prior-art defence provision into the existing Chinese patent
system. In infringement litigation, was the court able to di-
rectly examine the validity of a patent, when a technology is
entitled to the privilege of prior use of prior art, defendant
may well request that the patent in suit be declared invalid
for lack of novelty: There is no need at all to claim prior use. °
But with the separation of the patent infringement litigation
and invalidation proceedings in China, the court is not em-
powered to declare a patent invalid, and prior-art defence
thus becomes an instrument for the court to indirectly exam-
ine patent validity and protect the defendant’s legitimate in-
terest, so as to ameliorate the tension caused by such sepa-
ration. Under the current patent law, prior-art defence based
on prior use at least show that there is explicit legal provision
for certain sort of prior-art defence. More importantly, this
special prior art defence illuminates objective and explicit
rules for technology comparison for the application of prior-
art defence, which matters importantly for amendment to the
Patent Law. And this will be elaborated later.

[ll. Technology Comparison
in Prior-Art Defence

Technology comparison is the core issue in the appli-
cation of prior-art defence, and now also very controversial.
In the prior-art defence proceedings, three pairs of compar-
isons could arise: (1) that between the accused technology
and the patented technology in suit; 2) that between the
patented technology in suit and the alleged prior-art technol-
ogy (reference); and 3) that between the accused technolo-
gy and the alleged prior-art technology. Technology com-
parison of prior-art defence could proceed in the following
three ways, which is analyzed one by one below.

1. Comparison between accused technology and al-
leged prior-art technology — comparison between accused
technology and patented technology

According to the current judicial practice, prior art de-
fence proceeds first with comparison between the accused
technology and the alleged prior-art technology, and then
comparison between the accused technology and the
patented technology in suit. This approach is also called by
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scholars as the “priority for application of publicly known
technology defence.”™ He Weibin v. Wenzhong Electronics
is one of the typical cases. In this case, the Wenzhou Inter-
mediate People’s Court held:  “In publicly known technology
defence, technology comparison should be conducted be-

tween material cited by the accused infringer as evidence of
the publicly known technology with the alleged infringing
product, so as to determine whether the technology used in
the alleged infringing product was known to the public be-
fore the filing date of the patent in suit. Thus, it does not in-
volve comparison between the alleged known technology
and the patented technology. Besides, if the publicly known
technology defence is established, a comparison between
the patented technology and the alleged infringing product
is unnecessary.”" On appeal, the Zhejiang Higher People’s
Court took a similar position as to technology comparsion™
First determining whether the cited material constitutes a ref-
erence for the publicly known technology defence; second,
comparing the technology disclosed in the reference with the
technical solution of the allegedly infringing product; and
third, comparing the features of the alleged infringing prod-

uct with those recited in the claims of the patent in suit.

In support of this approach, the Third Civil Tribunal of
the Supreme People’s Court’s opinion in its Letter of 1999 on
Cases of Patent Infringement Dispute between Wang Chuan
and the Hefei Jichu Trading Co., Ltd. (the Wang Chuan case
for short) is often cited. According to that letter, “where the
Shendian Corporation’s technology was the same as Wang
Chuan’s patent or not, where Shendian made a defence
based on a publicly known and used technology, compari-
son of Shendian’s technology with the patented technology
is appropriate only after a comparison of Shendian’s tech-
nology with the alleged publicly known and used technology
shows that they are different.” In addition, the letter also
makes clear the method to be used in comparing the ac-
cused technology with the alleged prior-art technology: ”In
the comparison between the Shendian’s technology and the
alleged publicly known and used technology, the court
should make clear whether the relevant essential features of
the former are all disclosed by the cited material; and when
they are different, whether the difference is substantial or not,
that is, whether the substitution of the relevant features is ob-
vious or not. Only when this comparison shows that the two
are substantially different is it tenable to deny Shendian’s de-
fence. In addition, ordinary technical appraisal or at least ex-
perts’ consultation should be sought for such technology



comparison.

However, these opinions of the letter are unsuited to
serve as the legal basis of technology comparison rules ap-
plicable to prior-art defence. First, this letter only comprise
the Supreme People’s Court’s (SPC for short) opinion con-
cerning the passing on a particular case by a lower court
rather than a judicial interpretation of a general nature capa-
ble of applying to a class of cases. In fact, not all the SPC
opinions are judicial interpretations. Only those that are not
limited to particular cases could be judicial interpretations
binding on a class of cases.” In the aforementioned letter,
SPC highlighted “the Shendian’s technology” and ”Wang
Chuan’s patent”, showing that it was particularly concerned
with the specific circumstances of that case and it had no in-
tention to make such judicial comments generally binding.
Moreover, the letter was directed to the Anhui Higher Peo-
ple’s Court only, requesting the lower court to fully rehear the
said case. It should also be noted that the letter was issued
in the name of the Third Civil Tribunal of the SPC, not that of
the SPC’s Adjudication Board. Furthermore, the wording
“whether the Shendian Corporation’s technology was the
'same’ as Wang Chuan’s patent” in the letter seems to show
that SPC was taking pains to break new ground in that par-
ticular case, that is, to make prior art defence possible in lit-
eral infringement cases as well as cases of infringement un-
der the doctrine of equivalents. The order and principle of
technology comparison did not command much attention,
but merely served as an expedient instrument for making the
breakthrough.

Fundamentally, putting priority on application of prior-
art defence by first comparing the accused technology with
the prior art technology and eschewing comparison of the
prior art with the patent in suit, the courts could cleverly stay
away from the criticism of “acting beyond power”. In so do-
ing, courts also create unbounded discretion, a step both
risky and untenable. First of all, in infringement litigation, the
patent in suit should be “presumed” to be valid. If the court
does not compare the accused technology with the patent in
suit, but instead compare primarily the alleged prior-art
technology with the accused technology, this is in fact a de-
viation from the centre of the patent infringement litigation,
amount to significant indifference to patent protection. It is
likely that a patentee would rather like the court to directly ex-
amine the validity of the patent right and compare the al-
leged prior art technology and the patent in suit because this
practice could at least keep the patent right at the center of
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the litigation. Where comparison of the alleged prior-art
technology with the accused technology is to be made first
and comparison of the accused technology with the patent in
suit is contingent on result of the former, the patent right is
actually marginalised. According to this approach, where the
comparison of the alleged prior art technology with accused
technology shows that defendant exploited an existing tech-
nology, prior-art defence is successful and there is no in-
fringement. As a result, while the court does not deny the va-
lidity of the patent in suit, the patent right is not respected in
effect: there is no way for the patentee even to find out what
flaws in his patent have made it unenforceable. For lack of
novelty or inventiveness? This is unfair.

Next, there is no objective and clear standards for com-
parison between the accused technology and the alleged
prior-art technology, which leads to tremendous discretion
for the court and legal confusion and conflict for the public.
The comparison between the accused technology and the
alleged prior-art technology is a tactics to fight with a “shad-
ow”. The approach supposes the accused technology to be
a “patent application”, a “shadow” of the patent in suit. The
courts hope to use a reference to destroy the novelty and in-
(i.e., fight
with the shadow) so as to indirectly deny the novelty or in-

ventiveness of this imagined patent application

ventiveness of the patent in suit and thus justify a non-in-
fringement ruling. In the aforementioned SPC letter for Wang
Chuan v. the Hefei Jichu Company, the accused technology
is the imagined “patent application”, and the court is expect-
ed to determine via material submitted by defendant whether
the accused technology is part of prior art, that is, “whether
or not all the essential features have been disclosed by the
reference”, and whether or not the difference between the
features of the two is substantial, “namely whether the sub-
stitution of the relevant features is obvious.” As the letter did
not use the terms of “novelty” and “non-obviousness”, it
was not clear whether the court would adopt the same stan-
dards as those in patent examination, let alone whether all
the courts would uniformly and consistently apply them. Also,
it is impossible to know whether the technology comparison
to be conducted is based on the knowledge standard of the
experts in the art or on that of those ordinarily skilled in the
art; whether it is based on the time of the cited document or
on the date of filing or date of grant of the patent in suit, or
even on the date of instituting the lawsuit. There are still more
matters of these kind open to debate. It appears that the
court is free to make its own choice in each case.
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More importantly, the imagined patent application “is
drafted” in the mind and in the proceedings of the patent in-
fringement litigation. It is at least dubious that the technology
comparison could be objective and work consistently. Had
features recited in the claims of the patent in suit served as
reference point for the comparison between the accused
technology and the alleged prior-art technology, the court
would have in fact compared the patented technology in suit
with prior art technology, which is forbidden. This is what the
court tries hard to avoid. For that reason, when comparing
the accused technology with the prior-art technology, the
court should, and may, consider features other than those re-
cited in the claims of the patent in suit. If the cited material
submitted by defendant is a patent document, the court
might well directly compare the accused technology with
said patent in light of the whole text of that patent (including
the claims, description and drawings). Therefore, absent ob-
jective, consistent comparison standards for comparison of
the accused technology with the alleged prior-art technology
and that of accused technology with the patented technolo-
gy in suit, disconnection is very likely to result. In such a
case, even if a reference is sufficient to deny the novelty or
inventiveness of the imagined patent application, it does not
mean that the said reference is sufficient to deny the novelty
or inventiveness of the patent in suit. However, under the ap-
proach of priority for application of prior-art defence, here
the court may still accept the so-called prior-art defence and
decide on non-infringement, without bothering to compare
accused technology with patented technology in suit. An em-
barrassing result follows: The right-holder lose the case even
before his patent right is taken into consideration! This is un-
acceptable.

In addition, we should not pin much hope on technical
appraisal or experts consultation suggested in the SPC letter
since technology comparison standard, selection of features
to be compared, construction of claims (if the features are
selected with reference to the claims of the patent in suit) are
all legal matters, not purely technical ones.

To sum up, while the idea of priority for application of
prior-art defence is quite forward, this approach promises its
application to be a fight with a “shadow”, full of uncertainty.
This should not be the direction of development for the future
prior-art defence rules in China. If the court insists on this ap-
proach, it should at least first establish a whole set of stan-
dards for technology comparison in order to preserve consis-
tent law application.
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2. Comparison between Accused Technology and
Patented Technology in Suit — Comparison between Ac-
cused Technology and Prior-Art Technology

This approach is explicitly provided for in the Beijing
Higher People’s Court’s Opinions on Several Issues Relating
to Patent Infringement Adjudication, wherein Article 100 pro-
vides: “Existing Technology Defence means that in patent in-
fringement litigation, where the accused infringing article
(product or process) is equivalent to the technical solution re-
cited in the claims of the patent in suit, the defendant does
not infringe the patent if he proves that the accused infring-
ing article (product or process) is equivalent to an existing
technology”. Furthermore, Article 101 provides for the rules
for comparison of accused technology with alleged prior-art
technology: “When a defence is made on the basis of an ex-
isting technology, the existing technology should be a prior,
independent technical solution available before the date of
filing of the patent in suit or according to knowledge of a per-
son ordinarily skilled in the art be an obvious and simple
combination of the existing knowledge.” In short, “This rule
of technology comparison is essentially the same as that
used in assessment novelty and inventiveness of a patent
application.”™"

Under this approach, although comparing first the ac-
cused technology and the patented technology in suit shows
respect for patent, the comparison between the accused
technology and the prior-art technology to determine the “e-
quivalents” between the two is sure to be a fight with a
“shadow”. The said Opinions on Several Issues Relating to
Patent Infringement Adjudication do not set forth the stan-
dards for assessing “equivalents”: Should the two technical
solutions as a whole be equivalent, or should the individual
corresponding features of the two technical solutions be e-
quivalent? Even if the court applies “doctrine of equivalents”
by analogy under these circumstances, many questions re-
mains unanswered. According to Article 32 of the Opinions
on Several Issues Relating to Patent Infringement Adjudica-
tion, “Doctrine of Equivalents means that one or more fea-
tures of the accused infringing article (product or process) is
not literally the same as those recited in the independent
claims of the patent in suit, but upon analysis it can be estab-
lished they constitute equivalent features. If so, the accused
infringing article (product or process) fall into the scope of
the patent protection.” Unfortunately, however, as a “shad-
ow” of the patent in suit, the accused technology is not a real
patent document, whose features are not objectively and



clearly recited by the claims. To make matter more complex,
a cited material, being it the accused technology or an al-
leged prior-art technology, invariably includes explicit or im-
plicit numerous features, described in various languages.
Where the technology is very complicated in nature, the ex-
pression of the features would be very sophisticated. The
most crucial issue is that different selection of the features to
be compared is likely to lead to completely different conclu-
sion. When the features selected by the court are consider-
ably different from those recited in the claims of the patent in
suit, even if the accused technology is equivalent to the pri-
or- art technology, it is not be safe to say that the said prior-
art technology is equivalent to the patented technology in
suit. In any event, if the claims of the patent in suit are not
taken as the benchmark for determining equivalence, com-
parison between the accused technology and the alleged
prior-art technology is a fight with a “shadow”, without ob-
jective standards to ensure legal consistency and certainty.

3. Comparison between Accused Technology and
Patented Technology in Suit —Comparison between Patent-
ed Technology in Suit and Alleged Prior-Art Technology

Both the first prior-art defence, namely, prior-art de-
fence as a limitation to doctrine of equivalents and the third
type, namely, prior-art defence as an exception to infringe-
ment, require first comparing the accused technology with
the patented technology in suit and then the patented tech-
nology in suit with the alleged prior-art technology. For the
former, it must be firstly established that the accused tech-
nology does not literally infringe. Upon this finding, the right-
holder must claim that it is an infringement under the doctrine
of equivalents. To arrive at such a finding, it is necessary to
compare the accused technology with the patented technol-
ogy in suit to determine the “equivalent features”, that is,
“compared with the corresponding features recited in the
claims of the patent, those features of the accused infringing
article use substantially the same means, perform substan-
tially the same function, and achieve substantially the same
effect” and “they are features, which, for those ordinarily
skilled in the art, can be contemplated upon reading the
claims and description of the patent, and can be associated
without creativity”. In other words, the comparison is to de-
termine whether defendant’s product or process falls within
the scope of protection for the patent in suit under the doc-
trine of equivalents. Following that, in order to be exempted
from infringement liability, it is necessary for defendant to
assert prior-art defence, which entail comparison between
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the patented technology and the alleged prior-art technology
(the cited material). If the equivalent features and other fea-
tures of the patent in suit are disclosed by the cited material,
prior-art defence is successful.

For the latter, Article 63 (2) of the Patent Law provides
for a very clear rule for technology comparison. First, the ac-
cused technology should be compared with the patented
technology in suit to determine whether infringement oc-
curred. Upon finding of infringement, it is necessary for de-
fendant to turn to this provision for the exception to infringe-
ment. Then, the cited material submitted by defendant as
evidence of prior use should be compared with the patented
technology in suit. If cited material covers each and every
feature of the claims of the patent in suit, then it is estab-
lished that defendant manufacture the “same” product or
use the “same” process with the patented technology before
the filing date of the patent in suit, and should be exempted
from infringement. However, had the prior art “infringed” the
patent in suit under the “doctrine of equivalents” (suppose
the patent right were valid before the application date), in
theory, exemption should also be permissible.

In the current judicial practice in China, there are cases
where this approach of technology comparison was applied.
For example, in Xiangbei Welman v. Guangzhou Welman,
the two parties “compared the alleged infringing product
with the invention patent” and “compared the invention
patent with the alleged publicly known technology” before
the court. In the ruling, the court underscored that “the pub-
licly known technology defence is direct to deny novelty of a
patent”. ™ This position is similar to the approach adopted for
the prior-art defence as exception to infringement discussed
above.

To sum up, the core of this technology comparison rule
resides in keeping the features recited in the claims of the
patent in suit as an objective comparison benchmark; and
both literal coverage doctrine and doctrine of equivalents are
applicable by analogy to the comparison between patented
technology in suit and alleged prior-art technology in order to
determine whether they are same, equivalent or different.
Since this approach provides “objective and clear” stan-
dards for technology comparison in prior-art defence, it
points the direction for a possible prior-art defence provision
in future Chinese law.

[V.Building Prior-Art Defence Rules
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Prior-art defences all directly or indirectly impact validi
ty of patents, and directly affects patent protection. Thus,
when building rules for prior-art defence in China, it is impor
tant to specify rules for technology comparison and the
mode and extent of its impact on patent validity in order to
preserve adequate respect for patent rights. However, given
the separation of the patent invalidation proceedings and the
infringement litigation, the current Article 64 of the Draft A-
mendment, which is void of rules for technology comparison,
would force court to continue existing “shadow-fighting”
discussed before, with novelty and inventiveness of a patent
judged by unclear and uncertain rules. Given there is no uni-
form patent court of appeal in China, much legal inconsis-
tency and uncertainty should follow among the courts and

the patent administrative authorities.

It is advisable that Chinese patent law specifies prior-
art defence as an exception to infringement. This approach
could ameliorate the tension resulting from the separation of
the patent invalidation proceedings and the infringement liti-
gation by recognizing that comparison between the alleged
prior-art technology and the patented technology in suit is
legally acceptable and establishing an objective and clear
rule for technology comparison. Considering that there is
now no uniform intellectual property court of appeals in Chi-
na, the court should only be empowered to examine the nov-
elty of a given patent and be restrained from assessing in-
ventiveness of a patent. A prior-art defence so framed con-
cerned itself primarily with the protection of basic trust in pri-
or art and patent regime. As this trust comprises fundamen-
tal private interests not coming from state grants, one should
not be required to go through the patent invalidation pro-
ceedings in order to enjoy these interests. Once defendant
shows that a patent in suit lacks novelty before court, such
patent should not be enforceable, and the defendant should
be exempted from infringement.” This prior-art exception to
infringement is justified by the protection of the basic trust
interests of the public and the ensuing non-infringement de-
cision is not based on invalidation of the patent in suit. Put it
otherwise, the purpose of comparison between the alleged
prior-art technology and the patented technology in suit is to
protect the basic trust interest of the public, not to deny the
validity of a patent. Although this approach would impact on
the system of the separated patent invalidation proceeding
and patent infringement litigation, it may not go against it.

Furthermore, if prior-art defence so framed only em-
powers the court to examine novelty, its impact will be much
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softened on the existing system of the separated patent in-
validation proceeding and patent infringement litigation. As-
sessment of novelty is similar to determination of literal in-
fringement. For a reference to anticipate a patent, it should
have all the features recited in the claims of the said patent,
quite similar to determination of literal infringement, with
which Chinese courts are already quite familiar through in-
fringement cases. Furthermore, technologies are compared
by reference to the features recited in the claims of the
patent in suit, with the accused technology first compared
with the patented technology in suit, which in turn is to be
compared with alleged prior-art technology. This process is
objective and of sufficient legal certainty. Besides, first em-
powering the court to examine novelty would pave way for
empowering the court to fully examine the validity of patent in
the future.

In conclusion, it is advisable that Article 64 of the Draft
Amendment be incorporated into Article 63 of the current
Patent Law, acting as another exception to infringement. In
so doing, the existing structure of the Patent Law is pre-
served: Article 11 as a general provision for patent protection
and Article 63 as the sole provision for exceptions to in-
fringement. Meanwhile, it should make clear the rules for
technology comparison and restrain the court’s power from
examining inventiveness. In this way, we could push steady
reform of the patent system without unduly breaking judicial
consistency and certainty.

The author: Ph. D Candidate of the Peking University Law
School (pkuhhw@gmail.com)
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