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|. Introduction

In recent two years, under the guidance of the state pol-
icies, since patent examination tends to be in pursuit of uni-
ty of legal effects and social effects, the assessment of in-
ventive step is playing an increasingly important role in the
patent examination system, and higher requirements are
set for the level of assessment. As a result, some problems
and confusions may be frequently encountered in practice.

Albert Einstein once said that “we cannot solve our
problems with the same thinking we used when we created
them”. To modify the old thinking model while creating a
new one is an arduous mission. This article is an attempt to
solve the current problem in a systematic approach based
on the in-depth theoretical study on criteria for problem-ori-
ented assessment of inventive step.

. Difficulties and problems in the
application of provision on
inventive step

Identify the problems so as to solve them with a definite
objective. Why is the assessment of inventive step so hard?
We cannot figure it out without talking about the legal ele-
ments of the inventive step.

Article 22.3 of the Patent Law reads inventive step
means that, as compared with the technology existing be-
fore the date of filing, the invention has prominent substan-
tive features and represents a notable progress and that
the utility model has substantive features and represents
progress.

It is provided in the Guidelines for Patent Examination

(hereinafter referred to as the Guidelines) that when evaluat-
ing whether or not an invention represents notable prog-
ress, the examiner shall primarily consider whether or not
the invention produces advantageous technical effects.
Nevertheless, an absolute majority of inventions that make
contribution to the prior art can certainly achieve advanta-
geous technical effects, which means that the two legal for-
mal requirements, i.e., prominent substantive features and
notable progress, are internally correlated, not dual require-
ments on a par. As to the suspicion from other countries
that “the purpose for setting two legal requirements for the
provision on inventive step is to pursue a higher standard
for inventive step as compared with other countries”, the an-
swer is self-evident. Once the examination on the posses-
sion of prominent substantive features is concluded, the de-
cision on notable progress will come out. By reason of the
foregoing, the key and difficulty of inventive step assess-
ment lie in the judgment on prominent substantive features.

Judging whether an invention possesses prominent
substantive features is to judge whether an invention is obvi-
ous to those skilled in the art with respect to the prior art.
Pursuant to the provisions of the Guidelines, the next three
steps need to be followed in order to make a judgment: (1)
determine the closest prior art; (2) determine the distin-
guishing features of the invention and the technical prob-
lem to be actually solved by the invention; and (3) deter-
mine whether or not the claimed invention is obvious to
those skilled in the art (hereinafter referred to as “the three-
step method”).

“Objectiveness” is a hard nut to crack in the assess-
ment of the inventive step. No precise and scientific reason-
ing can guarantee a relatively objective conclusion made
by a judging subject after subjective thinking. As far as the



application of “the three-step method” is concerned, it is fo-
cused on the visible part of the iceberg above the sea lev-
el — the third step of judging whether there is any “teach-
ing” because that step directly decides the conclusion of in-
ventive step assessment.

The three steps in “the three-step method” are closely
linked and inseparable. The assessment of inventive step
consists of fact-finding and application of law. Finding of nu-
merous facts will affect the application of law. The first two
steps involve the determination of the technical solution
claimed in the claims and the closest prior art, as well as
the determination of the level of knowledge and capabilities
of those skilled in the art. Even the third step which seeks
for the presence of teaching is based on the factual finding
of the entire teaching from the prior art. Accurate fact-find-
ing is the basis of objectiveness in the assessment of inven-
tive step. Stabilisation of the basis is in association with the
understanding and application of legal rules in the step of
judging whether there is any teaching.

The above difficulties bring about some common is-
sues in examination practice, which are substantially divid-
ed as follows according to the steps of the “three - step
method”:

In the first step, wrong or improper choices are made
in determining the closest prior art. Incorrect selection of
the closest prior art may directly result in an erroneous con-
clusion, and render the following two steps in the three-step
method meaningless. For the assessment of inventive step,
there is a difference in quality between prior art literatures.
If a correct choice of references is made, it can represent
the current level of technologies, and a stronger motivation
may be aroused for combining the reference with other pri-
or art. In contrast, if a choice is made wrongly, it will certain-
ly increase the difficulty in combining the reference with oth-
er evidence, thereby rendering the examiner’s opinions far-
fetched and unconvincing.

In the second step, the following issues may arise: (1)
technical features are “fragmented”. The distinguishing fea-
tures embody the characteristics of an invention. Assess-
ment of invention step is aimed to weigh whether those fea-
tures are prominent and substantive. If the features are de-
termined wrongly, it is unable to find out or accurately de-
cide what contributions the invention has made. (2) The
technical effect is determined arbitrarily. Effect is the factual
basis for determining the technical problem to be actually
solved. If the technical effect is determined in a biased, par-
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tial or false manner, or not caused by the distinguishing fea-
tures, it will directly result in an incorrect determination of
the technical problem. (3) The technical problem to be actu-
ally solved by the invention is not determined or determined
incorrectly. Attention is only paid to whether the technical
solutions are similar to each other without taking account of
what technical problem is solved by incorporation of the dis-
tinguishing features, or the technical problem as asserted
by the interested party is directly taken as the technical
problem to be actually solved by the invention. “The three-
step method” stems from the “problem -and - solution ap-
proach” in Europe. Suppose the technical problem is not
determined or determined incorrectly, it is easy to image
that the result of the assessment of inventive step would be
affected subversively.

In the third step, the following issues may arise: (1) the
entire teaching provided by the prior art cannot be deter-
mined accurately. (2) Ignore the guiding function of the
technical problem in the step of finding a teaching, and on-
ly take the technical features into consideration. (3) Motiva-
tion inspired under the teaching cannot be known accurate-
ly. (4) The judging process is subjective and suspected of
“hindsight”, or the capabilities of those skilled in the art are
not estimated correctly.

How can those issues be solved? Chairman Mao Tse-
tung once said: “Feelings only change the phenomenon re-
sulting from the problem, and it is the theories that identify
the nature of the problem and solve the problem fundamen-
tally.” Professor Wang Limin pointed out in his book entitled
“On Legal Thinking”: if the legal thinking is merely focused
on logical thinking, the law would become mechanical and
depart from the social reality. Of course, if we purely take a
value judgment into consideration, there seems to be no
yardstick for the judgment, and lack of logic may lead to ar-
bitrary discretion. As a result, we should not only empha-
size the process of logical reasoning of the examination
standards, but also place emphasis on the value judgment,
by combining technical thinking with legal thinking, or even
policy thinking in pursuit of unity of legal effects and social
effects and for the sake of avoiding one-sidedness caused
by a single way of thinking.

To find a right methodology, we’ d better return to the
theoretical level to reconsider those issues.
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lll. Establishment of “three-step
method” from the perspective of the
legislative tenet of the provision on
inventive step

1. Relationship between the provision relating on inven-
tive step and Article 1 of the Patent Law relating to the tenet
for establishment of patent system

The patent system is established to give incentives to
technical innovations by taking the advantage of the extra
boost provided by the patent system, in addition to the regu-
lation and promotion of the common market, in such a way
to accelerate the economic development and social prog-
ress in a more effective manner for meeting the new needs
of the social development. Thus, patents shall be granted to
invention-creations which are novel and make great contri-
butions to the technical progress.

Being in line with the tenet for establishment of the pat-
ent system, the provisions on inventive step are set forth to
encourage people to challenge the most valuable creative
missions is exchange of exclusive rights, and to ensure that
the “oil of interests” is selectively fuelled to the valuable
“fire of creativity”; and additionally, those provisions pro-
vide a space of freedom for common innovations achieved
by the regulation of the common market, so that those
skilled in the art are capable of making improvements and
modifications by taking advantage of and on the basis of
the prior art. As interpreted in the Guidelines, “if a person
skilled in the art can obtain the invention just by logical anal-
ysis, inference, or limited experimentation on the basis of
the prior art, the invention is obvious.”

Therefore, the provision on inventive step serves to dis-
criminate the patents by the level of innovation, which has a
bi-directional guiding function, directly acts on the origin of
the invention-creations and effectively conveys a quality-ori-
ented national policy. Suppose the inventive-step standard
is set too low. It may first deprive the value and use of the
prior art. The grant of exclusive right to an invention which
can be created without incentives from the patent system
may lead to abuse of low - quality patents, and increase
search and licensing costs and other social costs related to
patent implementation and protection. Important core and
basic invention patents may be easily surrounded by slight-
ly improved dependent inventions, which lead to the fact
that the licensing fees go to the right holders of dependent
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patents, and the motivations of core and basic inventors are
impaired. Too many earlier patents will affect the effective
utilization of the later patents, and problematic earlier pat-
ents will hinder valuable fair competition. It can thus be
seen that accurate criteria for assessing inventive step can
prevent the low - quality granted patents from undermining
the innovation of the whole society and embody the true val-
ue of the patent system.

2. Function and position of the provision on inventive
step in the patent review system

Inventive step is the core of the patent review system
and explains the reasonableness of the grant of patent to
an invention-creation.

Among the requirements for inventive step, novelty and
practicability, practicability is what we called the entry level
requirement. If an invention does not fall within the extreme
circumstances, such as being unable to be produced or uti-
lized in the industry, or being obviously useless or depart-
ing from the society’s needs, it can pass through the review
at this level. Apparently, some inventions that are identical
or substantively identical with the prior art, or even degrad-
ed may be left for discrimination in the next step.

Novelty and inventive step are internally correlated,
and novelty may be regarded as the lowest inventive-step
requirement. The novelty requirement is targeted to the
“presence” or “absence” of innovation, and has not yet
been in the phase of finely scaling the degree of innovation.
Therefore, in the patent review system, only the provision on
inventive step is called the “heart” of patent review as it is
mostly relevant to the measurement of the technical contri-
bution made by an inventor, and mainly used for evaluating
the value of the invention-creation. Just because the level of
inventive step varies for different patents, once it is required
to evaluate the degree of inventive step, the provision on in-
ventive step is obviously more complicated than the provi-
sion on novelty and tends to result in confusion and diver-
gence of views, so the legal application of the provision on
inventive step shall be taken into consideration while strictly
following the tenet of the patent law and the legislative pur-
pose of the provision on inventive step.

3. Analysis on establishment of the “three-step meth-
od”

The legal requirement for an invention that is consid-
ered to be inventive is the possession of prominent substan-
tive features. “Features” and whether they are “prominent”
and “substantive” shall be clarified by means of compari-



son. Only through comparison can we solve a problem ob-
jectivley. For that reason, the “three-step method” is a meth-
od of comparative judgment.

(1) The principle of the “three-step method”

The method of comparative judgment, like the “three-
step method”, is a result of wisdom. It highly extracts and
condenses the abundant and complicated technological in-
novation processes in reality, and then takes them as a ref-
erence in the logical assessment of the intellectual contribu-
tions made by the invention - creations. The “three - step
method” is embodied as the following three steps: first, the
determined closest prior art is taken as a reference point;
second, the invention is compared with the prior art repre-
sented by the reference point to objectively determine the
“features” (namely, the distinguishing features) of the inven-
tion over the prior art, and the contribution (namely, the
technical problem to be actually solved) made to the prior
art by the invention due to the incorporation of those “fea-
tures”; and finally, an examiner judges whether an invention
is obvious from the viewpoint of those skilled in the art by
seeing whether the technical problem can be solved on the
basis of the prior art represented by the closest prior art.

(2) Elements of “three-step method”

The highly condensed “three - step method” indeed
contains rich contents. We are attempting to use the follow-
ing picture to show vividly the method of comparative judg-
ment used in the “three-step method” and five important el-
ements thereof.

Principle of “the three-step method”

o1 who conducts comparison— “
from the perspective of “those skilled in the art”

02 ) with which the compariosn is made—reference

what to compare—
characteristics & contribution

[ o how to compare—

recreating the invention o
05 ) standards for comparison—%

obviousness

—

Fig.1

First, “who conducts comparison”. As shown in the
above picture, the man is obviously a professional moun-
taineer, who is qualified as having certain physical strength,
mountain climbing skills and knowledge, as well as neces-
sary equipment. From the perspective of praxeology, the
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subject of the “three - step method” is purposefully de-
signed as those skilled in the art, which is a precondition to
use the general R&D work in the pertinent technical field as
the reference to be compared with the achievements of the
invention-creation in order to evaluate the intelligence and
contributions of the invention. The subject of such judgment
determines that the invention shall be viewed from the per-
spective of “those skilled in the art”, and the level of cogni-
tion and discretion used in the judgment process shall also
be compatible with the capability and skills of “those skilled
in the art”.

Second, “with which the compariosn is made”. If the
prior art is compared to a vast ocean, a handful of water
from nowhere can represent it. In this sense, the selection
of the closest prior art is very important. The closest prior art
should be the one that best represents the state of the art,
or in other words, the creativity and value of the invention
can be most accurately reflected by comparing the inven-
tion with the closest prior art; what’ s more, when starting
from the closest prior art, those skilled in the art can carry
out the invention under discussion in the easiest and most
promising manner.

Third, “what to compare”. It is the features and contri-
bution that should be compared, which is denoted by a red
flag on the other end of the curve in the picture. The creativi-
ty of an invention is centred on the distinguishing features,
and the contribution and value of the creativity lies in the
resolution of a specific technical problem by incorporating
those distinguishing features. Moreover, the technical prob-
lem to be actually solved by the invention, in which the val-
ue of the invention lies, further calls on and challenges
those skilled in the art to “re-create an invention”.

Fourth, “how to compare”. The closest prior art is set
as the starting point of the invention. Following a positive
R&D concept of technological innovation in the pertinent
technical field, the creating process of the invention can be
simulated by way of “recreating the invention” so as to
judge whether those skilled in the art in place of the inventor
can complete the challenge to reach the innovative level of
the evaluated invention - creation. If those skilled in the art
can successfully complete the invention by simulation
based on their knowledge and capabilities, it means that
the invention possesses no inventive step. The process of
putting the judging subject in a virtual scene where those
skilled in the art solve the same problem before the filing
date may prevent the judging subject from reviewing the in-
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vention with hindsight.

Fifth, “standards for comparison”. The standards for
determining whether those skilled in the art successfully
simulate an invention are those used in the step of determin-
ing whether there is any “teaching” in the prior art. This is
just like setting a mountain-climbing difficulty coefficient. If
various resources, such as a climbing bag, climbing shoes
and a climbing crutch, are accessible freely, it would be rel-
atively easy to reach the top of the mountain with the exter-
nal help. If the resources are obtained under severely strin-
gent conditions, it would be difficult to conquer the moun-
tain with no help. Consequently, standards directly deter-
mine the outcome of the assessment of inventive step. Just
for that reason, the step of determining any “teaching” is
the basic policy based on which different countries adjust
the criteria for the assessment of inventive step. A typical
example is the evolution of TSM criteria to KSR criteria in
the United States.

(3) Characteristics of the “three-step method”

It would not be hard to summarize the characteristics
of the “three-step method” on the basis of the above flow
chart and analysis of the various elements. The “three-step
method” originated from Europe. Tracing back to the origin
of the “three-step method”, its characteristics can be sum-
marized by two words, namely “objective” and “stream-
line”.

a. Objective—striving for innovation and objectiveness

The “three-step method”, which is more close to the
positive thinking of innovation, objectively determines the
technical problem to be actually solved by the invention
based on the technical effects and with reference to the ob-
jectively existing closest prior art, so as to prevent the appli-
cant from exaggerating and distorting the facts and examin-
ers from subjective speculation.

b. Streamline—simplifying the complicated process for
the sake of consistency

The European Patent Convention Handbook precisely
and vividly uses the word “streamline (to design or con-
struct with a streamline; to make simpler or more efficient)”
to interpret the purpose of “the problem-and-solution ap-
proach”. The “three - step method” actually abstracts the
process of completing an invention into three typical steps:
to find out the R&D starting point, to determine the R&D ob-
jective, and to judge whether there is any teaching from the
prior art. Such a streamline logical thinking seems to be sim-
ple and plain, but directly hits the point. With the help of the
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streamline logical reasoning, the judging efficiency can be
greatly enhanced, and the conclusions may be more defi-
nite and consistent.

The intrinsic advantages and characteristics of the
“three-step method” resulting from the system design can
only be embodied through accurate application. The above
issues occurring during the application of the “three-step
method” urge us to delve into the steps one by one in order
to further reflect on our understanding of the criteria and the
issues that appeared.

IV. The first step of the “three-step
method”: “selection of the closest
prior art”

1. Function and significance of the first step of the
“three-step method”

Since it is impossible in practice to compare the inven-
tion to be assessed with numerous prior art references in its
entirety, we have to select the most representative refer-
ence from the entirety of the prior art to conduct the compar-
ison, and the selected prior-art technical solution is called
“the closest prior art”.

On the one hand, from the viewpoint of the legislative
intent of the provision on inventive step, the possession of
inventive step is judged with respect to “the entirety of the
prior art”. The utmost issue to be solved in the judgment is
who “judges whether the invention possesses prominent
substantive features”, and therefore the selected closest
prior art should be “a technical solution in the prior art
which is the most closely related to the claimed invention”.

The particular technical solution appears in the form of
the representative of the prior art as a whole, and the com-
parative result between the invention - creation to be as-
sessed and the prior art can tell us the innovation of the in-
vention with respect to the prior art in its entirety. Hence,
“the closest prior art” shall be the particular individual refer-
ence that most represents the technological level of the en-
tirety of the prior art, and by “most represent” is meant that
the closest prior art is most closely related to the invention
to be assessed in terms of technology. In contrast, if the in-
vention is not compared with the most representative indi-
vidual reference in the “entirety of the prior art”, any conclu-
sion drawn from the comparison between the invention and
the individual reference would be of no significance.



On the other hand, as can be understand from the inter-
pretation of the legislative intent of the judging manner of
the “three-step method” as stated in the preceding para-
graph, the closest prior art has dual functions. First, the
closest prior art as the representative of the prior art is com-
pared with the claimed invention in the second step of the
“three - step method” so as to determine the innovation of
the invention over the prior art and the contribution made by
the innovation. Second, in the third step for judging whether
there is any teaching to improve the prior art to arrive at the
claimed invention, the closest prior art serves as the basis
for improvement of the prior art by those skilled in the art, or
as the starting point in the process of judging whether those
skilled in the art who “positively recreate” the invention
have the motivation to complete the invention.

2. Selection and determination of the closest prior art

For realizing the significance of the establishment of
the first step in the “three-step method”, we’d better have a
clear and solid understanding of the examination criteria for
selecting the closest prior art. The Guidelines provide that
“the closest prior art may, for example, be an existing tech-
nology in the same technical field as the claimed invention,
and its technical problem to be solved, technical effects or
intended use are the closest to the claimed invention, and/
or has disclosed the greatest number of technical features
of the claimed invention; or be an existing technology
which, despite being in a different technical field from the
claimed invention, is capable of performing the function of
the invention and has disclosed the greatest number of
technical features of the invention. It should be noted that,
when determining the closest prior art, account shall be first
taken of the prior art in the same or similar technical fields.”

As known from the above provisions, in the first place,
the closest prior art shall be selected under the principle of
comprehensive consideration, that is, comprehensive con-
sideration shall be given to numerous factors, such as, the
technical field, the technical problem to be solved, techni-
cal effects or intended use, and the times of disclosure of
technical features; second, the technical field is the first fac-
tor to be considered when taking those factors into compre-
hensive consideration; third, the Guidelines discuss two cir-
cumstances, i.e., the closest prior art falls within the same
technical field as the claimed invention, or the closest prior
art and the claimed invention, though being in different tech-
nical fields, are able to perform the same function. It can be
seen therefrom that the “technical field” is not a functional
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field, but an application field focusing on a particular usage
or purpose.

However, the Guidelines provide the guidance in princi-
ple, but meanwhile leave some issues in the application pro-
cess: for example, what is the weight of each factor that
needs to be considered comprehensively; how can the
technical field be accurately located, and what should be
done in determining the closest prior art. A wrong selection
of the closest prior art may be against the legislative intent
of the provision on inventive step and the original intent of
the establishment of the three - step method. Thus, we
should carefully consider how to solve these issues.

3. Comprehensive consideration

An invention - creation is inspired by the motivation to
solve the technical problem existing in the prior art, and is
completed by successfully solving technical problems. The
function and significance of the closest prior art determine
that the selected prior art shall be in reasonable association
with the technical problem to be solved by the invention,
which is the basic requirement for the closest prior art. In
other words, only the prior art which is reasonably associat-
ed with the technical problem to be solved by the invention
is qualified as a starting point, and such a starting point
mostly comes from the field where most attempts are made
for the invention. This explains why the technical field (appli-
cation field) becomes the best starting point for coarse se-
lection. Only the point that is promising in heading for the
terminal is qualified as the starting point. By promising we
mean that there is a hope in finally reaching the terminal if
we set off from the starting point along the line of the posi-
tive thinking of innovation. Among numerous promising
starting points, the one that is most closely related to the
claimed invention in terms of technology can best represent
the level of the prior art in its entirety. The following is a de-
tailed explanation of those aspects of comprehensive con-
sideration:

(1) The basic requirement for the starting point is rea-
sonable relevance between technical problems

What is meant by reasonable relevance between tech-
nical problems? “Reasonable relevance” is found through
comparing the information presented in the prior art and the
technical problem to be solved by the invention, rather than
the technical problem existing in the prior art and the techni-
cal problem to be solved by the invention. The technical
problem to be solved by the claimed invention does not
need to be solved by the prior art. Nor is it required that the
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technical problem to be solved by the claimed invention
should be expressed using exactly the same words as
those of the technical problem in the prior art. “Reasonable
relevance” refers to the inherent technological link between
the prior art and the claimed invention that can be deter-
mined by those skilled in the art. Thus, the prior art may re-
cite the problem attended to by the invention, for example,
the relevant problem in existence, put forward or to be ad-
dressed by the invention. Or the problem to be solved by
the invention is not recited in the prior art, but those skilled
in the art are clearly aware of the objective existence of the
relevant problem. The above way of thinking is for prelimi-
nary screening so as to exclude those completely unrelated
prior art references. If the closest prior art is totally unrelat-
ed to the technical problem to be solved by the invention,
for instance, there is no such a problem intended to be
solved or the technical problem has been already solved,
then the closest prior art will, in no way, become the starting
point.

How can we find out if the prior art has reasonable rele-
vance to the technical problem of the claimed invention?
Technical field is the soil to create an invention. The same
soil would urge the inventor, when facing the same or simi-
lar technical problem, to make new innovations and modifi-
cations in order to solve the technical problem, and mean-
while “nourish” the inventor to complete the invention.
Thus, it is usually easy to find, in a technical field identical
with or close to that of the invention-creation, the prior art
reference having reasonable relevance to the technical
problem to be solved by the invention and take the same as
the starting point of improvement. On the vast land of prior
art, conducting the search of the closest prior art in an iden-
tical or close technical field is the most efficient way as it
narrows the range of the search for the technical problem
having reasonable relevance. In this sense, the technical
field is the basis for seeking the closest prior art.

The following three aspects shall be taken into account
when seeking the closest prior art on the basis of the techni-
cal field: a. the application field is more important than the
functional field; b. division of technical fields is not mechani-
cal and rigid, and account shall be taken of background art,
technical problem, object, purpose, function and technical
concept, etc. so as to accurately determine the technical
field which nourishes the invention-creation, and effectively
find out the prior art that has reasonable relevance to the
technical problem of the claimed invention; c. the relation-

CHINA PATENTS & TRADEMARKS NO.2, 2017

ship between the reasonable relevance and technical field
shall be handled well. Reasonable relevance between tech-
nical problems is the object and principle to be followed,
and taking the technical field as the starting point is the
means. Consideration of the technical field does not consti-
tute a limitation to the selection of the closest prior art.
Hence, the technical problem is the key point to be consid-
ered in order to overcome the limitations caused by merely
searching in the identical or close technical field. The
above view will be further elaborated with reference to the
following case.

For instance, the patent in dispute mentioned in the in-
validation decision No0.25725 relates to an ampoule filling
process. Since an ampoule bottle has a small size and is
made of thin glass, the inner diameter of the head portion is
quite close to the outer diameter of the infusion cannula.
There may occur two problems during the filling process:
one is that the head portion is prone to be broken, and the
other is that residual medicine liquid left on the wall of the
head portion has an influence on the subsequent molten
glass sealing, thereby rendering the amount of medicine lig-
uid inaccurate. To this end, the technical problem to be
solved by the invention involves accurate centring. Exhibit 1
used in this case relates to beverage bottle filling (such as,
beer), during which the positioning problem surely exists.
But things are quite different.

After investigation into the technologies of filling ma-
chines, it is found that the patent in dispute and Exhibit 1
both fall within the field of filling in terms of common func-
tions. In comprehensive consideration of the technical field,
usage, technical problem, technical concept, technical
means, technical effect and the like, we can tell that Exhibit
1 does not have the technical problem intended to be
solved by the patent in dispute. They are by no means simi-
lar to each other, and adopt different technical concepts
and technical means for solving different technical prob-
lems, thereby achieving different technical effects. The rea-
son is that as time goes by, the technical innovations in that
field further develop into different technological branches in
various orientations according to diversified market or R&D
demands. Exhibit 1, which is under a different branch from
the patent in dispute, is no longer faced with the technical
problem to be solved by the patent in dispute and cannot
serve as a promising starting point.

The confusion caused in the step of determining the
technical field of this case clearly explains that there are un-



certainties as to the division of technical fields. The techni-
cal problem is in a dominant position in the process of find-
ing the closest prior art. With the rapid development of tech-
nologies, “flourishing and booming” of technologies will
give rise to change and evolution of division of technical
fields. The technical innovations will further develop into dif-
ferent technological branches in various orientations ac-
cording to diversified market or R&D demands, such that
technical problems existing under different branches may
not be relevant at all. The prior art under one branch cannot
function as a promising starting point for obtaining an inven-
tion-creation under other branch, or different branches fur-
ther constitute different technical fields.

As stated above, the most common choice at present
is to find out the closest prior art from the technical field that
is identical with or close to that of the invention. Neverthe-
less, identicalness or closeness of technical fields does not
constitute a limitation to determination of the closest prior
art. Similarity in terms of technical problem and function is
also sufficient to guide those skilled in the art to make fur-
ther improvement based on the closest prior art. For in-
stance, although an invention and the prior art are within dif-
ferent technical fields, if they intend to solve identical or sim-
ilar technical problems using the same technical means un-
der the same principle, the difference of the technical fields
would not hinder those skilled in the art from finding out the
prior art reference in a pertinent technical field under the
guidance of the technical problem or function and further
using the prior art reference as the starting point of the
route to work out the technical solution of the invention. This
is especially the case when technologies develop rapidly,
technical fields are divided finely and more and more tech-
nical fields overlap each other.

For instance, the re-examination decision No. 40592 re-
lates to a method for making a microwave ceramic compo-
nent by fine laser etching. Exhibit 1 discloses a method for
fine-etching a quartz crystal by way of laser irradiation. Al-
though the application in suit differs from Exhibit 1 in the
properties of processed objects and application field, the
application of the fine laser etching technology to hard ma-
terials, like ceramics and quartz, follows the same principle
and is aimed to solve the same problem, i.e., laser beams
can be focused to produce a small facula so as to selective-
ly gasify materials in part with a proper energy density,
thereby addressing the problem of fine adjustment of micro-
electronic components. Related references have provided
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teaching of using the said technology to manufacture many
integrated circuit components. Hence, identicalness and
relevance in terms of technical problem and function would
suffice to guide those skilled in the art to start from Exhibit 1
to make further improvements or modifications.

Additionally, there may be the exception that technical
problems in the same application field are not relevant at
all. The technical problems to be addressed by inventions
are tremendously different. The prior art references in the
same or close technical fields may solve the technical prob-
lems that are totally irrelevant to the technical problem in-
tended to be solved by the invention. For instance, suppose
there is a variety of methods for preparing a chemical prod-
uct. An inventor provides an improved method for avoiding
the damage caused by the toxic solvent residue used in the
method A, whereas the method B which uses no toxic sol-
vent is not faced with such a technical problem caused by
the toxic solvent, although the inventions using the method
A and method B may be classified into the same IPC cate-
gory.

(2) Judge whether the starting point is promising from a
positive perspective of innovation

We do not deny the importance of meeting the require-
ment that the closest prior art should have reasonable rele-
vance to the technical problem to be solved by the inven-
tion as stated in the preceding item (1), but it is merely a ba-
sic requirement for the closest prior art. Next, it needs to
judge whether the starting point is able to render the suc-
cessful application of the “three - step method” promising
from a positive perspective of innovation. By “promising”
we mean that the invention can be achieved on the basis of
the particular prior art by a correct way of thinking and
means. Only such a prior art reference is valuable as the ba-
sis for judgment.

If, from the viewpoint of innovation, R&D on the basis of
the particular prior art reference can, by no means, guaran-
tee the completion of the invention, even though the techni-
cal means disclosed in the art is highly similar to that used
in the invention in dispute, it is hard to challenge the inven-
tive step of the invention. It can be seen that this step is
aimed to exclude the non-promising prior art references, un-
less there is any teaching in the other prior arts reference
changes the cognition of those skilled in the art.

During the process of comprehensive consideration,
the prior art reference which has the same inventive con-
cept as the invention can be regarded to solve the technical
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problem along the same route of the invention. Generally
speaking, the prior art that is distinct from the invention in
terms of inventive concept is more promising in achieving
the object. Hence, attention shall be paid to the role of in-
ventive concept in comprehensive consideration.

For instance, in the case mentioned in the re-examina-
tion decision No. 106894, claim 6 is directed to an antimi-
crobial composition. To overcome the shortcoming that a
surface disinfectant does not have a fast acting effect for
non-treatment purposes, the applicant applies the composi-
tion consisting of three disinfecting agents (eugenol, thymol
and terpineol) to the surface disinfectant as the composi-
tion has a fast acting effect at a lower concentration. Follow-
ing this concept, the composition is applied to human bod-
ies and surfaces of objects for a fast acting effect. Refer-
ence 1 relates to a bactericidal preparation with an aim to
solve the drawbacks of antibiotics, such as insufficient anti-
biotic effect, instability and malabsorption into skin. The in-
ventive concept proposes the use of a composition of elev-
en antibiotics selected from at least three categories, and
intends to achieve a stable, in-depth and standing antibiot-
ic treatment by changing the properties of the solvent. Fast
acting and standing effect, as well as surface sterilization
and penetration into subcutaneous tissues for disinfection,
are different technical problems. The present application
and Reference 1 adopt two different inventive concepts to
solve them, just like climbing up different mountains along
dissimilar routes. Even though some antibiotics used in the
present application and Reference 1 are the same, those
skilled in the art would not conceive of using the long-acting
antibacterial agent that is penetrable into the subcutaneous
tissues used in Reference 1 as the promising starting point
for obtaining the fast-acting antimicrobial composition for
surface sterilization of the present application.

(3) Find out the “closest” prior art by judging the de-
gree of technological closeness

If there are multiple promising prior art references that
are reasonably relevant to the technical problem to be
solved by the invention, the meaning of “closest” in the
“closest prior art” provided in the Guidelines shall be borne
in mind in selecting an individual reference that best repre-
sents the level of the prior art. The word “closest” herein
mainly refers to the degree of technological closeness,
which is usually the smallest or easiest improvement re-
quired for achieving the invention based on that prior art ref-
erence serving as the starting point. Such a judgment shall
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be made through comprehensive comparison between the
prior art reference and the invention in terms of the techni-
cal problem, inventive concept, technical means, usage
and technical effect, rather than simply taking into account
the number of disclosed features. This step is a choice pref-
erable than the first two steps.

Similar to the preceding item (2), the judgment in item
(3) is in close association with the understanding of inven-
tive concept and selection of technical means. Due to the
limited length of the article, relevant contents will be pre-
sented in the upcoming issue.

This article analyses the selection of the closest prior
art at three levels in an effort to provide a solid understand-
ing of the principle of comprehensive consideration from dif-
ferent perspectives; however, in practice, judgment at three
levels may be conducted simultaneously.
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