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On 20 April 2017, Beijing High People’s Court officially
released the Guidelines for Patent Infringement Determina⁃
tion (2017) (briefly known as the 2017 Guidelines). After the
promulgation of the Interpretation II of the Supreme People’
s Court on Several Issues Concerning the Application of
Law in the Trial of Dispute over Patent Infringement (briefly
known as the Interpretation II) 1, the Beijing High People’s
Court revised the 2013 Guidelines pursuant to the contents
of the Interpretation II and in compliance with the develop⁃
ment and demands of patent adjudication practices in re⁃
cent years to complete the 2017 Guidelines. The revision of
the Guidelines was initiated in January 2016. Before finaliz⁃
ing the 2017 Guidelines, the project team has collected and
systematically studied more than 150 patent⁃related cases
domestically and abroad, and convened two expert sympo⁃
siums while soliciting opinions from IP practitioners and aca⁃
demia. The 2017 Guidelines contain 153 provisions with
21,000 Chinese characters in length and basically under
the framework of Opinions of the Beijing High People’s
Court on Several Issues Concerning Patent Infringement
Determination (2001) (trial) (briefly known as the 2001 Opin⁃
ions) and the 2013 Guidelines, that is, it consists of six
parts, namely determination of protection scope of the pat⁃

ent for invention or utility model, determination of infringe⁃
ment of patent for invention or utility model, determination of
protection scope of the patent for design, determination of
infringement of patent for design, determination of acts of
patent infringement and defense against patent infringe⁃
ment.

On the critical occasion of the Fourth Amendment to
the China’s Patent Law, the 2017 Guidelines were undergo⁃
ing revision. The research group has scrutinously and time⁃
ly studied the revised drafts of the Patent Law at different
times in an effort to avoid touching upon those likely revised
provisions in the 2017 Guidelines. The revision of the 2017
Guidelines primarily followed the guiding concepts of step⁃
ping up IP protection, determining relevant adjudication
rules for new types of cases and clarifying adjudication
thinking in patent infringement cases. It was the first time
that the provisions in relation to hot issues in judicial prac⁃
tice like standard ⁃ essential patents (SEPs) and graphical
user interfaces (GUIs) have been set forth in China. In the
course of the revision, the Beijing High People’s Court ac⁃
tively carried out the Supreme People’s Court’s IP judicial
protection policies of“Judicial Dominance, Severe Protec⁃
tion, Classified Implementation and Coordinated Proportion⁃
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ality”, made a better balance between strengthened IP pro⁃
tection, China’s national conditions and economic develop⁃
ment, between judicial initiatives and neutral judgment, as
well as between safeguard of incentives and innovation and
prevention of right abuse. The promulgation of the 2017
Guidelines enhances the predictability of patent adjudica⁃
tion rules, provides an effective judicial practice support to
the revision of the China’s Patent Law and the Supreme
People’s Court’s making of new Judicial Interpretations,
and creates a good judicial environment for implementation
of the innovation⁃driven development strategy. Due to limit⁃
ed length, the contents revised for being compatible with
the Interpretation II will not be reiterated herein. This article
is mainly to explain the contents which are newly added to
the 2017 Guidelines but not specified or stipulated in the ju⁃
dicial interpretations:

I. To further improve the rules and
methods for claim construction

The protection scope of a patent for invention or utility
model is delimited by patent claims, so the court must con⁃
strue patent claims in determining the protection scope of
the patent. Thus, claim construction is a key issue in the pat⁃
ent system. Once the rules for claim construction are estab⁃
lished, they may have an impact on the operation of the pat⁃
ent system and realization of the purpose of the Patent Law.
There is only one provision relating to claim construction set
forth in the existing China’s Patent Law, namely, Article
59.1 stating that“the protection scope of the patent for in⁃
vention or utility model shall be determined by the terms of
the claims. The description and the drawings may be used
to interpret the claims.”The principle, method and rules for
claim construction shall be determined by three Judicial In⁃
terpretations 2 and the summary of judicial practice. The
2001 Opinions and the 2013 Guidelines have set forth the
provisions relating to claim construction in judicial practice
in China in a relatively comprehensive and systematic man⁃
ner. Through revision in 2017, two principles of claim con⁃
struction are newly added, and the general construing
method and a method for construing some special techni⁃
cal features are further improved.

1. Fairness principle and principle of compliance with
the object of an invention are newly added for claim con⁃
struction

Patent claims are the basis and foundation on which a

right holder claims a patent right. In civil infringement cas⁃
es, the contents defined in the claims shall be construed
first. Claim construction is the process during which the
court determines the exact meaning of the claims and fur⁃
ther delimits the boundary of the protection scope. It can be
said that infringement can be substantially determined by
means of claim construction. Thus, in civil patent lawsuits,
claim construction plays a vital role and is also the most
controversial legal issue between both parties. The object
of establishing the principle of claim construction is to ex⁃
tract some universal construing rules into a guiding princi⁃
ple, to restrain the court from construing the claims subjec⁃
tively and arbitrarily and to guide both parties to construe
the claims rationally and scientifically. The fairness princi⁃
ple and the principle of compliance with the object of an in⁃
vention newly added through revision are established ac⁃
cording to the demands of judicial practice.

The fairness principle for claim construction requires
that when construing the claims, full consideration shall be
given to the contributions made by the patent to the prior
art, the status quo of the prior art and the public notice func⁃
tion of the claims, so as to make a balance between the le⁃
gitimate interests of the right holder and the reliance inter⁃
ests of the public and reasonably delimit the protection
scope of patent claims. Macroscopically, what corresponds
to the patent right is the public domain and public space.
The protection scope of a patent shall match with the contri⁃
butions made and the scope required by the right holder. If
a technical solution that does not fall into the protection
scope of the patent is included within the protection scope
thereof, it will surely compress the public domain, encroach
the public interest and hinder the innovation of the entire so⁃
ciety. For those reasons, Article 2 of the 2017 Guidelines
provides that when interpreting the claims, full consider⁃
ation shall be given to the contributions made by the patent
to the prior art so as to reasonably delimit the protection
scope of the claims and protect the interests of the right
holder, and also given to the public notice function of the
claims and the reliance interests of the public, and the con⁃
tents ineligible for protection should not be interpreted to
be within the protection scope of the claims. For instance,
the technical solution of a defective technique intended to
be overcome by the patent and the prior art technical solu⁃
tions shall not be interpreted to be within the protection
scope of the claims on the grounds that the former is obvi⁃
ously a technical solution to be excluded by the patent and
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the latter fundamentally belongs to the prior art and can be
carried out by anyone.

The principle of compliance with the object of an inven⁃
tion is established as a rule for interpreting the protection
scope of claims from the aspects of the object of an inven⁃
tion and the technical effect achieved thereby. The object
of an invention and the technical effect achieved are very
important factors to be considered in the patent system. An
invention is granted the patent just because it solves the
technical problem existing in the prior art and achieves a
better technical effect than the prior art. Article 4 of the
2017 Guidelines reads that in the determination of the pro⁃
tection scope of the patent, a technical solution incapable
of realizing the object and effect of the invention shall not
be interpreted to be within the protection scope of the
claims, that is, a technical solution which is determined by a
person with ordinary skills in the art as still incapable of solv⁃
ing the technical problem of the patent or realizing the tech⁃
nical effect of the patent on the basis of the background art
after reading all the contents of the description and draw⁃
ings shall not be interpreted to be within the protection
scope of the patent. In specific cases, the technical feature
relating to“the object of an invention”is in fact added as re⁃
quired by the principle of compliance with the object of an
invention, which will narrow down the protection scope of
the patent in most cases, so the technical solution which lit⁃
erally falls within the protection scope of the patent but can⁃
not realize the object of an invention in terms of a technical
effect is excluded. Therefore, the principle of compliance
with the object of an invention functions to delimit the
boundary of the protection scope according to the object of
an invention and to prevent overexpansion of the claims.
What needs to be emphasized is that in the description
drafted by a patent applicant, there may be multiple objects
of an invention corresponding to different claims that are ar⁃
ranged in a progressive relationship, or the technical solu⁃
tions defined in the claims can realize multiple objects of an
invention. Where claims are construed under the principle
of compliance with the object of an invention, the claims
shall be able to realize any object of the invention or the low⁃
est object of the invention, rather than all the objects of the
invention or the highest object of the invention. If the latter
prevails, it will obviously raise the level of the invention, oblit⁃
erate the innovative contributions made by the inventor and
impair the interests of the right holder.

2. To further improve the methods for claim construction

In addition to the methods for differentiated claim con⁃
struction and for interpreting the subject matter, the revision
is also made to improve the methods for interpreting usage
environment features, closed ⁃ ended claims, self ⁃ coined
words, and identical or different technical terms, and clarify
the function of the drawings for claim construction, in such
a way to substantially improve the general and special
methods for claim construction.

Differentiated claim construction originates from the
doctrine of claim differentiation determined in judicial cases
in the U.S. The doctrine provides that if possible, for multi⁃
ple claims in a patent, each claim in a patent is different in
scope from all other claims. No two claims in the same pat⁃
ent should be interpreted to cover the same thing. Thus, for
any claim, the court shall not construe it by rendering it re⁃
dundant with respect to other claims. 3 In the light of Article
3 of the Interpretation I of the Supreme People’s Court on
Several Issues Concerning the Application of Law in the Tri⁃
al of Dispute over Patent Infringement (briefly known as the
Interpretation I) 4, the court may construe a claim using rele⁃
vant claim(s) in the claim set. It can thus be seen that in the
normal sense, different claims with dependencies cover dif⁃
ferent protection scopes, under the circumstances of which
specific technical features must be interpreted. If different
claims with dependencies define the specific technical fea⁃
ture in a dissimilar manner, that technical feature is normally
defined as a generic concept and a narrower concept, or
as two different concepts. Of course, the way of claim con⁃
struction is based on a common understanding and can be
overturned by counter ⁃ evidence presented by the party
concerned. Article 17 of the 2017 Guidelines provides that
when interpreting the claims and determining the protection
scope of the claims recited in the claim set, it can be pre⁃
sumed that the protection scope of an independent claim is
different from that of its dependent claims. The protection
scope of the independent claim is larger than that of its de⁃
pendent claims, and the protection scope of a preceding
dependent claim is larger than that of a subsequent claim
dependent on the preceding one, unless a person with ordi⁃
nary skills in the art could obtain a contrary interpretation of
the claims according to internal evidence such as the de⁃
scription and drawings of the patent, and the patent exami⁃
nation dossiers.

The subject matter is a requisite for drafting an inde⁃
pendent claim according to the Guidelines for Patent Exami⁃
nation. In a long run, there is never a consensus reached in

CHINA PATENTS & TRADEMARKS NO.3, 2017 PATENT 27



judicial practice as to the function of the subject matter in
the determination of the protection scope. One of the views
is that any contents written into the claims shall delimit the
protection scope of the patent. The subject matter is an es⁃
sential technical feature. When the protection scope of the
claim is interpreted, the subject matter, especially the tech⁃
nical contents contained therein, such as the application
field, usage and structure, which define the protection
scope of the claims, shall be listed in the claim chart. This
view is worthy of discussion.

It is provided in Part II, Chapter Two, Section 3.1.1 of
the Guidelines for Patent Examination (2010) that“for a
product claim the subject matter of which contains defini⁃
tion by use, the definition by use shall be taken into account
in determining the protection scope of the product claim.
However, the actual definitive effect of the use definition
shall depend on the impact it imposes on the claimed prod⁃
uct per se.”5 If the definition by use in the subject matter ex⁃
erts no influence on the technical solution and is merely to
describe the use or the method for use of the product or ap⁃
paratus, it is useless in judging whether the product or ap⁃
paratus possesses novelty or inventive step. The method
for interpreting the subject matter is further made clear in
Article 25 of the 2017 Guidelines. This Article specifies the
connotation of the subject matter, namely, the subject mat⁃
ter is an abstract generalization of the technical solution
constituted by all the technical features contained in the
claim and a simple name of the technical solution of the pat⁃
ent. The technical solution generalized by the subject mat⁃
ter needs to be embodied by all the technical features of
the claim. It further provides that where technical contents
contained in the subject matter, such as the application
field, use and structure, have an effect on the technical solu⁃
tion protected by the claim, such technical contents func⁃
tion to delimit the protection scope of the patent. According⁃
ly, it can be determined that the limitative function of“tech⁃
nical contents contained in the subject matter, such as the
application field, use and structure”shall analyzed on a
case⁃by⁃case basis, rather than as the bed of Procrustes. It
shall be noted that the technical contents contained in the
subject matter, such as the application field, use and struc⁃
ture, are likely to be confused with the so⁃called usage envi⁃
ronment features. For this sake, Article 24.3 of the 2017
Guidelines particularly distinguishes the usage environ⁃
ment features from the subject matter in the connotation of
the usage environment features. In short, usage environ⁃

ment features, which are different from the subject matter,
refer to the technical features in a claim that describe the
background or conditions under which an invention or utility
model can be used and that are in a connection or mating
relationship with the technical solution. It can thus be seen
that usage environment features usually appear in the pre⁃
amble portion and characterizing portion of the non⁃subject⁃
matter part.

Interpretation and infringement determination of func⁃
tional features have always been one of the controversial is⁃
sues in judicial practice. Article 4 of the Interpretation I
(2009) merely specifies the literal meaning of functional fea⁃
tures without touching upon the equivalent infringement is⁃
sue thereof. However, Article 8 of the Interpretation II (2016)
further specifies the connotation, literal infringement and
equivalent infringement of the functional features, and deter⁃
mines that the time for judging equivalent infringement of
the functional features is the occurrence of the accused
act, thereby further improving the rules for interpreting and
judging the functional features. Article 8 of the Interpreta⁃
tion II (2016) fails to distinguish literal infringement of the
functional features from equivalent infringement thereof but
generally adopts the same criteria for the two types of in⁃
fringement. Although the conclusion drawn accordingly
does not seem to be disadvantageous to a patentee, the in⁃
terpretation rules and judgment logic would be improper.
By reason of the foregoing, Articles 18, 19, 42 and 56 of the
2017 Guidelines respectively provide the method for inter⁃
preting the functional features, determination of literal in⁃
fringement and determination of equivalent infringement,
and additionally, Articles 42 and 56 stipulate, in the second
paragraph, that the interpreted functional feature shall be
defined as one technical feature, rather than be divided into
several technical features due to the presence of a plurality
of structures, components or steps in the embodiment, in
such a way to avoid disputes over the embodiments of the
functional features. By means of the four articles of the 2017
Guidelines, the connotation, interpretation, determination of
literal infringement and determination of equivalent infringe⁃
ment of the functional features become clearer in logic and
more feasible and practical.

Moreover, Article 26 of the 2017 Guidelines improves
the rule for construing closed ⁃ ended claims, and clarifies
the special requirements and mechanisms of the closed ⁃
ended claims in pharmaceutical and chemical fields by em⁃
phasizing that the compositions in a closed⁃ended claim in
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pharmaceutical and chemical fields jointly work based on
their respective characteristics and can achieve a particu⁃
lar technical effect without other substances, for the pur⁃
pose of distinguishing the closed⁃ended claims in pharma⁃
ceutical and chemical fields from those in other fields. Arti⁃
cle 28 of the 2017 Guidelines provides the rule for interpret⁃
ing a self⁃coined word, that is, a self⁃coined word used by
the patentee in the patent documents shall be interpreted
according to the particular meaning in the description. If it
fails, the self ⁃coined word shall be understood in the rele⁃
vant context of the description. If both methods fail, it
means the protection scope cannot be interpreted clearly,
and the court shall rule to reject the plaintiff’s claims.

II. To constrain the expansion of the
scope of equivalents and differentiate

protection of inventions and utility models

Although an invention and a utility model are granted
under different criteria, there is substantially no difference
between them in terms of civil protection against infringe⁃
ment. In addition, a utility model can be granted in a rela⁃
tively short period as it is subjected only to formality exami⁃
nation, which, to some extent, urges some right holders to
prefer to file an application for a patent for utility model, in⁃
stead of invention. Normally speaking, utility models are in⁃
ferior to inventions in terms of the grant requirements and
thus they should be inferior in terms of protection level. This
renders the entire patent system more coordinated, and in⁃
ventions and utility models jointly guarantee patent protec⁃
tion with their respective characteristics and strengths.

1. Differentiated treatment of the scope of equivalents
to numerical features in patents for utility model

As for a numerical range feature, it indicates a wide
protection scope. Either an invention or utility model gener⁃
ally shall not be protected within a different numerical fea⁃
ture beyond the numerical range feature, which is set forth
in Article 57.1 of the 2017 Guidelines. But there is differ⁃
ence between invention and utility model in terms of numeri⁃
cal features. An invention is intended to protect improve⁃
ments made to a product or a process, and numerical fea⁃
tures can become the technical features in a claimed tech⁃
nical solution, so the issue of protection of equivalents of a
numerical feature in the invention shall not be treated too se⁃
verely, and the different numerical feature generally shall

be protected under the Doctrine of Equivalents. This is not
the case for utility models. Pursuant to Article 2 of the Chi⁃
na’s Patent Law, a utility model protects the shape, struc⁃
ture or their combination of a product, from which we can
see that numerical and numerical range features should not
be technical features in the claims of a patent for utility mod⁃
el. Due to drafting defects, numerical and numerical range
features may occur in the patents for utility model. Even
though numerical and numerical range features are written
into the claims of a patent for utility model due to drafting
defects, numerical features shall not obtain patent protec⁃
tion under the Doctrine of Equivalents just like in a patent
for invention. For that reason, Article 57.3 of the 2017 Guide⁃
lines provides that in respect of a claim of a utility model
having a numerical feature, the allegation of the right holder
that a corresponding numerical feature in an accused tech⁃
nical solution constitutes an equivalent feature shall not be
supported, except that such a different numerical feature
belongs to the technical content appearing after the filing
date.

2. Rules for excluding equivalents to foreseeable alter⁃
native technical features

In judicial practice, application of the Doctrine of Equiv⁃
alents is usually subject to no other regulations expect the
Doctrine of Estoppel and the Public Dedication Rule, under
the judging method considering“means, function and ef⁃
fect”. Application of the Doctrine of Equivalents broadens
the protection scope conferred by a patent, but an overly
broadened scope will impair the public interests. In recent
years, there is a tendency that the Doctrine of Equivalents is
increasingly abused resulting from limited regulation im⁃
posed thereon. As a matter of fact, broadened protection
under the Doctrine of Equivalents shall not be supported un⁃
der some circumstances. Article 60 of the 2017 Guidelines
sets a limitation to the application of the Doctrine of Equiva⁃
lents in respect of the technical features which do not repre⁃
sent inventive step in the claim of the invention, the techni⁃
cal features formed through amendment in the claim of the
invention, or the technical features in the claim of the utility
model. Under the above three circumstances, if a patent ap⁃
plicant or patentee clearly knows or is able to foresee the
presence of the alternative technical feature at the time of
applying for or amending a patent without incorporating it
into the protection scope of the patent, the right holder’s as⁃
sertion that the alternative technical solution shall be incor⁃
porated into the protection scope of the patent due to equiv⁃
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alency shall not be supported in the determination of patent
infringement, because the broadened protection resulting
from the Doctrine of Equivalents is mainly aimed to prevent
an infringer from stealing the benefit of the patent by willful⁃
ly making non ⁃substantive change to the patented techni⁃
cal solution, so as to provide a broader protection to the pat⁃
entee. Since a patent applicant or patentee has sufficient
time to amend relevant technical features during the pro⁃
cess of patent amendment for the sake of obtaining an ap⁃
propriate protection scope, if the alternative technical fea⁃
ture is not incorporated into the protection scope of a pat⁃
ent no matter whether or not it, which the patent applicant
or patentee clearly knows or is able to foresee, is the inven⁃
tive point of the patented technical solution, it is improper to
incorporate the alternative technical feature into the protec⁃
tion scope of the patent in patent infringement litigation.
The technical features in the claim of the utility model are
treated specially in order to render the utility models which
are considered easily grantable subject to more stringent
equivalent criteria, in such a way to control the number of
applications for utility models by raising the threshold for
patent protection and give incentives to applicants to apply
for patents for high⁃quality inventions. As for the purpose of
differentiation between non⁃inventive features and inventive
features in the claims of an invention, the innovation of the
patented technical solution lies in the inventive features that
embody the contributions made by the patentee to the soci⁃
ety, so the inventive features shall be given a broader
scope of equivalence than the non ⁃ inventive features
(which generally belong to the prior art), which meets the
fairness principle for claim construction. Moreover, since in⁃
ventive features are innovative, a patent applicant is facing
with more uncertainties as to how to reasonably generalize
and express such features in the course of patent applica⁃
tion. The requirements for drafting inventive features may
be less stringent than those for drafting non⁃ inventive fea⁃
tures that generally pertain to the prior art.

III. Refine the rules for judging design
patent infringement and explore the
rules for determining infringement of

GUI designs

Judgment on identicalness and similarity between de⁃
signs has always been the key and difficult issue in the de⁃

termination of design patent infringement. To make the
judging criteria objective, the 2013 Guidelines specify the
knowledge level and cognitive ability of an average con⁃
sumer by introducing“description of essential features”6

and“evidence as prior design”7, but fail to provide the con⁃
notation and denotation of essential features. Additionally,
Article 14 of the Interpretation II provides that when deter⁃
mining the knowledge level and cognitive ability of the aver⁃
age consumer about a design, the courts generally shall
take into consideration the design space of the products,
without further specifying the implementing rules. In such a
case, the 2017 Guidelines further refine the rules for judg⁃
ing design patent infringement, in particular for judging the
design space, and incorporate them into the rules for judg⁃
ing identicalness and similarity between designs, to there⁃
by make the judgment more precise and scientific.

1. Add the overall comparison principle, highlight the
function of essential features and design space, and im⁃
prove the“comprehensive observation and holistic determi⁃
nation”standard

The overall comparison principle is added to Article 66
of the 2017 Guidelines in order to accord with the“compre⁃
hensive observation and holistic determination”standard
for judging identicalness and similarity between designs as
provided for in Article 80. In the light of the above principle
and standard, in judging the identicalness and similarity be⁃
tween designs, the court shall first divide the design prod⁃
uct into different design features according to their visual ef⁃
fects, and each design feature shall be taken into account
in the judgment. Since a product design possesses its es⁃
sential features and the design features have different de⁃
sign space, each design feature plays a different role in the
comprehensive judgment. The visual effect of essential fea⁃
ture is obviously higher than that of the non ⁃essential fea⁃
ture. Essential features with less design space will have a
greater impact on the overall visual effect. Thus, adding

“overall comparison principle”may render the judging stan⁃
dard objective and avoid personal subjective randomness.

In regard to the ambiguity of the standard resulting
from different definitions of essential features in practice, Ar⁃
ticle 67.2 of the 2017 Guidelines clarifies the connotation of
the essential features, that is, essential features refer to the
design features distinguishing the design from the prior de⁃
sign and that can produce notable visual influence on an
average consumer. In practice, both parties can submit a
prior design in support of the essential features of the de⁃
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sign patent, which is aimed to guide both parties to adduce
sufficient evidence. Design space, also known as a degree
of design freedom, is a concept stemming from patent judi⁃
cial practice in German and expressly specified in the de⁃
sign regulations of the EU. As stated above, the Interpreta⁃
tion II incorporates the concept of design space without fur⁃
ther specifying the judging criteria or rules. With reference
to international practical cases and domestic theoretical re⁃
search achievements, Article 83.2 of the 2017 Guidelines
sets forth the requirements for design space in detail, in⁃
cluding the technical function of the product or its parts; the
necessity of adopting the common features of this category
of products; the degree of crowdedness of prior designs;
and other factors that may have an impact on the design
space, such as economic factors (lowered costs). Article
83.3 thereof further describes the relationship between a
prior design, design space and visual effect in a clear and
definite language. In the light of the above provisions, in the
judgment on identicalness and similarity, the court shall de⁃
termine design features, essential features and design
space of each design feature, according to the characteris⁃
tics of a product. Further, the court shall determine whether
the accused design is identical or similar to the patented
design, under the overall comparison principle by means of
the“comprehensive observation and holistic determina⁃
tion”standard.

2. Explore the rules for determining infringement of
GUI designs

According to Order No. 68 of the SIPO in 2014, the
Guidelines for Patent Examination were amended to allow
the GUIs to be protected by registered designs. No rules,
however, are established for determining the infringement
of GUI designs. The 2017 Guidelines systemically provide
the rules for determining the infringement of GUI designs in
Articles 73, 77.2, 86, 87 and 88.2. To be specific, different
states of dynamic and static GUI designs shall be differenti⁃
ated, and different factors should be taken into consider⁃
ation. The rule for determining the infringement of a dynam⁃
ic GUI design is relatively special as the protection scope
of a dynamic GUI design shall be jointly determined by the
views of the product design that can determine the dynam⁃
ic change process in conjunction with a depiction of the dy⁃
namic change process by the brief description. According⁃
ly, the protection scope of a dynamic GUI design shall in⁃
clude the factor of how to determine the dynamic change
process. According to the provisions relating to design pat⁃

ents in the China’s Patent Law and judicial practice, deter⁃
mination of design patent infringement includes judgment
on whether the patented design and the accused design
are identical or similar, and whether the categories of the
design and the product are identical or similar. Thus, there
is no exception for determining the infringement of GUI de⁃
signs. In the determination of GUI design infringement,
judgment shall be made first on whether the carriers of GUI
designs are identical or similar and then on whether the
GUIs are identical or similar.

Generally speaking, there is no substantial difference
between the judgment related to static GUI design patents
and common design patents, on identicalness or similarity.
It is the judgment on identicalness or similarity related to dy⁃
namic GUI designs that is very special. Since the change
process of the dynamic GUI design is implied by its key
frames, if the accused design lacks views of some states so
that a change process consistent with the patented design
cannot be reflected, it generally shall be determined that
the accused design does not fall within the protection
scope of the patent. Although the accused design lacks
some key frames of the patented design, if a change pro⁃
cess can still be solely determined to be consistent with
that of the patented design, it shall be determined that the
accused design falls within the protection scope of the pat⁃
ented design. Due to the importance of key frames to the
patented design, if the accused design uses the partially
dynamic GUI design or its key frames which belong to es⁃
sential features of the GUI design, it generally shall be de⁃
termined that the accused design falls within the protection
scope of the patented design.

3. Standardize the connotation of a functional design
and a conventional design

A functional design and a conventional design often
mentioned in design cases are controversial. One of the
reasons is that the connotations they infer are quite unclear.
Articles 81.2 and 82.2 of the 2013 Guidelines once define
the functional design and conventional design respectively.
Although the definitions are formally clear, they are infeasi⁃
ble and can hardly be proved through evidence adduced
by the party concerned. Article 85.2 of the 2017 Guidelines
provides that design features determined by the function of
the product refer to the design features limitedly or solely
determined by the function and formed regardless of aes⁃
thetic factors. The non⁃selectable design features that are
specified by technical standards or have to be adopted in
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order to achieve mechanical mating relationships are func⁃
tional design features. Article 88.3 of the 2017 Guidelines
provides that a conventional design refers to the prior de⁃
sign, which is so familiar to an average consumer that the
mention of its name would remind him of that particular de⁃
sign. In the field of design products, the design feature ad⁃
opted by every independent product manufacturer normally
belongs to a conventional design. The above definitions
specify the concepts with exemplary explanation, which are
highly practical.

IV. Step up IP protection and
prudently strengthen crackdown on

indirect infringement

A vital part of the provisions specified in the 2013
Guidelines is to incorporate indirect infringement into joint
infringement for the purpose of solving indirect infringement
issues in part through joint infringement. 8 Article 21 of the
Interpretation II substantially follows the same idea as the
2013 Guidelines. If the act of a direct infringer does not con⁃
stitute joint infringement as it is a personal use for non⁃busi⁃
ness purposes or an act not having been deemed as infring⁃
ing under Article 69 of the China’s Patent Law, an indirect
infringer is not liable for infringement under the above provi⁃
sion. As batches of software ⁃ related and communication
patents have been granted in China, a great number of pat⁃
ented technical solutions implemented by multiple sides
(multiple subjects) appear and gradually enter into litiga⁃
tion. Since those multiple subjects need to jointly work to im⁃
plement the entire technical solution defined in the claims of
such a patent, it is likely that the accused infringer does not
implement the patent claims completely. Therefore, the pat⁃
entee cannot pursue infringement claims against an infring⁃
er in the event that the act of a direct implementer does not
constitute direct infringement.

It shall be pointed out that as being increasingly impor⁃
tant in the field of technological innovations in China, soft⁃
ware ⁃ related and communication patents have become a
significant tool for high⁃tech enterprises to participate in in⁃
ternational market competition and gain competitive advan⁃
tage. If we are hidebound by convention and fail to protect
those granted patents properly, the interests of high ⁃ tech
enterprises would be severely impaired as their patents turn
into so⁃called“paper tigers”or exist in name only. For that

reason, Article 119 of the 2017 Guidelines sets forth appro⁃
priate provisions, in which two circumstances are differenti⁃
ated: one is that where a party, clearly knowing that a cer⁃
tain product is a raw material, intermediate product, compo⁃
nent or equipment specially used for implementing the tech⁃
nical solution of the patent in suit, without the authorization
of the patentee, provides said product for production or
business purposes to another party who commits an act of
patent infringement, and the party’s act of providing the
specially used product constitutes the act of assisting an⁃
other party in committing the act of patent infringement,
each infringer shall be civilly liable for contributory infringe⁃
ment; the other is that where the another party implements a
patent not for production or business purposes or the act of
the another party is not deemed as infringing under the cir⁃
cumstances as provided for in items (3), (4), (5) of Article
69 of the China’s Patent Law, the party, namely, the indirect
infringer, alone shall bear civil liability. The latter is related
to the circumstance where the patented technical solution
is implemented by two subjects, in other words, where an in⁃
direct infringer, clearly knowing that a certain product is a
raw material, intermediate product, component or equip⁃
ment specially used for implementing the technical solution
of the patent in suit, without the authorization of the paten⁃
tee, provides said product for production or business pur⁃
poses to another party who completely implemented the
patented technical solution, if the another party implements
the patent not for production or business purposes or the
act of such another party is not deemed as infringing under
the circumstances as provided for in items (3), (4), (5) of Ar⁃
ticle 69 of the China’s Patent Law, the indirect infringer
shall bear civil liability. The basis for that provision is analo⁃
gous to Article 9.2 of the Tort Liability Law of the People’s
Republic of China (briefly known as the Tort Liability Law),
which is related to the assumption of the tort liability of any⁃
one who abets or assists a person without civil conduct ca⁃
pacity or only with limited civil conduct capacity in commit⁃
ting a tort.

Notably, the above provision of the 2017 Guidelines is
only applicable to the circumstances where an indirect in⁃
fringer implements the substantial part of the patented tech⁃
nical solution and a direct infringer implements the entire
patented technical solution, not to other circumstances. At
the time of drafting a patent, an applicant shall try to avoid
such a technical solution implemented by multiple sides so
as to ensure that the patent can be duly protected in subse⁃
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quent civil remedies.
Articles 116 to 122 of the 2017 Guidelines systematical⁃

ly relate to different circumstances of joint patent infringe⁃
ment. Articles 116 and 118, respectively corresponding to
Article 8 relating to joint infringement and Article 9.1 relating
to abetting or aiding infringement in the Tort Liability Law,
set forth general provisions for joint patent infringement, as
well as abetting or aiding infringement. Article 117 is specifi⁃
cally provided for the entrusted making or supervised mak⁃
ing of the product which constitutes joint patent infringe⁃
ment. Article 119, which makes reference to Article 21 of
the Interpretation II, provides that the act of indirect infringe⁃
ment constitutes the act of aiding patent infringement, and
an indirect infringer shall bear civil liability when the act of
indirect infringer does not constitute patent infringement. Ar⁃
ticle 120 is related to the determination of the common acts
of aiding patent infringement. Articles 121 and 122 are relat⁃
ed to the determination of the common acts of abetting pat⁃
ent infringement. The above seven articles of the 2017
Guidelines form a complete set of rules for determining joint
patent infringement.

V. Standardize the rules for examining
SEPs and guide the parties concerned

to resolve disputes through
negotiations in good faith

Ever since Huawei Technologies Co. Ltd. v. ZTE Corpo⁃
ration and Huawei Technologies Co., Ltd. v. InterDigital,
Inc. at Shenzhen Intermediate People’s Court, the lawsuits
for SEPs in the communication industry have been filed to
the courts at all levels in China with a year⁃on⁃year increase
in number. SEPs differ from common patents in the follow⁃
ing two aspects: SEPs indicate the patentee’s commitment
to license, namely, patents with legal obligations; and SEPs
are patents an implementer has to use, namely, patents
with public attributes. In this sense, SEP ⁃ related disputes
shall be treated in a way different from that for common dis⁃
putes over patent infringement. Such disputes have always
been pending for a long time due to new case types, ambig⁃
uous legal issues and lack of explicitly stated legal provi⁃
sions. Article 24 of the Interpretation II first provides how to
handle SEP⁃related disputes, which tackles a series of prob⁃
lems. Article 24.1 solves the problem of whether the court
can grant an injunction when infringement of an SEP oc⁃

curs, that is, it denies implied licensing of an explicitly dis⁃
closed SEP and determines where a right holder explicitly
discloses an SEP and the accused infringer implements the
SEP, the right holder can request the court to grant an in⁃
junction against the patent implementer. The Civil Law clear⁃
ly defines the judging standards for the term“explicitly dis⁃
close”. Under current SEP ⁃ related practice, it shall mean
that an SEP holder directly and explicitly discloses informa⁃
tion on the SEP in written form or webpage to such an ex⁃
tent that a standard implementer after reading can know the
basic information on the SEP. To the contrary, if a patented
technology is not relevant to recommended national, indus⁃
trial or local standards, or fails to explicitly disclose informa⁃
tion thereof, it shall not be deemed as an SEP, that is to say,
Article 24.1 is not applicable to this situation. Article 24.1 im⁃
plies that an SEP holder, who fulfills its or his committed obli⁃
gations in the negotiations on patent licensing conditions,
can defend against the standard implementer’s claim for
not granting an injunction. Article 24.2 specifies the condi⁃
tions for not granting an injunction by a court, that is, in the
negotiations on patent implementing conditions, both the
following conditions shall be met: a patentee is obviously at
fault and a standard implementer (an accused infringer) is
not obviously at fault. Article 24.2 implicitly encourages
both parties concerned to resolve their disputes through ne⁃
gotiations on patent licensing conditions. In other words, if
a patentee sues a standard implementer for infringing its or
his right to an SEP without conducting negotiations on pat⁃
ent licensing conditions, the court may rule to dismiss the
appeal or, after acceptance of the case, suspend the law⁃
suit and order both parties to conduct negotiations. If both
parties fail to reach an agreement on licensing conditions
through negotiations, the court may resume the case trial at
the request of any party concerned. Article 24.3 is related to
the factors to be considered by the court when determining
specific licensing conditions. It provides the factors to be
considered by the court when determining licensing condi⁃
tions under the FRAND principle after both parties cannot
agree on the licensing conditions through negotiations, that
is, the court determines appropriate licensing conditions in
the spirit of FRAND principle to its knowledge. It is also a di⁃
rect legal basis on which a court has jurisdiction over such
disputes over licensing conditions. Since judicial adjudica⁃
tion is a final solution to resolve the disputes between both
parties, that provision also guides both parties to raise
awareness of evidence collection to attain a result to their
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advantage as much as possible. Meanwhile, that provision
is also valuable in determining the SEP licensing conditions
in the relevant disputes. The following issues remain un⁃
solved by Article 24 of the Interpretation II: 1. the standards
are only related to recommended national, industrial or lo⁃
cal standards in China, instead of standards formulated by
international standardization organizations or other standard
⁃setting organizations, and compulsory standards in China;
2. how to deal with the case where a right holder fails to ex⁃
plicitly disclose an SEP; 3. How to determine a fault; and 4.
how to deal with the case where both parties are at fault or
not at fault, and whether injunction can be granted. All
those issues are tough issues that must be faced in trial
and are urgent to be solved. As a matter of fact, in consider⁃
ation of rapid development of technologies in the communi⁃
cation field and huge number of patents, the trial period for
SEP⁃related disputes should not be too long; otherwise, the
interests of right holders may be greatly affected. With refer⁃
ence to domestic and international cases, the 2017 Guide⁃
lines present, in Articles 149 to 153, the concept of SEPs, in⁃
ternational standards and other standards that are not ap⁃
plied in China, judgment on“explicitly disclose”, the princi⁃
ple for determination of fault and specific circumstances,
and whether to grant an injunction when both parties are at
fault or not at fault, which provides a set of relatively scientif⁃
ic and reasonable adjudication rules.

1. Several basic prerequisites for SEP adjudication
rules in the 2017 Guidelines

As stated above, some legal issues in SEP⁃related dis⁃
putes are ambiguous and quite controversial, so adjudica⁃
tion rules must be established after relevant legal issues
are clarified. First of all, the legal nature of a licensing com⁃
mitment made by a right holder must be determined. A li⁃
censing commitment refers to an irrevocable commitment
voluntarily made by a patentee according to particular IP
policies (or regulations) of a standard ⁃setting organization
so as to license a patent incorporated into standards to a
patent implementer under certain licensing conditions.
There are three views on the legal nature of the commit⁃
ment, namely, the unilateral legal act, the contact offer and
the contract for the benefit of third parties. The first view is
adopted in the 2017 Guidelines, which indicates that the
commitment is a unilateral legal act. The reason is that al⁃
though the commitment made by the right holder is made
according to the policies of a standard⁃setting organization,
the commitment is directed to all implementers, and a dis⁃

posal of a patent right by a right holder imposed with obliga⁃
tions, just like a reward⁃based advertising. The commitment
shall be considered as a unilateral legal act. Hence, the li⁃
censing commitment made by the right holder does not
constitute an offer, and the implementation of an SEP by an
implementer shall not be regarded as a commitment, i.e.,
the establishment of a licensing contract. The right holder
can still request the court to grant an injunction against the
implementer on the ground of implementation of its SEP
without authorization. Since the SEP holder imposes an obli⁃
gation on its patent and the SEP after being incorporated in⁃
to technical standards turns into a patent with public inter⁃
est attributes, for the purpose of stimulating technological
conversion and application, boosting technological prog⁃
ress and protecting transaction security, the principle of not
granting an injunction should be followed and the grant of
injunction would be an exception. No injunction shall be
granted as long as an implementer is not at fault. The fault
of the right holder and implementer shall be determined un⁃
der the principle of the balance of interests. Fair and rea⁃
sonable determination for the sake of balancing the inter⁃
ests of both parties can ensure that both parties participate
in the negotiations actively and in good faith. It shall be not⁃
ed that the grant of injunction shall not be the goal of the
right holder, but a tool to urge the implementer to negotiate
in good faith.

2. Specific rules
Article 149.1 of the 2017 Guidelines, which is based on

Article 24 of the Interpretation II, provides that where an
SEP is a standard set by the International Standardization
Organization or other standard ⁃ setting organizations and
the patentee explicitly discloses the SEP and makes a fair,
reasonable, and non ⁃ discriminatory licensing commitment
according to the policies of the standard⁃setting organiza⁃
tion, the SEP shall also be dealt with according to Article 24
of the Interpretation II, that is, internal and external stan⁃
dards shall be consistent. Article 149.2 actually weakens
the compulsory requirement for explicit disclosure, and just
provides that the requirement of the standard⁃setting orga⁃
nization for explicit disclosure shall be met, that is, if the li⁃
censing policies of the standard ⁃ setting organization re⁃
quire explicit disclosure, the SEP holder shall explicitly dis⁃
close the SEP under industry practices; and if explicit dis⁃
closure is not required, the SEP holder does not need to ex⁃
plicitly disclose the SEP. This can not only solve the practi⁃
cal predicament that different standard ⁃ setting organiza⁃
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tions set dissimilar requirements for explicit disclosure, but
also ensure that the relevant provision in the 2017 Guide⁃
lines does not go against Article 24 of the Interpretation II,
and meanwhile the issue of whether to explicitly disclose an
SEP can be securely evaded to promote the implementa⁃
tion of technologies as soon as possible and improve the
welfare of the public. Article 149.3 defines the SEP as a pat⁃
ent that must be used for implementing a technical stan⁃
dard, which is a mainstream viewpoint prevailing among
practioners. Article 150 sets forth the principle of good faith
required for both parties during SEP license negotiations.
This provision, stemming from Article 7 relating to the princi⁃
ple of good faith in the General Principles of the Civil Law, is
an advisory norm and a fault ⁃ determining principle. The
positive significance of Article 150 is to encourage both par⁃
ties to negotiate in good faith and put forward their licens⁃
ing conditions sincerely before reaching a licensing agree⁃
ment. Meanwhile, in the determination of fault during litiga⁃
tion, the principle of good faith is also a judging criterion.
The court shall judge whether any party is at fault by consid⁃
ering whether both parties negotiate in good faith or put for⁃
ward licensing conditions in good faith. Article 151 provides
that the right holder shall bear the burden of proof in sup⁃
port of the licensing obligations on the fair, reasonable and
non ⁃discriminatory terms and enumerate specific forms of
evidence, which means that the court shall ascertain wheth⁃
er the patent in suit is endowed with licensing obligations
on FRAND terms before deciding whether to proceed with
a trial in the light of the special rule for injunction. Article
152.1 provides that where neither of both parties is appar⁃
ently at fault, if the accused infringer fulfills the minimum de⁃
livery principle, the court generally should not support the
right holder’s claim for injunction. According to this Article,
where both parties participate in the negotiations in good
faith and credibly but can hardly reach a licensing agree⁃
ment as both parties believe their own licensing conditions
are in compliance with the FRAND principle, if a right holder
asks for an injunction in the lawsuit, the court generally
should not support the right holder’s claim for injunction in⁃
sofar as the accused infringer provides to the court the roy⁃
alties that comply with the FRAND principle in its or his
view, which is also important evidence proving the good
faith of the accused infringer in the negotiations. Viewed
from judicial practices all over the world, such a situation
sometimes happens though not very often and shall be stip⁃
ulated. Article 153.1 provides that where both parties are

apparently at fault, the condition for the grant of an injunc⁃
tion is that the accused infringer undertakes the primary lia⁃
bility for interruption of negotiations. The circumstances
where the right holder or the accused infringer is found
faulty are respectively listed in Articles 152.2 and 153.2,
which are equal counterparts involving judgments on faults
in negotiation procedure and faults in substantive require⁃
ments. The circumstances mentioned therein substantially
cover all possible circumstances that may terminate negoti⁃
ations.■
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