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The requirement for patent grant that“any design…
must not be in conflict with any prior right of any other per⁃
son”was first introduced into Article 23 of the China’s Pat⁃
ent Law through its amendment of 2000. 1 For the sake of
consistency, the Implementing Regulations of the China’s
Patent Law (hereinafter referred to as the Implementing
Regulations) clarified that a right conflict is one of the
grounds for invalidation of a design patent, and meanwhile
additionally stipulates the procedural requirements of the in⁃
validation request on the grounds of rights conflict. The in⁃
troduction of rights conflict as a ground for invalidation of a
design patent puts forward new research topics concerning
patent law theories and practice, and significantly inspires
the optimization of patent invalidation system. Regrettably,
existent studies rarely touch upon this issue and lack in ⁃

depth analysis. 2 This article is aimed to make up for this
shortcoming.

As discussed below, grounds for patent invalidation
may be divided into different groups on the basis of various
standards, among which public interest and private interest
grounds, and relative and absolute grounds are of great sig⁃
nificance. Relative grounds for invalidation include usurpa⁃
tion and conflict of rights, which are in essence disputes
over infringement of other’s rights and interests. In virtue of
the nature of the relative grounds for invalidation, the eligibil⁃
ity of a requestor who is allowed to file an invalidation re⁃
quest on those grounds shall be restricted. There are two
options available to solve the conflict between a design pat⁃
ent and prior rights: one is to resolve the conflict of rights as
a relative ground for invalidation in administrative invalida⁃
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tion proceedings, and the other is to resolve the conflict of
rights as an infringement dispute in civil infringement pro⁃
ceedings. The second option inspires us to set up adminis⁃
trative proceedings and civil proceedings as two parallel
channels in the design patent invalidation system.

I. Classification of grounds for patent
invalidation and presence of relative

grounds for invalidation

Pursuant to general theories of the patent law, grounds
for patent invalidation are of a great variety. The grounds for
invalidation can be substantially divided into four types ac⁃
cording to the contents thereof: (1) grounds for invalidation
in relation to patentable subject matters, for instance, Arti⁃
cle 2 of the China’s Patent Law on different types of patents
and Article 25 thereof on the scope of non⁃patentable sub⁃
ject matters; (2) grounds for invalidation in relation to public
policies, for instance, Article 5 of the China’s Patent Law
providing that patent rights shall not be granted if invention⁃
creations violate the law or social ethics or harm public inter⁃
ests, or invention⁃creations are accomplished by relying on
genetic resources which are obtained or used in violation of
the provisions of laws and administrative regulations; (3)
grounds for invalidation in relation to substantive require⁃
ments for patent grant, for instance, Articles 22, 23, 26.3
and 26.4 of the China’s Patent Law on novelty, inventive
step, practicability, sufficiency of disclosure and support of
claims by the description, Article 27.2 thereof requiring that
relevant drawings or photographs shall clearly show the de⁃
sign of a product for which patent protection is sought, Arti⁃
cle 33 thereof requiring that amendments to patent applica⁃
tion documents shall not extend beyond the scope of origi⁃
nal disclosure, and Article 9 thereof on prohibition of double
patenting; and (4) grounds for invalidation in relation to in⁃
fringement of other’s legitimate rights and interests. The
grounds for invalidation regarding conflict of rights fall into
this type. In addition to conflict of rights, usurpation of other’s
invention⁃creations is also a ground for invalidation in some
countries . For instance, according to the German Patent
Act, if the essential content of the patent is related to how to
obtain the descriptions, drawings, models, devices or
equipment of others or usurp processes used by others
without permission，the patent can be revoked or invalidat⁃
ed. 3 This ground for invalidation actually covers both of the

disputes over the right to patent application and disputes
over patent ownership. Inspired by the German Patent Act,
the Implementing Regulations (1985) similarly provided
usurpation as a ground for objection and invalidation, which
was, however, deleted from the China’s Patent Law and the
Implementing Regulations thereof in their amendment of
1992. 4

The grounds for invalidation can be divided into two
groups according to the interests involved: (1) grounds for
invalidation involving public interests. The aforementioned
grounds for invalidation in relation to patentable subject
matters and public policies usually relate to public security
or public health, are legislative choices of a country in view
of its national conditions, and have the attribute of public in⁃
terests. The aforementioned grounds for invalidation involv⁃
ing substantive requirements on a patent are also in associ⁃
ation with the public interests to some extent. When a pat⁃
ent is granted, the patentee is entitled to exclusively exploit
its or his patent within a certain time period. For ensuring
that the granted patent deserves such protection, it is re⁃
quired that the patent should indeed meet the substantive
requirements such as novelty, inventive step and practica⁃
bility, so that the protection provided therefor will be com⁃
mensurate with the contributions it makes. Any application
that is not in line with the substantive requirements for pat⁃
entability will unfairly restrict the public’s innovation and
free utilization. To this end, the patent law establishes a pat⁃
ent invalidation system that is aimed to find out and invali⁃
date wrongly granted patents with the help of the public, in
such a way to safeguard a public space favourable to inno⁃
vation. 5 In this sense, the grounds for invalidation in relation
to the substantive requirements on patentability are in close
association with the public interests. (2) The grounds for in⁃
validation involving particular private interests. The grounds
for invalidation of this type are related to the private inter⁃
ests only, and have nothing to do with the public interests.
For instance, the aforementioned grounds for invalidation in
relation to infringement of other’s legitimate rights and inter⁃
ests, including conflict of rights and usurpation of other’s in⁃
vention⁃creations, are grounds involving private interests. In
addition to the difference in the interests involved, these two
types of the grounds for invalidation also differ in the follow⁃
ing aspect: a patent, which is invalidated for the sake of
public interests, usually lacks patentable subjects worthy of
protection; however, a patent, which is invalidated for the
sake of private interests, usually has patentable subjects
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and can not be rejected based on substantive require⁃
ments in patent law. Such a patent is invalidated because a
patent should not be granted to the nominal owner thereof. 6

The distinctions between the grounds for invalidation in⁃
volving public interests and those involving private interests
gradually came into being with the deepening of under⁃
standing during the development of patent law. On the ba⁃
sis of those distinctions, it is realized that the two types of
grounds for invalidation shall be claimed by different re⁃
questors, which gives rise to the division of absolute
grounds and relative grounds for invalidation. As for the
grounds for invalidation involving public interests, any one
can file an invalidation request against a patent insofar as
the patent is found to be defective on those grounds.
Hence, the grounds involving public interests are also re⁃
ferred to as absolute grounds for invalidation. The aforesaid
grounds for invalidation in relation to the patentable subject
matters, public policies and substantive requirements on
patentability are absolute grounds that can be claimed by
any one. In contrast, as for the grounds for invalidation in⁃
volving private interests, they can only be claimed by a par⁃
ticular requestor, rather than anyone. Hence, the grounds
involving private interests are also referred to as relative
grounds for invalidation. The aforesaid grounds for invalida⁃
tion in relation to conflict of rights and usurpation are rela⁃
tive grounds that in principle can only be claimed by an in⁃
jured party. For instance, in the light of the provision of Sec⁃
tion 81(3) of the German Patent Act, in the case of usurpa⁃
tion, only the injured party shall be entitled to bring an ac⁃
tion. Similarly, the German Utility Model Act and the Ger⁃
man Design Act also confine the subject entitled to file a re⁃
quest for invalidation on the grounds of usurpation or con⁃
flict of rights to be a particular person, rather than anyone
else. 7 In the Council Regulation on Community Designs,
there are similar requirements on the eligibility of the re⁃
questor who may file an invalidation request on the grounds
of usurpation or conflict of rights. 8 The Japanese Patent
Law stipulates similarly that only the interested party is an el⁃
igible requestor to file a request for invalidation on the
grounds of usurpation. 9

The relative grounds for invalidation change the previ⁃
ous patent invalidation system based on absolute grounds
for invalidation. As a result, on account of the characteris⁃
tics of relative grounds for invalidation, adaptive amend⁃
ments to the existent patent law system have been made in
different countries in three different methods.

II. Characteristics of relative grounds
for invalidation and three methods

in patent laws

Since grounds for patent invalidation are statutory and
close ⁃ ended, a patent shall be invalidated for no reasons
except those explicitly stipulated in the patent law. 10 Judg⁃
ing from the patent law practice in various countries, rela⁃
tive grounds for invalidation are in fact confined to usurpa⁃
tion and conflict of rights. Usurpation mainly refers to filing a
patent application for other’s invention ⁃ creation in one’s
own name and obtaining a patent right, and thus usurping
other’s interests. Usurpation, which includes disputes over
the right to apply and over patent ownership, is in essence
an infringement on other’s interests by means of filing an
application or obtaining a patent right. Conflict of rights re⁃
fers to the conflict between the patent right and other’s pre⁃
viously obtained legitimate rights and interests. In this case,
different right holders enjoys their respective rights to differ⁃
ent objects in respect of the same subject matter, i.e., the
patent owner enjoys the patent right, others are entitled to
other types of rights and interests, and the exploitation of
the patent will unavoidably infringe other’s prior rights. In
this sense, conflict of rights is in fact an infringement dis⁃
pute. It can be seen that both usurpation and conflict of
rights show the same attribute that they are an infringement
on the other’s legitimate rights and interests.

In order to eliminate the illegal state in which other’s le⁃
gitimate rights and interests are infringed by obtaining or ex⁃
ploiting a patent, the patent laws of various countries pri⁃
marily adopt three methods. The first method is patent inval⁃
idation, which means usurpation or conflict of rights is a rel⁃
ative ground for invalidation, so the injured party can file a
request to invalidate the usurped patent. The second is
transfer of rights, which means when usurpation occurs, the
injured party can request to get the patent right by means
of transfer through litigation. As for conflict of rights, it is usu⁃
ally not resolved in the manner of right assignment because
different right holders enjoy their respective rights to differ⁃
ent objects in respect of the same subject matter, and they
all contribute to the formation of their respective rights, and
it is inappropriate to simply transfer the right of one party to
another. The third method is restriction on patent rights.
Where a patent right is in conflict with other’s previously ob⁃
tained legitimate rights and interests, the patent holder shall
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not exploit the patent for business purposes. That is to say,
although the prior right holder cannot invalidate the patent
on the grounds of conflict of rights, it or he can lawfully pro⁃
hibit the patentee from exploiting the patent. Of course, in
order to exploit the patent, the patent holder can obtain per⁃
mission from or come to an agreement with the prior right
holder through negotiation. It can be seen that on account
of the attributes of usurpation and conflict of rights, i.e.
kinds of civil infringement disputes, the patent law can rem⁃
edy the infringement either through administrative proceed⁃
ings of patent invalidation, or through civil disputes resolu⁃
tion proceedings.

In patent laws of different countries, one of the above
methods, or a combination thereof may be selected. The
German Patent Act incorporates the first and second meth⁃
ods. In addition to provide usurpation and conflict of rights
as relative grounds for patent invalidation, it also explicitly
stipulates that: a person injured by usurpation may demand
that the patent applicant should surrender to him the right
to the grant of a patent. If the application has already result⁃
ed in a patent, the person may demand that the patentee
should assign the patent to him. 11 Similar provisions can al⁃
so be found in the German Design Act. 12 The Japanese Pat⁃
ent Law combines the first and third methods together. It de⁃
fines usurpation, but not conflict of rights, as one of the
grounds for patent invalidation; 13 and meanwhile it also stip⁃
ulates that where the patent right is in conflict with other’s
design right or trademark right prior to its filing date, the pat⁃
entee shall not have the right to exploit the patent for busi⁃
ness purposes. 14

Ostensibly, the China’s Patent Law adopts the first
method. Although the China’s Patent Law no longer took
usurpation as the ground for patent invalidation since its
amendment in 1992, when it was amended again in 2001,
conflict of rights was added as a ground for invalidation of
design patent. The main reason for not adding usurpation
as a ground for invalidation is that, if so, the PRB will have to
examine the eligibility of the patent applicant and investi⁃
gate the actual invention process, which is out of the PRB’s
capability due to its nature and way of working. 15 However,
when conflict of rights is introduced as a ground for invalida⁃
tion, the PRB was put in the same difficult position: it needs
to examine the eligibility of the prior right owner, and judge
whether conflict of rights exists. In consideration of those
difficulties, the Implementing Regulations of 2001 stipulated
that the dispute over conflict of rights shall be settled in a

preceding procedure, that is, a court or a patent administra⁃
tion department determines whether conflict of rights exists
and then a party concerned files a request for invalidation
the design patent with the effective judgment of court or de⁃
cision of the patent administration department. 16 However,
the current Implementing Regulations abandons the afore⁃
said requirement on preceding procedure. Specifically, it is
provided that, where a request for invalidation of a design
patent is based on the grounds that the design patent is in
conflict with a prior right of another person, effective ruling
or judgment dealing such conflict of rights is no longer re⁃
quired. Rather, evidence showing such conflict of rights
would be sufficient. 17

What needs to be additionally explained is that, al⁃
though the China’s Patent Law no longer takes usurpation
as a ground for invalidation, it does not mean that the in⁃
jured party is without redress. The injured party may file a
civil lawsuit for the right to the grant of a patent or patent
ownership. If the court determined that the patent applicant
or patentee is not the actual inventor or right holder, the win⁃
ning party can request for transfer of patent right with the
State Intellectual Property Office (SIPO) based on the fa⁃
vourable judgment. 18 It can be seen that under the frame⁃
work of China’s Patent Law, the first method and the sec⁃
ond method are actually combined in practice.

III. Eligibility of requestor in
invalidation on relative grounds

When conflict of rights and usurpation become
grounds for patent invalidation, the next issue is who have
the right to file an invalidation request on those grounds.
When conflict of rights was introduced as a ground for inval⁃
idation in 2000, the China’s Patent Law gave no attention to
the eligibility of invalidation requestor due to inadequate re⁃
search and poor legislative skills. Since then, none of the
amendments to the China’s Patent Law touched upon this
issue, and the provisions in this regard remain unchanged
so far—“where, starting from the date of announcement of
the grant of the patent right by the Patent Administration De⁃
partment under the State Council, any entity or individual
considers that the grant of the said patent right is not in con⁃
formity with the relevant provisions of this Law, it or he may
request the PRB to declare the patent right invalid.”19 Nev⁃
ertheless, ever since the amendments to the China’s Pat⁃
ent Law in 2000, the Implementing Regulations and the
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Guidelines for Patent Examination started to think about the
requestor’s eligibility in invalidation on the grounds of con⁃
flict of rights. For instance, the Guidelines for Patent Exami⁃
nation confine the requestor, who requests for invalidation
of a design patent on the grounds of conflict of rights, to a
prior right holder or an interested party. As stipulated in Part
IV, Chapter 3, Section 3.2 of the Guidelines for Patent Exam⁃
ination,“a request for invalidation shall not be accepted
where the request for invalidation of a design patent is sub⁃
mitted on the grounds that the design patent is in conflict
with a legitimate right of another individual which was ac⁃
quired prior to the filing date of the patent, and the request⁃
or fails to prove himself the prior right holder or the interest⁃
ed party. The interested party refers to the person who is en⁃
titled to file a lawsuit before the court or request the compe⁃
tent administrative authority to handle the matter regarding
the dispute over infringement of the prior right in accor⁃
dance with the relevant legal provisions.”The current Imple⁃
menting Regulations actually define the eligibility of an inval⁃
idation requestor from the perspective of evidence require⁃
ments. Rule 66.3 of the current Implementing Regulations
states that“where a request for invalidation of a design pat⁃
ent is based on the grounds of being not consistent with Ar⁃
ticle 23.3 of the China’s Patent Law, but no evidence is sub⁃
mitted to prove such conflict of rights, the PRB shall not ac⁃
cept it.”However, in practice, there are still controversies
over who is eligible to file an invalidation request on relative
grounds due to lack of clear provisions in the China’s Pat⁃
ent Law, ambiguous expression in the Implementing Regu⁃
lations and low rank of the Guidelines for Patent Examina⁃
tion.

The controversy resulted from a series of cases con⁃
cerning Showa’s design patents. 20 In the case, Jiangsu
Tianyi Showa Ceramics Co. Ltd. (“Tianyi Showa”) filed with
the PRB requests for invalidation of four design patents
owned by Lian Aimin, including the patent titled“Mug
(4932)”on the grounds that the challenged patents were in
conflict with the copyright of the“NOVA”series of products
jointly owned by Showa Seito Co., Ltd. and Sango America
Inc. in the United States. The PRB held that Tianyi Showa
was neither the prior copyright holder nor an interested par⁃
ty, and thus was not eligible to file an invalidation request
on the grounds of conflict of interests. The first ⁃ instance
court found that neither the China’s Patent Law nor the Im⁃
plementing Regulations restrict the eligibility of the request⁃
or who files a request for invalidation based on a conflict

with a prior right. However, the Guidelines for Patent Exami⁃
nation do restrict the eligibility. Where the Guidelines for Pat⁃
ent Examination, as departmental rules, are not in conformi⁃
ty with the laws and regulations, the laws and regulations
shall apply. For that reason, the eligibility of the invalidation
requestor shall not be limited. As a result, the first⁃instance
court revoked the PRB’s decision. The Beijing High People’
s Court upheld the First⁃instance Judgment. 21 The Second⁃
instance Judgment triggered further controversy on the eli⁃
gibility of requestor between the courts and the PRB. On
the basis of the Second ⁃ instance Judgment, the first ⁃ in⁃
stance court sent Judicial Suggestions to the SIPO and the
PRB, suggesting that the provisions on the eligibility of inval⁃
idation requestors, i.e. Part IV, Chapter 3, Section 3.2 of the
Guidelines for Patent Examination, shall be deleted. 22 The
PRB firmly replied that there was no need to amend those
provisions. 23 Since then, the controversy over this issue re⁃
mains pending.

Two years later, in the Staples design patent invalida⁃
tion case, Beijing High People’s Court made a judgment
different from the Showa cases. 24 In Staples case, Luo Shi⁃
kai is the patent holder of a design patent titled“Paper
Shredder (HC0802)”, and Staples, Inc. (“Staples”) filed a
request for invalidation on the grounds that the design pat⁃
ent was in conflict with its prior copyright. The PRB agreed
with Staples and declared the challenged patent invalid ac⁃
cordingly. Beijing No.1 Intermediate People’s Court held
that the evidence submitted by Staples was not sufficient to
prove its ownership on the prior copyright, or the conflict of
rights between the challenged patent and any of its prior
copyright. Therefore, the PRB’s decision shall be revoked.
Beijing High People’s Court found at the second instance
that Staples had assigned its copyright to another party in
the invalidation proceedings. Where invalidation of a design
patent is based on the grounds of conflict of rights, the re⁃
questor shall be the prior right holder or an interested party.
In the case, neither Staples’s arguments on the assignment
of its copyright, nor the evidence at hand could prove that
Staples was the holder of the claimed copyright or an inter⁃
ested party. As a result, the Beijing High People’s Court up⁃
held the First⁃instance Judgment.

Shall we impose limitations on the eligibility of a re⁃
questor who files a request for invalidation on relative
grounds? In practice, the legislation of some other coun⁃
tries and region, like German, England, Japan and Europe⁃
an Union, has inspired us from the perspective of compara⁃
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tive law. The legislation of those countries, without excep⁃
tion, confines the requestor of this type to an injured party,
or the right holder and an interested party, rather than any⁃
one else. 25 Judging from the substantive aspect, the rea⁃
son why the eligibility of the requestor shall be limited is
mainly determined by the essential nature of relative
ground for invalidation, legislative purpose, as well as legal
order and effect. 26

Firstly, the essential nature of relative grounds for invali⁃
dation. As discussed above, in comparison with absolute
grounds involving public interests, relative grounds for inval⁃
idation, which includes conflict of rights and usurpation, on⁃
ly involve private interests. They have the special attribute
of infringing other’s legitimate rights and interests. Accord⁃
ingly, in practice, evidence showing the conflict of rights or
usurpation can only be obtained by the injured party, name⁃
ly the right holder or the interested party, and it is difficult
for other persons to have access to the evidence. On ac⁃
count of this, only the injured right holder or interested party
is able to file an invalidation request based on relative
grounds. This special attribute is the“nature”of the relative
grounds for invalidation, and decides that relative grounds
shall be dealt with differently from absolute grounds. 27

Secondly, the legislative purpose of relative grounds
for invalidation. Incorporation of relative grounds for invali⁃
dation is aimed to overcome the illegal circumstances
caused by conflict of rights or usurpation by way of invalida⁃
tion. In this concern, conflict of rights was incorporated into
Article 23 through the second amendment to the China’s
Patent Law. The conflict of rights clause is designed to re⁃
move the obstacles caused by certain design patents to
others in exercising their own legitimate rights, and avoid
conflict of rights between different right holders in the field
of intellectual property. 28 Hence, the legislative purpose of
defining conflict of rights and usurpation as relative
grounds for invalidation is to protect the legitimate rights
and interests of specific parties. In view of the legislative
purpose, a request for invalidation based on relative
grounds shall be filed only by the right holder or interested
party.

Thirdly, the effect in terms of legal order. If Article 45 of
the China’s Patent Law is rigidly applied to allow anyone to
file a request for invalidation of a patent on the relative
grounds, it may cause an adverse effect in terms of the le⁃
gal order. At first, if anyone is allowed to file an invalidation
request on relative grounds, it may unavoidably lead to an

awkward situation where the invalidation is against the wills
of prior right holders. Next, since the essence of relative
grounds for invalidation lies in the illegal status of infringing
other’s legitimate rights and interests, this illegal status can
be eliminated if the patentee obtains authorization or per⁃
mission from the right holder. Thus, even though the gener⁃
al public other than the prior right holder and the interested
party can initiate the invalidation proceedings, the subse⁃
quent administrative proceedings and administrative litiga⁃
tion may become meaningless at any time due to the elimi⁃
nation of the illegal status. In contrast, if only the prior right
holder and the interested party is allowed to file a request
for invalidation on relative grounds, the above adverse ef⁃
fect can be avoided. 29

As can be seen from the above, although Article 45 of
the China’s Patent Law reads that anyone may file a re⁃
quest for invalidation on any statutory grounds, the nature
of“relative grounds for invalidation”determines that only
the right holder or the interested party, rather than anyone
else, can file a request on relative grounds.“If a legal provi⁃
sion severely goes against the nature of things, a judicial
judgment can correct a law by means of renewal of the law
transcending laws.”30 Thus, regarding relative grounds for
invalidation, such as conflict of rights, the eligibility of the re⁃
questor provided in Article 45 of the China’s Patent Law
shall be narrowly interpreted according to the legislative
purpose.

Another issue with the Staples design patent invalida⁃
tion case is whether a requestor, who is eligible at the initia⁃
tion of the administrative invalidation proceeding, may lose
his eligibility due to the change in the legal relationship be⁃
tween the requestor and the subject in dispute. Such an is⁃
sue involves the balance between two interests: one is the
stability of the litigation proceedings, and the other is the
protection of the transferee’s rights and interests on the
subject in dispute. For the sake of ensuring a stable litiga⁃
tion proceeding, preventing the uncertainty in the litigation
and avoiding the waste of litigation resources, the procedur⁃
al law theory recognizes the principle of the invariability of
parties—once a plaintiff institutes a lawsuit to the courts, the
transfer of the subject in dispute will have no influence on
the litigation proceeding. 31 The said principle is recognized
in theory and practice in both administrative and civil proce⁃
dures. For instance, Article 249.1 of Interpretation of the Su⁃
preme People’s Court on the Application of the Civil Proce⁃
dure Law of China reads“the transfer of the civil rights and
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obligations in dispute during litigation proceedings shall not
affect the eligibility and status of parties concerned as the
parties to litigation. The legally binding judgment/ruling ren⁃
dered by the competent people’s court shall be binding on
the transferees.”Pursuant to this provision, after a court ac⁃
cepts a civil case, a party concerned will not lose its eligibili⁃
ty due to subsequent changes in the rights and obligations
regarding the subject in dispute. To the contrary, if the eligi⁃
bility of a party changes along with the change of legal rela⁃
tionship, it will render the administrative litigation proceed⁃
ings in vain. This will cause severely adverse effects on the
stability of the procedure and the certainty of its result, and
waste judicial resources. Although the principle of the invari⁃
ability of parties is beneficial to the stability of the litigation
proceedings, it may be not in favour of the transferee of the
subject in dispute. Absolute invariability of parties and sta⁃
bility of proceedings exclude the transferee from the litiga⁃
tion proceedings, such that the transferee has no chance to
join the proceedings to exercise its right of action. Together
with the principle of invariability of parties, it is also neces⁃
sary to protect the interests of the transferee through proce⁃
dural design. Therefore, the aforesaid judicial interpretation
allows the transferee to join the litigation as a third party
without independent right of claim or substitute the original
party to participate in litigation. 32 This is a preferred method
as it can not only effectively ensure the stability of the litiga⁃
tion proceedings, but also take into account the transferee’
s interests on the subject in dispute. Although it is currently
applicable in the civil procedures only, it provides a refer⁃
ence to the administrative procedures.

Is this method applicable to patent invalidation pro⁃
ceedings? Different from normal administrative proceed⁃
ings in which only administrative authorities and administra⁃
tive counterparts are involved, the patent invalidation pro⁃
ceedings involve an invalidation requestor and a patentee
as two parties and the PRB as a“judge”. The key issue
here is the validity of a patent. Thus, the patent invalidation
proceedings are also known as“quasi ⁃ judicial proceed⁃
ings”as they are quite similar to judicial litigation proceed⁃
ings in terms of procedural framework, disputed matters, as
well as parties and functions, etc. The patent invalidation
proceedings also involve such issues as the stability of pro⁃
ceedings and the protection of the transferee’s rights and
interests on the subject in dispute. The subject in dispute
herein may refer to the challenged patent, or the prior right
that is in conflict with a patent right. If the transfer of the sub⁃

ject in dispute rendered the originally on⁃going invalidation
proceedings null and void, the proceedings would be un⁃
certain and the administrative resources would be wasted.
The absolute stability of proceedings will also have the risk
of undermining the transferee’s rights on the subject in dis⁃
pute. Under such circumstances, on the basis of the princi⁃
ple of invariability of parties, allowing the transferee of the
subject in dispute to join the invalidation proceedings as a
third party or substitute the original party and succeed its
procedural rights and obligations can completely and effec⁃
tively solve the above problems. Thus, the aforesaid proce⁃
dural design concept should apply to the patent invalida⁃
tion proceedings. In this concern, in the Staples case, the
Supreme People’s Court clearly ruled that“the principle of
invariability of parties provides a reference to the adminis⁃
trative invalidation proceedings”, and“the person, who is
eligible as a requestor when the administrative invalidation
proceedings are initiated, will not lose its eligibility even
though the legal relationship of the subject in dispute
changes later”. 33

IV. Resolution of conflict of rights:
Relationship between administrative
invalidation proceedings and civil
infringement proceedings

As stated above, conflict of rights can be overcome via
two routes: administrative invalidation proceedings or civil
infringement proceedings. In the China’s Patent Law, ad⁃
ministrative invalidation proceedings are chosen in which
conflict of rights is used as a relative ground for invalidation
of design patent. In addition, the PRB directly makes a judg⁃
ment on whether conflict of rights exists, instead of solving
the conflict of rights in a previous procedure. Notwithstand⁃
ing, since conflict of rights is in nature a civil infringement,
once the patentee exploits his design patent that conflicts
with other’s rights, the prior right holder can surely file a civ⁃
il infringement lawsuit on infringement in court directly.
Thus, in China, there are still two ways to deal with the con⁃
flict of rights. In practice, since the PRB keeps emphasizing
its independence in judging conflict of rights and no longer
waits for a court judgment, it happens from time to time that
the results of the administrative proceedings and the civil
proceedings are in conflict. For instance, in an invalidation
case involving the design patent No. ZL201030183667.2
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with the title“Liquor Bottle Package (Xinyoushi)”, Shixian
Taibai Liquor Industry (Group) Co., Ltd. (“Shixian Taibai”)
filed a request for invalidation of this design patent on the
grounds that the design patent was in conflict with the trade
dress of its well ⁃known product. Meanwhile, Shixian Taibai
also filed a civil action against Sichuan Tang Dynasty Laoji⁃
ao (Group) Co., Ltd. (“Tang Dynasty”), which exploited
said design patent for unfair competition. 34 Shixian Taibai
won the unfair competition case. The court held that Tang
Dynasty’s unauthorized use of the trade dress of other’s
well ⁃ known product constitutes unfair competition, thereby
ordering Tang Dynasty to cease its infringing act. However,
Shixian Taibai was the losing party in the patent invalidation
proceedings. The PRB found that the design used by Tang
Dynasty was not similar to the trade dress of the prior well⁃
known product owned by Shixian Taibai, and maintained
the challenged design patent valid. 35 That decision was up⁃
held in subsequent administrative litigation proceedings. 36

Subject matter protected by a design patent is the over⁃
all design image in the eye of ordinary consumers. What
usually comes into conflict with a design patent is the prior
right primarily protecting an external image, such as copy⁃
right, trademark or trade dress. 37 No matter in the civil in⁃
fringement proceedings or in administrative invalidation pro⁃
ceedings, when judging whether conflict of rights exists,
the key issue is whether the exploitation of the disputed de⁃
sign patent will infringe upon other’s prior right. 38 Whether
the design patent is novel and distinguishable to any prior
design and whether the design patent is patentable are not
considered in judging the conflict of rights. Meanwhile,
even if the patented design is developed on the basis of the
prior right, conflict of rights will still occur as long as its ex⁃
ploitation infringes upon other’s prior right. It can thus be
seen that judgment on whether a design patent is in conflict
with a prior right is essentially a civil infringement judgment,
and usually involves no technical issues. In this sense, the
PRB has no advantage in experience and knowledge. To
the contrary, the courts hearing civil infringement cases are
more experienced in judging conflict of rights. Moreover,
once a design patent is found to infringe the prior right in an
effective judgment of a civil infringement case, even if the
design patent is maintained valid in the administrative invali⁃
dation proceedings, it, in fact, cannot be exploited. There⁃
fore, in judging whether conflict of rights exists, civil infringe⁃
ment proceedings shall prevail and be decisive. When two
proceedings overlap with each other, the final results of the

civil infringement proceedings shall decide the results of
the administrative invalidation proceedings. If a requestor
files an invalidation request against a design patent based
on an effective civil judgment which finds conflict of rights,
the PRB shall accordingly declare the disputed design pat⁃
ent invalid, rather than make an independent reverse judg⁃
ment as to whether conflict of rights occurs. If a prior right
holder files a request for retrial of an administrative decision
that maintains the disputed patent valid based on a final
judgment of civil infringement proceedings, the court shall
accept the case and revoke the administrative decision.

Just because civil infringement proceedings play a de⁃
cisive role in the judgment of conflict of rights, the patent
laws of some countries, such as Japan, stipulate that the
conflict of rights can only be solved in civil infringement pro⁃
ceedings. For China’s Patent Law, such an approach is
worth learning, since it gives full play to the experience of
the courts handling civil cases, and avoids the conflict be⁃
tween the results of the civil infringement proceedings and
the administrative invalidation proceedings. Such an ap⁃
proach serves as a reference for the China’s Patent Law.

V. Conclusion: Innovation of design
patent invalidation system

Based on the above discussion, as far as design pat⁃
ent is concerned, not only relative grounds for invalidation,
such as conflict of rights, but also absolute grounds regard⁃
ing novelty and distinctiveness, can be examined by courts
in civil infringement proceedings. It is because the subject
matter of a design patent is the overall visual design of a
product. To judge whether a design is novel and significant⁃
ly differs from prior designs, only those prior designs and
conventional designs for the same or similar products are
needed to know. Such a judging process does not involve
complicated technical issues. Moreover, the requestor filing
a request for invalidation of a design patent shall bear the
burden of proving that the design patent in suit is neither
novel nor distinguishable, and make explanation or interpre⁃
tation about prior designs and conventional designs for the
same or similar products based on evidence. Courts hear⁃
ing civil infringement cases are fully capable of making cor⁃
rect judgments regarding the absolute grounds for invalida⁃
tion of a design patent. Following the same rationale, in civil
infringement proceedings involving a design patent, if the
defendant raises a defence or counterclaim against the va⁃
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lidity of the design patent in suit, the trial court can conduct
examination on the defence or counterclaim and make a
judgment as well. That is to say, in the same civil proceed⁃
ing, the validity of the design patent is also examined. The
Council Regulation on Community Designs adopts such a
system, and definitely stipulates that: the courts shall have
jurisdiction for counterclaims for a declaration of invalidity
of a Community design raised in connection with actions in
respect of infringement of Community designs. 39 Once the
court makes a verdict on the validity of a design patent, the
verdict is erga omnes, rather than effective only for a partic⁃
ular case. 40 Such a system has at least the following advan⁃
tages: one is to prevent the trial of civil infringement cases
from suspension due to the invalidation request filed by the
defendant, thereby enhancing the efficiency in civil infringe⁃
ment case trial; and the other is to decrease the number of
administrative cases involving invalidation of design pat⁃
ents, thereby easing the burden on the PRB.

China is a great power in terms of the number of de⁃
sign patents. Considering the tremendous number of de⁃
sign patents, the design patent system in China seems still
to be a bit rough. On the opportune occasion of the fourth
amendment to the China’s Patent Law, it is urgent to review
and improve the design patent system. It would be a great
virtue if leaders of the amendment can transcend depart⁃
mental interests and comply with the internal laws of design
patents to make reforms in line with the march of time.■
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2018 年 3 月 2 日，國家知識産權局在京召開新聞吹風

會，副局長何志敏介紹了中國有效發明專利在柬埔寨生效的

相關情况。中國有效發明專利在柬埔寨生效的申請受理工

作將正式啓動。

據介紹，2017 年 9 月，中國國家知識産權局局長申長雨

與柬埔寨國務大臣兼工業及手工業部部長占蒲拉西簽署了

關於知識産權合作的諒解備忘録，確認中國有效發明專利可

在柬埔寨登記生效。

經過半年的討論和磋商，中柬雙方已經就相關工作的具

體流程達成一致。經中國國家知識産權局授權、維持有效，

且申請日在 2003 年 1 月 22 日之後的中國發明專利都具備

在柬埔寨生效的資格。有效發明專利在提交生效申請時，需

提交註册申請表格、中國國家知識産權局出具的專利説明書

和專利登記簿副本、以及專利文件英文和高棉語翻譯等材

料，經柬埔寨工業及手工業部審查合格後即可在柬埔寨獲得

專利保護，並享有與相應中國專利同樣的申請日和保護時

限，即從中國申請日起保護 20 年。

據介紹，中國有效發明專利可在柬埔寨生效不同於國際

上現存的其他專利審查共享模式，是柬埔寨對中國專利審查

授權結果的直接認可，是國對國、單方面且溯及以往的，具有

更好的便捷性和更高的法律價值。通過這一途徑，中國發明

專利權人可以避免冗長的實質審查程序，節省申請成本，快

速、便捷地在柬埔寨獲取專利權及相關保護，而柬方也能極

大的提高工作效率，節約審查成本。中柬在知識産權領域的

深入合作和互信也將爲兩國創新主體提供更好的服務，推進

“一帶一路”知識産權合作倡議的落實，豐富中柬兩國全面戰

略伙伴關係的内容。

(本刊記者)

中國有效發明專利將可在柬埔寨登記生效
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