
Indirect patent infringement has always been a quite
controversial legal system on the grounds that various is⁃
sues get involved in indirect infringement, there have not
been formed mainstream views on some key issues
through discussions over the past three decades, and
what’s more, it is still under discussion whether it is neces⁃
sary to establish statutory provisions to regulate indirect in⁃
fringement. Undoubtedly, due to this controversy the legis⁃
lative authority would be more concerned about this matter
and confronted with greater difficulty in legislation. Just be⁃
cause of this, the existing China’s Patent Law does not di⁃
rectly set forth provisions on indirect infringement. Howev⁃
er, the constantly emerging disputes in practice, including
the recently heatedly ⁃ discussed IWNComm v. Sony 1,
forced the courts to face up to such an issue with an aim of
seeking a suitable solution, which results in creation and
modification of relevant adjudication rules. Under such a
background, formulation of Article 21 of the Interpretation II
on Several Issues Concerning the Application of Law in the
Trial of Disputes over Patent Infringement (hereinafter re⁃
ferred to as the“Interpretation II”) promulgated by the Su⁃
preme People’s Court (hereinafter referred to as the

“SPC”) and amendments to“joint infringement”in Guide⁃
lines for Patent Infringement Determination (2017) issued
by Beijing High People’s Court (hereinafter referred to as
the“Beijing High Court”) were completed.

On the opportune occasion of further amendments to
the China’s Patent Law in 2018, indirect infringement issue
was again put on the agenda. In consideration that the leg⁃
islative authority expressed reservations on this issue dur⁃
ing the previous two amendments to the China’s Patent
Law, it still remains unknown whether relevant provisions in

the Revised Draft of the China’s Patent Law (Draft for Re⁃
view) can be accepted. But the writer of this article opines
that indirect infringement involves many civil issues, and ir⁃
respective of whether indirect infringement is incorporated
into laws, the China’s Patent Law per se is unlikely to pro⁃
vide a comprehensive and detailed answer just like the
Guidelines for Patent Infringement Determination of Beijing
High Court. Therefore, even if the China’s Patent Law sets
forth explicit provisions on indirect infringement, the appli⁃
cation of that legal concept in practice still depends on the
general theories of the civil law.

Thus, the article is written with three objectives: first, to
further delve into civil law issues in relation to indirect in⁃
fringement that have not been discussed in depth or still re⁃
main in doubt; second, to probe into what disputes can be
resolved through legal interpretation under the existing civil
law framework and what disputes must be clarified through
law revision; 2 and third, to provide some hints for dealing
with relevant issues in the process of law revision with refer⁃
ence to the provisions on indirect infringement in the Re⁃
vised Draft of the China’s Patent Law (Draft for Review).

I. Obstacles to application of joint
infringement theories

When solving the issues relating to indirect infringe⁃
ment, scholars and practitioners all tend to cite joint infringe⁃
ment theories in the civil law. At present, both Article 21 of
the SPC’s Interpretation II and Article 62 of the Revised
Draft of the China’s Patent Law (Draft for Review) are theo⁃
retically based on Article 9 of the Tort Liability Law. There
are, however, at least two obstacles to regulating indirect in⁃
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fringement under Article 9 of the Tort Liability Law. First, af⁃
ter the promulgation of the Tort Liability Law, the provisions
on joint infringement have become more differentiated. Be⁃
fore the promulgation of the Tort Liability Law, the concept
of joint infringement generally refers to all circumstances in
which multiple infringers are involved, regardless of wheth⁃
er the connection between them is established on the basis
of the identicalness of infringing acts, causality or damag⁃
es. In that context, joint infringement in a broad sense en⁃
compasses the so⁃called infringement committed by multi⁃
ple parties with objective communication of intention. In⁃
deed, it can be said that joint infringement is not necessarily
premised on a showing of common intent. 3 After the promul⁃
gation of the Tort Liability Law, genuine joint infringement
merely includes the circumstances stipulated in Articles 8
and 9 of the Tort Liability Law and is premised on a commu⁃
nication of intention. 4 However, in most cases, indirect in⁃
fringement occurs in the form of providing to the public raw
materials or parts necessary for implementing a patent, and
there is no communication of intention between the part pro⁃
vider and the end patent implementer. Second, induced
and contributory infringement in Article 9 of the Tort Liability
Law are committed on the premise of implementation of a
direct infringing act. In the case that the direct infringing act
has not yet been conducted or cannot be ascertained, it is
impossible to prosecute the civil liabilities that should be
borne by the party who induces or contributes to the in⁃
fringement, which narrows down the scope of application of
indirect infringement, and increases the burden of proof in
litigation for ceasing indirect patent infringement.

As regards the first obstacle, the SPC’s judges are of
the view that joint infringement in the sense of Article 9 of
the Tort Liability Law does not require communication of in⁃
tention, or joint fault. 5 This statement is deemed to adopt
the statutory joint infringement in the contributory infringe⁃
ment theory, 6 but it does not conform to the system of the
Tort Liability Law on the grounds that several infringing par⁃
ties having no communication of intention have been sepa⁃
rated from the concept of joint infringement and are each
regulated under Articles 10, 11, 12 of the Tort Liability Law
respectively. 7 In this sense, no requirement for communica⁃
tion of intention can be understood as a remedy adopted by
the SPC for lack of explicit provisions on indirect infringe⁃
ment in the China’s Patent Law. As a matter of fact, one of
the difficulties in trials related to indirect infringement lies in
that the existing laws are devoid of provisions on liabilities

for committing a contributory infringement in case of no
communication of intention. Some people also interpret the
communication of intention to be the one reflected by tech⁃
nical elements 8, which is not convincing as it actually mixes
up subjective elements with objective elements. Finally, all
those attempts to solve the difficulties with respect to the
communication of intention by way of legal interpretation
again manifest the limitations of the interpretation theory
and the necessity of legislation.

As regards the second obstacle, the SPC’s judges
used to hold after the promulgation of the Interpretation II
that, on the one hand,“indirect infringement should be pre⁃
mised on direct infringement,……, but it does not mean that
prior to the filing of an indirect infringement action, there
must be a decision in favour of the constitution of direct in⁃
fringement”, and on the other hand,“no matter for ascer⁃
taining the facts of a case, determining joint and several lia⁃
bilities or even enforcing a judgment, it would be better to
treat direct infringers and indirect infringers as co ⁃ defen⁃
dants”. 9 Nevertheless, that explanation has a limited effect
on the elimination of drawbacks caused by the requirement
for placing indirect infringement in a“dependent”position.
The reasons are that in 2016 the SPC’s judges were appar⁃
ently prone to solve the issue of indirect infringement
through joint litigation, and provide no rules for circumstanc⁃
es in which joint litigation cannot be filed, and in particular
no explicit requirements for the level of proof for establish⁃
ing direct infringement. As pointed out by some scholars, in⁃
direct infringement in the German and Japanese laws fol⁃
lows the so ⁃ called“independent”theory and is not pre⁃
mised on direct infringement. In contrast, although“contrib⁃
utory infringement”in the US laws requires dependence of
indirect infringement 10, the standards of proving the depen⁃
dence are, in practice, lowered to such an extent that its
original limiting function has lost. 11 There is no need for pat⁃
ent holders to directly prove the occurrence of direct in⁃
fringement, which can be substituted by presumption on
the basis of objective circumstances. For instance, it can
be presumed that direct infringement occurs when“special⁃
ized products”having no other substantive usages are pro⁃
vided or a large number of infringing products are provided
to others together with an instruction on how to use the
method patent. 12

As regards the requirement for dependence of indirect
infringement, the writer is in favour of regulating indirect in⁃
fringement by way of legislation 13, because the Tort Liability
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Law does not provide for liability for contributory infringe⁃
ment taking the dependence as a prerequisite. A special lia⁃
bility for joint infringement that does not require the constitu⁃
tion of direct infringement as a prerequisite can only be es⁃
tablished through legislation. Solving the dependence is⁃
sue 14 merely by an interpretation theory would in essence
deviate from the original intent of Article 9 of the Tort Liabili⁃
ty Law, and lead to the difficulty in application of law. It is
gratifying that, at the“Fourth National Court Work Confer⁃
ence on Intellectual Property Trial”held in Tsingdao in July
2018, Tao Kaiyuan, the vice president of the SPC, elaborat⁃
ed on the latest guiding ideas on the determination of“indi⁃
rect patent infringement”, that is,“the contributory infringe⁃
ment in the field of patents is conditioned on the use of spe⁃
cialized infringing products by the beneficiary to conduct
an act covering all the technical features of the patent
claims, but it requires neither that the act of the beneficiary
should constitute direct infringement in the legal sense, nor
that the helper and beneficiary should be taken as co⁃de⁃
fendants.” This idea will make the determination of indirect
patent infringement consistent with the majority of views in
the academic circle in China, and conform to the prevailing
international practice.

The doubts that need to be dispelled are why a patent
right belonging to a civil right is not subject to restriction by
the general theories of civil law and why a party is still re⁃
quired to bear the civil liability even though some of its acts
do not constitute joint infringement in the sense of the Civil
Law? These problems exist not only in China’s laws, but al⁃
so in other jurisdictions for regulating indirect infringement.
As far as indirect infringement is concerned, the waiver of
the justification of the two requirements (the communication
of intention and constitution of direct infringement) in the
general theories of the civil law is not derived from theories,
but mostly a demand in practice. Practice shows that if the
two constituent elements of infringement liability remain, pat⁃
ent holders will be put in the dilemma of being impossible
or unable to prevent others from providing patented parts.
For the purpose of offering necessary remedies, the courts
have no choice but to interpret the existing laws in a way de⁃
parting from its literal meaning, which substantively results
in a non⁃dependent infringement liability. If this is the case,
it would be better to explicitly incorporate such liability for
non ⁃ dependent contributory infringement. Of course, the
scope of such liability for such non⁃dependent contributory
infringement must be limited to avoid expansion of liability.

The limitation is manifested, on the one hand, in the limita⁃
tion of the nature of an infringer (see the following Part II for
details) and, on the other hand, in the severe requirements
for subjective elements (see the following Part IV for details).

In order to prevent systematic contradiction, the ap⁃
proach in Germany is to separate the liability for non⁃depen⁃
dent contributory infringement apart from ordinary joint in⁃
fringement, and directly qualify it as liability for dangerous
conduct, 15 thereby avoiding unnecessary entanglement be⁃
tween two infringement liabilities.

II. Selection between
monism and dualism

After affirming that it is necessary to create liability for
non ⁃ dependent joint infringement to regulate indirect in⁃
fringement, another problem that needs to be urgently
solved is whether such special infringement liability in⁃
cludes abetting acts, in addition to aiding acts. In the cur⁃
rent discussion, this problem is also simplified as a debate
between“monism”and“dualism”approach16. However, in
the current research,“monism”and“dualism”pay more at⁃
tention to whether explicit provisions are set forth for contrib⁃
utory and induced infringement, rather than to how to tran⁃
scend general theories of the civil law to construct special
rules. The focus of dispute between“monism”and“dual⁃
ism”does not lie in the necessity of incorporating contribu⁃
tory and induced infringement into law. Even if contributory
and induced infringement were regulated by laws, and the
stipulated contents were only concerned with how to em⁃
body the general rules of the civil law, just like Article 62 of
the Revised Draft of the China’s Patent Law (Draft for Re⁃
view), it would be impossible to essentially provide suffi⁃
cient protection for patent holders that intend to prohibit in⁃
direct infringement. The core of dispute between“monism”

and“dualism”approach should be whether, in indirect pat⁃
ent infringement system, both inducting and aiding acts, or
just aiding acts, call for special rules that are different from
general civil provisions.

Although the Interpretation II adopts“dualism”ap⁃
proach for conventional reasons, generally speaking, the ju⁃
dicial interpretation of the SPC is not allowed to create new
rules, but instead solve common issues occurring in the ap⁃
plication of civil law. The Interpretation II can be merely re⁃
garded as one feasible route for solving indirect infringe⁃
ment issue. The legislative authority is not bounded in this
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regard, and there is still a lot of room for creation of new
rules. But the key is to take the balance of interests into ac⁃
count. In consideration that incorporation of liability for non⁃
dependent contributory infringement actually broadens the
protection for patent holders, it is of essential necessity to
confine such infringement liability to the most urgent circum⁃
stances, which explains why indirect patent infringement is
usually limited to particular aiding acts, i.e., provision of

“specialized products”having no other substantive usag⁃
es, from the perspective of comparative law. Other ordinary
aiding acts, such as transportation, warehousing and event
venue rentals and provision of on⁃line transaction platforms,
can be regulated by ways stipulated in the general theories
of the civil law, which may be subject to joint infringement or
divided infringement (see the following Part V for details) ac⁃
cording to the subjective state of a participant. For the
same reasons, abetting acts are also directly subject to the
general theories of the Tort Liability Law.

III. No liability for direct infringement
The waiver of non⁃dependence of contributory indirect

infringement liability incorporated by legislation may render
people think that since constitution of direct infringement is
not a prerequisite for indirect infringement, indirect infringe⁃
ment should still exist when direct infringement occurs un⁃
der the circumstances excluded by the patent law. In the
China’ s laws, such circumstances consist of three types,
namely personal use, the acts not deemed to constitute pat⁃
ent infringement according to exclusivity of patent rights un⁃
der Article 69 of the China’s Patent Law, and the use of the
patented solution in foreign countries. Judging from the
comparative law, there is not just one conclusion. Take the
German law for example. Article 11 of the German Patent
Act stipulates eight statutory limitations to patent rights,
wherein the liability for indirect infringement is specified: if
the acts of the end patent implementer fall within the previ⁃
ous five circumstances, the liability for indirect infringement
can still be established even for personal use, for experi⁃
mental purposes, for the purpose of breeding, for prepara⁃
tion of a medicine and for clinical trials; if the acts of the end
patent implementer fall within the last three circumstances,
particularly when such transportation tools temporarily or
accidentally enter the territorial scope of the German Patent
Act, the liability for indirect infringement cannot be estab⁃
lished. Among the existing China’s laws, the Guidelines for

Patent Infringement Determination (2017) of Beijing High
Court finely specify those circumstances under Article 119,
paragraph 1, though different from those stipulated in the
German Patent Act. According to Article 119, even though
the end implementer can make a defense on the grounds of
personal use, temporary entry of transportation tools, scien⁃
tific studies and clinical trials, the liability for indirect in⁃
fringement is established.

Someone deems that there is no need in future legisla⁃
tion to set forth explicit provisions for this issue, and a solu⁃
tion can certainly be derived from general theories of civil
law. 17 However, the argumentation of that view is quite con⁃
troversial 18, which surely leads to divided conclusions. For
instance, some scholars are of the view that under the cir⁃
cumstances where no direct infringement occurs, indirect
infringers should bear no liability; while other scholars hold
that cases should be treated differently according to details
of each case or legal liability can always be prosecuted. 19

Thus, in the determination of indirect infringement where no
direct infringement occurs, the court should not adopt an all
or nothing attitude, but make a reasonable option among a
variety of feasible combinations primarily in consideration of
the actual demands of China’s national conditions and with
reference to the prevailing practice in the world, instead of
theories of civil law. The writer suggests that the following
factors should be taken into account:

(1) Under the circumstances where the act of a direct
implementer constitutes personal use, the laws of major
countries, like the US, Germany and other European coun⁃
tries, do not treat it as an exception and think it has no im⁃
pact on the determination of indirect infringement, so it can
be deemed that it is an international conventional prac⁃
tice 20. Some Chinese courts also make judgements in fa⁃
vour of this practice 21, so this approach is suggested to be
expressly stipulated in laws.

(2) In consideration of the demands of China’s export
processing industry, the liability for indirect infringement
can be excluded for circumstances where direct infringe⁃
ment occurs in foreign countries.22

(3) Since Article 69 of the China’s Patent Law provides
for several statutory limitations and offers a huge room for
selection, the writer would like to express her basic opin⁃
ions herein. (i) in the event of patent exhaustion, the liability
for indirect infringement should be excluded in order to pro⁃
tect the right to repair owned by buyers of patented prod⁃
ucts; (ii) in presence of prior user rights, account shall also
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be taken of excluding the liability for indirect infringement
on account of no additional damages caused to paten⁃
tees; 23 (iii) similar to export of parts and components 24, the
liability for indirect infringement may be considered to be
excluded for temporary entry into the territory; and (iv) since
scientific studies and clinical trials exceptions should be in⁃
terpreted in a narrow sense, the liability for indirect infringe⁃
ment should not be excluded.

It can thus be seen that how to deal with the relation⁃
ship between patent rights exceptions and liability for indi⁃
rect infringement is a very complicated issue and calls for
observations from multiple perspectives and prudent treat⁃
ment. If legislators evade such an issue and leave it to the
judicial authority, it may give rise to inconsistencies of law
application, which is even worse.

IV. Objects and burden of proof
relating to knowledge and intent

Subjective elements of contributory infringement have
always been a quite controversial issue. Article 62 of the Re⁃
vised Draft of the China’s Patent Law (Draft for Review) and
Article 21 of the Interpretation II specify two aspects: one is
the knowledge about the patent and provision of a product
for infringement purpose, and the other is the intent for pro⁃
viding a product. Three issues may arise from the applica⁃
tion of the above provisions: 1. Apart from the above two as⁃
pects, should the knowledge about a party’s act inducing
direct infringement, namely the knowledge about the intent
of a direct infringer, be included? 2. Is fault limited to intent
only, or does fault include negligence as well? 3. How does
a patent holder discharge the burden of proving the subjec⁃
tive elements? So far, the courts have either obscured these
issues in the judgments or never mentioned them at all. 25

This practice does not necessarily lead to erroneous judg⁃
ing results, but apparently, it is necessary to make improve⁃
ments. For the three issues, the writer provides the following
solutions for reference:

As regards the first issue, according to Article 62 of the
Revised Draft of the China’s Patent Law (Draft for Review)
and Article 21 of the Interpretation II, it is impossible to de⁃
rive therefrom whether knowledge in connection with indi⁃
rect infringement includes knowledge about a product user’
s intent on direct infringement. However, in consideration
that the above two Articles require communication of inten⁃
tion and constitution of direct infringement as constituent el⁃

ements, they indirectly require that an indirect infringer has
the knowledge about a product user’s intent on direct in⁃
fringement. 26 If the legislative authority incorporates liability
for non ⁃dependent contributory indirect infringement, con⁃
sideration may be given to setting forth explicit provisions
for the third aspect (the knowledge about a party’s act in⁃
ducing direct infringement) so as not to broaden liability for
infringement. If it is stipulated in law, the first⁃time provision
of the infringing product would not meet that requirement
unless the product constitutes a specialized product. Only
in case of repeated infringement will the requirement for the
knowledge about a direct product user’s intent on infringe⁃
ment be satisfied.

As regards the second issue, Article 9 of the Tort Liabili⁃
ty Law stipulates that the intent of the helper is an element
of liability for contributory infringement. 27 From the perspec⁃
tive of comparative law, it is also reasonable to define the
subjective fault of indirect patent infringement as intent. 28 In
particular, if the dependence of indirect infringement is
waived, such a subjective element as intent would also
have a necessary limitative effect.

As regards the third issue, both knowledge and intent
involve the subjective state of a party concerned, so they
can hardly be proved directly, but be proved by presump⁃
tion of objective behaviours. In this regard, the German
laws provide valuable reference: where a product provider
has a sufficient and positive expectation of a buyer’s inten⁃
tion to use a product by means of implementing the patent,
it is deemed that the burden of proof on knowledge has
been discharged. 29 If the product is just a specialized prod⁃
uct for infringement purpose, it can generally be directly de⁃
termined that there is a sufficient and positive expectation.
If the product is not a specialized product but the product
description implies or suggests the use of the product for in⁃
fringement purpose, it can also be determined that there is
a sufficient and positive expectation. 30 This approach is
consistent with the views of most Chinese scholars. 31

Moreover, indirect induced infringement, though in
need of no special rules, still involves a question of how to
judge whether a subjective element can be identified. In
light of the theories concerning joint infringement, induced
infringement is also premised on intent, and the same con⁃
clusion can also be derived from the word“knowledge”
used in Article 62.2 of the Revised Draft of the China’s Pat⁃
ent Law (Draft for Review) and Article 21.2 of the Interpreta⁃
tion II. The Guidelines for Patent Infringement Determination
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(2017) enumerate some specific circumstances in which in⁃
direct induced infringement occurs, which will not be reiter⁃
ated herein.

V. Infringement by multiple parties
having no communication of intention

In addition to joint infringement in which the parties
have the communication of intention, infringement by multi⁃
ple parties having no communication of intention stipulated
in Articles 11 and 12 of the Tort Liability Law can also play a
role in regulating indirect patent infringement. In IWNComm
v. Sony, the presiding judge managed to apply that legal
system to trying divided infringement of a process patent. 32

However, where divided infringing acts give rise to the
same damage, Articles 11 and 12 of the Tort Liability Law
can apply only when each party’s act constitutes infringe⁃
ment. In the divided infringement of a process patent, each
party only implements some steps of the process patent,
and no one gets involved in infringement due to its indepen⁃
dent and complete implementation of the patent. As a re⁃
sult, this obstacle must be overcome if Article 12 of the Tort
Liability Law is applicable to divided infringement of a pro⁃
cess patent.

From the perspective of comparative law, the Federal
Court of Justice of Germany (Bundesgerichtshof, BGH)
adopts the following argumentation to solve that issue in a
comparable case 33. First, the BGH holds that infringement
of a process patent by parties having no communication of
intention does not require that each infringer should imple⁃
ment all the steps of the process patent. A party which is
obliged to prevent the infringement but not do so, such as a
transport contractor which is responsible for transportation
of infringing products, should also take all the consequenc⁃
es of the infringement. Second, as regards a process pat⁃
ent, if a party makes use of a third party to implement some
steps of the patented process and incorporates the third
party’s act into its own act, the party’s act also constitutes
infringement of the process patent. In this case, the patent
in suit includes a method for encoding and decoding digital
television signals. The apparatus provided by the defen⁃
dant enables the buyer to decode signals to watch relevant
TV programmes. The step of encoding signals is done by
the TV station providing programmes, and the step of de⁃
coding is done by the buyer. The BGH still insisted that the
buyer and the TV station, though having no communication

of intention, took advantage of the acts of each other to
complete the implementation of the process patent, so their
acts constitute divided infringement. This view is quite simi⁃
lar to that of some Chinese scholars that“since the acts of
the helper and the beneficiary respectively contribute to the
infringement, both of their acts are contributory”34 even
though they are expressed in different ways. In IWNComm
v. Sony, if the use of mobile phones by a buyer can be
deemed to constitute personal use or non⁃personal use, Ar⁃
ticle 12 of the Tort Liability Law can apply in accordance
with the BGH’s argumentation to decide that the use of mo⁃
bile phones by a buyer for non⁃personal use constitutes pat⁃
ent infringement.

With reference to the rationale in this case, account
shall be taken of Articles 11 and 12 of the Tort Liability Law
to solve cases 35 involving indirect infringement where a pat⁃
ent infringer provides such services as event venue rentals,
warehousing, on⁃ line transaction platforms and transporta⁃
tion but does not infringe the statutory exclusive right of the
patentee.

VI. Legal consequences
In regard to legal consequences of indirect patent in⁃

fringement, there are two main issues worth of discussion:
one is the determination of the amount of damages, and the
other is the application of cessation of infringement. Regard⁃
ing the first issue, since indirect patent infringement is con⁃
ventionally established on the basis of theories of joint in⁃
fringement, indirect infringer shall be jointly and severally li⁃
able for damages as a result of direct patent infringement.
In recent years, there exists a view suggesting the waiver of
joint and several liabilities as appropriate and the calcula⁃
tion of the amount of damages separately based on the
harms directly incurred by indirect infringement for the rea⁃
son that it is technically feasible to quantify the proportion of
direct and indirect infringement to the causes of damag⁃
es. 36 At present, most judgments apply statutory damag⁃
es 37, and try to avoid providing a direct answer to that is⁃
sue. Even if the independent liability for indirect contributory
judgment is incorporated in future, it is unlikely that the leg⁃
islative authority sets forth clear provisions relating to dam⁃
ages. Irrespective of whether the amount of damages
caused by indirect infringement is calculated separately or
on the basis of the losses resulting from direct infringement,
great efforts shall be made to conduct further studies in
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practice, and meanwhile consideration shall also be given
to whether separate calculation of damages for indirect in⁃
fringement is feasible from the perspective of theories of in⁃
terpretation under the civil law. In indirect patent infringe⁃
ment cases, if direct infringement has not occurred and the
patentee alone does not provide the parts of the patent in
suit, then indirect infringement does not cause damages to
the patentee and therefore the liability for compensatory
damages cannot be established. If direct infringement has
occurred, it is theoretically possible to calculate the damag⁃
es for indirect infringement separately or on the basis of the
losses resulting from direct infringement, which is just a mat⁃
ter of policy consideration. However, despite all of those,
the minimum damages should be calculated according to
the profits gained by indirect infringer from infringement
and include direct costs such as litigation costs resulting
from indirect infringement and lawyers’fees. 38

Regarding the second issue, there is no dispute over
the fact that the patentee has a right to request indirect in⁃
fringers to stop infringement, exclude spoliation and elimi⁃
nate danger. Views are still divided as to whether the consti⁃
tution of direct infringement and fault are taken as prerequi⁃
sites. 39 If the law clarifies the non⁃dependence nature, the
prerequisite of proving the constitution of direct infringe⁃
ment can be waived. The indirect patent infringement is es⁃
tablished on the premise of intent, so there would be no
changes in terms of the second premise. In the end, as re⁃
gards the scope of injunction, a comprehensive injunction
will be granted only when the product in suit is a“special⁃
ized product”without non⁃ infringing substantive use. If the
product has a non⁃infringing use, the court may require indi⁃
rect infringers to increase their duty of care or attach rele⁃
vant warnings to products. 40

VII. Conclusion and
legislative suggestions

To sum up, the liability for indirect patent infringement
should be regarded as a legal concept that is derived from
and meanwhile different from the general provisions on joint
infringement. The special legal liability must be created
through legislation. At present, the Revised Draft of the Chi⁃
na’s Patent Law (Draft for Review) can still be improved in
the following aspects: 1. the contents of relevant provisions
are overly conservative and still centre on specifying the lia⁃
bility for joint infringement to enhance its operability, and

the competent authority fails to make full use of the opportu⁃
nity of law amendments to create a special liability for con⁃
tributory infringement applicable in the sense of the Patent
Law and does not realize that the liability for contributory in⁃
fringement, which does not take the constitution of direct in⁃
fringement as a prerequisite and the communication of in⁃
tention as an element, must be subsumed in order to truly
solve the issues concerning indirect patent infringement;
and 2. the contents of relevant provisions are too simplified
to exert their legal functions, and lack of explicit provisions
on the liability for indirect infringement in the event of direct
infringement may lead to insufficient supply of systems.

Regarding specific standardized expressions, levels
and practices of indirect patent infringement, the writer
hereby ventures to share some suggestions.

In terms of expression of legal provisions, the current
provision in the Revised Draft of the China’s Patent Law
(Draft for Review) is suggested to be amended as follows:

“Where a party, who clearly knows or should know a certain
product is a raw material, intermediate product, component
or equipment and the like in relation to the primary elements
of the patented technical solution, provides, without the au⁃
thorization of the patentee and for production or business
purposes, said product to another party who obtains no li⁃
cense and has an intent to use the patented technical solu⁃
tion, the party shall bear the liability for infringement, unless
the goods are common goods that are commercially avail⁃
able. It another party’s implementation of the patent consti⁃
tutes personal use not for business purposes or falls within
the circumstances stipulated in Article 69, paragraphs 4
and 5 of the China’s Patent Law, it shall not be deemed
that another party obtains a corresponding authorization.”
The following are explanations for this Article.

(1) In comparison with the Revised Draft of the China’s
Patent Law (Draft for Review), the suggested expression
highlights three vital differences: a. the constitution of direct
infringement is not the constituent element of indirect patent
infringement, but the buyer of the product is required to
have the intent to use the patented technology without any
authorization; b.“(an indirect infringer) being jointly and
severally liable with the infringer”is amended to“(an indi⁃
rect infringer) being directly liable for infringement”. With
taking the constitution of direct infringement as the prerequi⁃
site, the patentee alone has the right to investigate the civil
liabilities that should be borne by the indirect infringer and
the grounds for joint and several liability would be null and
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void, and therefore deleted; and c. no clear provisions are
set forth for induced infringement, and induced infringe⁃
ment is still subject to the general theories of the civil law. 41

(2) As regards the contents, it is suggested that an ob⁃
jective element should not be limited to“a specialized prod⁃
uct”used for infringement purposes, but extended to“ob⁃
jects in relation to primary elements of the patented techni⁃
cal solution”with common goods excluded. The reason is
that although the limitation of the objective element to a spe⁃
cialized product is easy to apply, there are still loopholes.
As a result, the writer is in favour of the view adopted in the
German Patent Act and the Japanese Patent Act that“third⁃
domain items”are divided from the specialized products
and the non⁃specialized products, 42 and defined to be ob⁃
jects in relation to primary elements of the patented techni⁃
cal solution, in such a way to effectively curb indirect in⁃
fringement without granting over⁃protection to patentees. In
addition, a phrase“and the like”is added after“equip⁃
ment”for easy inclusion of new non ⁃ physical specialized
products, such as CAD data.

(3) The wording“should know”is newly added to the
provision which originally reads a party“clearly knows”the
presence of subjective elements on the grounds that clear
knowledge in practice is usually proved by way of presump⁃
tion of objective conditions, under the circumstances of
which there are no big differences between“clearly knows”
and“should know”. In addition, the objects that should be
known include the attribute that the product is specifically
used for the patented technology, as well as the fact that
the customer of the product has the intent to use the prod⁃
uct for implementing the patented technical solution. Such
a provision is derived from the requirement for the elements
of contributory infringement under the general theories of
the civil law. The requirement for such subjective elements,
though being lower than the requirement for the communi⁃
cation of intention, is still very severe.

(4) Finally, the scope of patent right exceptions as stip⁃
ulated in the second sentence of the above Article may be
broader or narrower. The writer thinks that the personal use
exception should be excluded whatsoever. Moreover, pat⁃
ent exhaustion and prior user rights should be maintained,
and there is certain freedom to either maintain or delete oth⁃
er exceptions.

In terms of the regulation level, it’s better to introduce
this Article by the China’s Patent Law because it involves
some breakthroughs to the contents of the Tort Liability

Law. At the operational level, there is currently no big differ⁃
ence in the trial of specialized products between courts in
China and those in the U.S., Europe and Japan, and the dif⁃
ficulty in the future may lie in the third⁃domain items.■

The author: Professor in Law School of the University of
Freiburg in Germany, and Director of East Asian Law Institute
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