
The China’s Trademark Law, which was revised for the
third time in 2013, made a series of institutional arrange⁃
ments to emphasize the use of trademarks. For reasons of
system design and market operation issues, relevant provi⁃
sions, however, fail to effectively curb malicious trademark
registration, but instead increasingly worsen the malicious
preemptive filing of marks and the hoarding of marks with
no intent to use. On 23 April 2019, the four revision of the
China’s Trademark Law was passed with an aim of curbing
the above phenomenon and guiding market entities to have
their marks registered for the purpose of use. The following
provision was added into the first paragraph of Article 4 of
the China’s Trademark Law: a malicious application for
trademark with no intent to use shall be rejected. According⁃
ly, the newly revised Law further imposes restrictions on the
act of agencies of applying for malicious trademarks on be⁃
half of clients, and lists malicious application as one of the
grounds for trademark opposition and invalidation and
adds more provisions concerning administrative penalties
for malicious application, thereby forming a strict system
regulating malicious filing acts under the current legal
framework.

To facilitate the enforcement of the Fourth Revision of
the China’s Trademark Law, the Beijing High People’s
Court (hereinafter referred to as the“BHC”) and the State
Administration for Market Regulation (hereinafter referred to
as the“SAMR”) respectively issued the Guidelines for the
Trial of Trademark Rights Grant and Validation Cases (here⁃
inafter referred to as the“Guidelines”) and the Several Pro⁃
visions on Regulation of Trademark Application and Regis⁃
tration (hereinafter referred to as the“Provisions”) on 24
April 2019 and 11 October 2019. Pitifully, neither the Guide⁃
lines nor the Provisions interpret Article 4 of the China’ s
Trademark Law. As a result, it is necessary to further clarify,

in practice, how to judge whether an application for trade⁃
mark is“a malicious application for trademark with no intent
to use”, and whether enterprises’defensive registration
and a small number of preemptive filings are at the risk of
rejection under Article 4. At the same time, it is essential to
explain how to distinguish the application of Article 4 from
that of Article 44.1, and coordinate the relations between Ar⁃
ticle 4 and Article 49.2 in judicial practice. This article is go⁃
ing to delve into the impact of the fourth revision of the Chi⁃
na’s Trademark Law on curbing the malicious trademark
registration in view of the relevant provisions before and af⁃
ter the fourth revision.

I. Background for curbing malicious
registration by the fourth revision of
the China’s Trademark Law

Malicious registration results in the increase in the num⁃
ber of administrative disputes over trademark grant and vali⁃
dation to some extent, and has been a hot topic that has
aroused great concerns among scholars and practitioners
in China. From the perspective of administrative trademark
review and trial, the Annual Development Report on China’s
Trademark Brand Strategy (2017) issued by the China’s
Trademark Office and the former Trademark Review and
Adjudication Board (TRAB) showed that the number of
trademark applications exceeded 5 million in 2017, and
among 22,000 examination decisions on opposition or par⁃
tial opposition to trademark applications, 5,734 cases were
found malicious, accounting for 26.6% of the opposition
(partial opposition) cases, wherein 1,212 cases, making up
5.6%, were found“violating the principle of good faith”un⁃
der Article 7 of the China’s Trademark Law; 2,352 cases,
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taking up 10.91%, were rejected on the grounds of provid⁃
ing“extended protection to well⁃known trademarks of third
parties”under Article 13 thereof; 246 cases, occupying
1.13% , belonged to preemptive trademark applications
filed by agents or representatives under Article 15 thereof;
and 1,924 cases, accounting for 8.92% , were rejected for
the purpose of protecting other prior rights or prohibiting
malicious squatting under Article 32 thereof. 1

In terms of judicial trials, according to the survey of the
Beijing Intellectual Property Court, it accepted 1,978 admin⁃
istrative cases relating to trademark grant and validation in
the first quarter of 2017, with an increase of 49.9% over the
same period last year, wherein the cases suspected of mali⁃
cious registration accounted for more than 30% of adminis⁃
trative trademark cases apart from cases in relation to a re⁃
view of trademark rejection or a review of trademark cancel⁃
lation. 2 Among 18 typical malicious registration cases re⁃
leased by the Beijing Intellectual Property Court, which are
divided into five categories, cases relating to preemptive fil⁃
ing 3 and large ⁃ scale hoarding of marks with no intent to
use 4 are particularly outstanding.

Expressions such as“strengthening the creation, pro⁃
tection and application of intellectual property”,“strength⁃
ening intellectual property protection”and“strictly protect⁃
ing intellectual property according to law”are key elements
that have constantly appeared in documents and reports of
various government departments at various levels in recent
years. It can be said that strengthening intellectual property
protection is a crucial requirement for innovation and driv⁃
ing economic development. To this end, the“Trademark
Law”revised in 2013 strengthened the protection of trade⁃
mark rights from various aspects, but the market is still
flooded with free ⁃ riding and utilization of other’s business
reputation. Meanwhile, the number of market entities is on
the increase, and more and more attention is paid to the
market value of trademarks. However, malicious preemp⁃
tive filing of trademarks with no intent to use, but instead for
resale is increasingly severe. All of them have seriously
spoiled the market business environment of“fair competi⁃
tion and good⁃faith operation”. 5

Under such a background, the revision of the China’s
Trademark Law was initiated in April 2018. The fourth revi⁃
sion of the China’s Trademark Law was mainly aimed to co⁃
ordinate with the transformation of government functions
and deepen the reforms to delegate power, streamline ad⁃
ministration and optimize government services, and facili⁃

tate trademark registration; comply with China’s economic
transformation from speed orientation to quality orientation
with the help of brand building; and strengthen trademark
protection with the focus on the good⁃faith principle and in
hope of creating a good market operation environment. 6

II. Limitations of the China’s
Trademark Law on curbing malicious
registration before the fourth revision

In 2019, the revision of the China’s Trademark Law did
not involve trademark registration procedures, but mainly
regulated the trademark registration with no intent to use
and increased damages for trademark infringement. The
China’s Trademark Law (2013) also placed emphasis on
trademark use and made institutional arrangements, such
as Articles 10, 11, 12, 13, 15, 32 and 44 involving prohibited
trademark registration, Article 49.2 involving the cancella⁃
tion of trademarks for non⁃use for three consecutive years
for urging the actual use of trademarks; and Article 59 re⁃
stricting the rights of trademark owners. For reasons of sys⁃
tem design and market operation issues, these provisions,
however, fail to effectively curb malicious trademark regis⁃
tration. Next, we are going to delve into key provisions in
terms of system designs and application limitations one by
one.

Articles 15 and 32 of the China’s Trademark Law are
provisions in relation to prohibition of malicious preemptive
filing of trademarks. According to Article 15 of the China’s
Trademark Law and the relevant interpretation 7 of its revi⁃
sion, any agent or representative shall be prohibited from
preemptively registering the trademark of a person for
whom it or he acts as the agent or representative, and any
person who knows the presence of other’s trademark due
to a certain relationship shall be prohibited from preemptive⁃
ly registering the other’s trademark. Article 32 of the China’
s Trademark Law is a legal provision concerning protection
of prior rights and prohibition of malicious registration. The
latter part thereof provides that no one is allowed to preemp⁃
tively register, by unfair means, the trademark that another
person has used and that has a certain influence. This provi⁃
sion is a special case to protect an unregistered trademark
under the current China’s trademark registration system,
and an effective supplement to the China’s trademark vali⁃
dation system as well, which conditionally realizes the bal⁃
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ance of interests between registered trademarks and unreg⁃
istered trademarks. These two provisions, however, are
mainly applicable to registration procedures, wherein Arti⁃
cle 15 determines malicious registration based on a de jure
or de facto relationship, whereas Article 32 sets no require⁃
ment for the determination of the special relationship, but in⁃
stead requires that the previously used unregistered trade⁃
mark must have“a certain influence”, which actually deter⁃
mines malicious registration on the basis of the reputation
accumulated through actual use of the unregistered trade⁃
mark. Generally speaking, the two Articles are applied un⁃
der strict conditions and within a limited scope.

Article 49.2 of the China’s Trademark Law provides for
the cancellation of a registered trademark for non ⁃ use for
three consecutive years. Anyone can apply for such cancel⁃
lation. But the reality is that only when a certain market enti⁃
ty intends to register and use a registered trademark which
has not been used for three consecutive years will the can⁃
cellation procedure be initiated. The administrative trade⁃
mark department would not cancel those registered trade⁃
marks ex officio. Average consumers have no enthusiasm
for applying for the cancellation of a registered trademark
on the grounds of this Article. Hence, although the non⁃use
cancellation is aimed to maintain the intent to actually use a
trademark and urge people to put trademarks into actual
use, 8 it indeed has a limited effect on the hoarding of trade⁃
marks.

Article 64.1 of the China’s Trademark Law highlights
the use of trademarks in damage reliefs, i.e.,“if an owner
having an exclusive right to use a registered trademark
claims compensation and an accused infringer makes a de⁃
fense on the grounds of non⁃use, the people’s court may re⁃
quire the owner to provide evidence proving the actual use
of the registered trademark in the previous three years. If
the owner proves neither the actual use of the registered
trademark within the previous three years nor other loss suf⁃
fered due to the infringement, the accused infringer shall
not be liable for damages”. This provision stipulates that
the prerequisite to claim compensation is that the owner
having an exclusive right to use a registered trademark can
prove that the registered trademark had been used for
three years or other loss was caused due to infringement;
or otherwise, the accused infringer does not undertake any
liability for compensation, which fosters the use of regis⁃
tered trademarks to some extent. This provision, however,
is merely applicable to the case where an infringement law⁃

suit is submitted; and furthermore, if the trademark owner
does not use it but intends to gain profits through trademark
infringement litigation, he or it loses nothing but litigation
costs even if no damages are awarded. In contrast, an ac⁃
cused infringer has to not only undertake the liabilities for
the cessation of infringement, but also bear the costs in⁃
curred for dispute resolution. Therefore, this Article has a
limited effect on curbing malicious trademark registration.

“The principle of good faith”was formally incorporated
into the China’s Trademark Law through the third revision
in 2013, which prohibited the preemptive filing of other’s
early ⁃ used marks and clarified the definition of trademark
use, in hope of curbing malicious trademark squatting from
the aspects of the legislative principle and the protection of
prior use. However, the optimized trademark registration
procedure, shortened registration period and reduced reg⁃
istration costs all lead to the sharp rise in trademark applica⁃
tions in China in recent years, and malicious trademark reg⁃
istration tends to be on a larger scale and specialized.
What’s more, the China’s Trademark Law puts excessive
emphasis on the way to obtain a trademark by registration,
so that the initial“use”value of a trademark has been over⁃
looked. As there is no actual requirement for“use”and
trademark registration brings profits to its owner at the ex⁃
pense of low cost, a huge number of maliciously registered
trademarks, hoarded trademarks and zombie trademarks
surged, which are major negative factors affecting the
trademark market order in China. 9

The above Articles emphasize the use of trademarks
from different perspectives, which would indirectly curb ma⁃
licious registration to some extent. However, it can be seen
from the above analysis that they all have limitations in
terms of function and scope. In this regard, the trademark
review and adjudication department, as well as the judicial
authority, tries to cite other provisions to solve relevant prob⁃
lems, including Articles 4, 7, 10.1.8 and 44.1 (the second
half) of the old China’s Trademark Law. But the use of
these Articles for curbing malicious registration has caused
considerable controversy.

In the light of Article 4 of the old China’s Trademark
Law, any natural person, legal entity or other organization,
intending to acquire the exclusive right to use a trademark
for goods or services in production or business activities,
shall file an application for the registration of the trademark
with the Trademark Office. This provision merely clarifies
that marks are registered in China under a unified registra⁃
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tion principle, instead of the use of trademarks. In Tanita
Corporation v. the former TRAB, an administrative dispute
over trademark 10, the BHC held that Article 4 of the China’s
Trademark Law, as a declarative provision, is set forth to
standardize trademark application, that is, a trademark
shall be applied for the sake of production or business, rath⁃
er than for hoarding trademark resources which may give
rise to resource waste. Although the BHC deemed that
trademark registration shall serve the needs of production
and business, it also highlighted that Article 4 is just a de⁃
clarative provision, and cannot serve as the basis for court
trial.

Apart from Article 4, there is another general clause, i.
e., Article 7 of the China’s Trademark Law,“the principle of
good faith shall be followed for the application of trade⁃
marks and use of trademarks”. The principle of good faith
is a basic principle of the civil law, and the China’s Trade⁃
mark Law incorporates it as the fundamental notion and val⁃
ue orientation 11 when dealing with civil trademark disputes.
But the China’s Trademark Law does to take the violation of
the principle of good faith as the basis for filing a trademark
opposition or a request for cancelling a registered trade⁃
mark, but instead as the basic principle of the trademark
law. In judicial practice of trademark review and adjudica⁃
tion, that Article is also regarded as a general clause, and is
generally not used as the direct basis for trademark review
and adjudication on the grounds that its legislative spirit
has been embodied in the specific provisions of trademark
law. For instance, in Huayi Brothers Media Co. et al v. the
former TRAB 12, an administrative dispute over trademark in⁃
validation, the former TRAB determined that Article 7 of the
China’s Trademark Law, as a principled clause, generally
cannot be directly invoked, and a specific provision shall
prevail if there is a specific provision in this regard.

Therefore, the legislative intent of Articles 4 and 7 of
the old China’s Trademark Law should have regulated mali⁃
cious trademark registration, but they cannot be directly in⁃
voked in examining and trying trademark cases as they are
declarative (general) clauses by nature. For this reason, Ar⁃
ticles 4 and 7 become idle in the old China’s Trademark
Law.

The trademark review authority and judicial authority
sometime consider invoking Article 10.1.8 of the China’s
Trademark Law, namely,“detrimental to socialist morals or
customs, or having other unhealthy influences”. However,
this Article is only applicable within a certain scope, and

cannot be applied in most cases involving malicious trade⁃
mark registration. On the one hand, it cannot be applied to
the protection of rights and interests of specific right hold⁃
ers. For instance, in the“WeChat”trademark case 13, the
court held that this primary issue in this case is whether the

“unhealthy influences”clause is applicable to the protec⁃
tion of the civil rights and interests of a specific subject. The
views on this issue are currently unified in judicial practice,
that is, when judging whether a sign has other unhealthy in⁃
fluences, account shall be taken of whether the sign or con⁃
stituent elements thereof could have any bad and negative
effect on the public interests and public order in China, like
politics, economy, culture, religion and nationality. If the reg⁃
istration of the relevant sign is only detrimental to specific
civil rights and interests, it should not be determined to
have other unhealthy influences since the Trademark Law
has already otherwise provided for remedies and relevant
procedures. 14 The Provisions on Several Issues Concerning
the Trial of Administrative Cases Involving Trademark Grant
and Validation (hereinafter referred to as“the Grant and Val⁃
idation Provisions”) released by the Supreme People’s
Court also clarify such an issue in Article 5. 15 In judicial
practice, there are cases where the names of celebrities in
the economic field 16, like Li Xingfa, or in the cultural field 17,
like Lu Xun or Bing Xin, are applied for trademarks. Since
the relevant celebrities all have influences in specific fields
and are related to the maintenance of good social public or⁃
der, the registration of the names of celebrities does not fall
within the circumstances where specific rights and interests
are impaired, and the“unhealthy influences”clause shall
be applied in this regard. On the other hand, the“unhealthy
influences”clause is only applicable to signs, rather than
acts. Although Articles 10.1 and 44.1 of the China’s Trade⁃
mark Law are both related to absolute prohibition of regis⁃
tration, it can be seen from the literal expressions that Arti⁃
cle 10.1 prohibits some“signs”from trademark registration
by using the term“signs”, whereas Article 44.1 prohibits
some trademark registration“acts”if“the registration of a
trademark was acquired by fraud or any other unfair
means”. 18 In addition, the Grant and Validation Provisions
also clarify in Article 5.1 that the trademark sign or its con⁃
stituent elements could have a bad and negative effect on
China’s social public interests and public order.

The trademark review authority and judicial authority
sometimes invoke Article 44.1 of the old China’s Trade⁃
mark Law to curb malicious registration, namely,“if a regis⁃
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tered trademark violates Article 10, 11, or 12 of this Law, or
a trademark was registered by fraud or any other unfair
means, the Trademark Office shall declare the registered
trademark invalid; and other entity or person may request
the TRAB to declare the registered trademark invalid”,
wherein the primary way to curb malicious registration is to
identify that“a trademark was registered by fraud or any
other unfair means”. There are also disputes over the use of
this Article for curbing malicious registration. First, the appli⁃
cation phase is controversial. People, who support the full ⁃
phase application theory, think that this Article is applicable
not only to the invalidation proceedings of a registered
trademark in a trademark dispute phase, but also to the op⁃
position review proceedings for refusal of trademark regis⁃
tration, which can be applied throughout all phases ranging
from trademark review, approval, opposition to dispute. 19

People, who are in favor of the dispute phase theory, be⁃
lieve that this Article is only applicable to the invalidation
proceedings of a registered trademark. 20 Second, the na⁃
ture of the Article is controversial. It is manifested as a dis⁃
pute between relative ground clause and absolute ground
clause. People, who support the relative ground clause the⁃
ory, think that the wording“a trademark was registered by
fraud or any other unfair means”is intended to stipulate the
circumstances under which others’legitimate rights and in⁃
terests are infringed by improper means and which are not
regulated by other provisions of the China’s Trademark
Law. 21 People, who are in favor of the absolute ground
clause theory, believe that this Article specifies the circum⁃
stances under which the public interests are infringed by
improper means, and is, in essence, identical to Articles 10,
11 and 12. It is an absolute ground clause that does not re⁃
quire a right holder or interested party to initiate the invalida⁃
tion proceedings. 22 Third, there is also a dispute between a
procedural clause and a substantive clause. People, who
support the procedural clause theory, think that such
clause is not applicable to substantive issues, but only to
the circumstances where the procedures of trademark ap⁃
plication are fraudulent or improper, such as forging a certif⁃
icate for the sake of trademark registration. 23 People, who
are in favor of the substantive clause theory, believe that in
addition to improper procedural issues, this Article is also
intended to solve improper substantive issues. Controver⁃
sial substantive issues should be examined in trial. 24

On the whole, different problems may occur when the
existing current problems of the China’s Trademark Law

are directly used to curb malicious registration. From the
perspective of the institutional design, comprehensive con⁃
sideration should be given in the phases before, during and
after the registration so as to curb malicious registration
more effectively. The pre⁃registration measure includes re⁃
quiring a trademark registrant to provide evidence of use,
and evidence or explanation of intended use when apply⁃
ing for trademark registration. In the fourth revision of the
China’s Trademark Law, Article 4 is added with the content
that“a malicious application for trademark with no intent to
use shall be rejected”, that is to say, in the application for
trademark, a trademark applicant is required to have an in⁃
tent to use, which is a pre⁃registration measure. The during⁃
registration measure includes requiring the trademark regis⁃
trant to provide evidence in support of actual use during the
term of trademark protection, and during the renewal of
trademark registration. The post ⁃ registration measure in⁃
cludes the system of declaring the maliciously registered
trademark invalid. In the fourth revision of the China’s
Trademark Law, Article 44 lists Article 4 as the ground for
trademark invalidation, and in judicial practice, the infringe⁃
ment accusation is often rejected if a malicious preemptor
is found to have been abusing its right. For instance, in
Wang Suiyong v. Shenzhen Ellassay Clothing Co., Ltd. and
Hangzhou Intime Century Department Store, 25 a dispute
over trademark infringement, the Supreme People’s Court
held that Wang filed an infringement lawsuit against Ellas⁃
say for its use of trademark in suit obtained in bad faith,
which constituted the abuse of rights.

III. Article 4 of the China’s Trademark
Law and relevant amendments

Prior to the fourth revision of the China’s Trademark
Law, Article 4.1 relates to the subject, scope and principle
of trademark registration. Trademark is applied for under
the principle of voluntary registration, that is, the exclusive
right to use the registered trademark is granted after the
trademark registration, and the registrant has the right to
prohibit others from using or registering an identical or simi⁃
lar trademark on identical or similar goods. For this reason,
a registered trademark is provided with more comprehen⁃
sive and powerful protection than an unregistered trade⁃
mark. Meanwhile, this Article also indicates that a regis⁃
tered trademark shall exist for production or business pur⁃
pose and with a real intent to use. This Article should have
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been more suitable to serve as the legal basis for curbing
large ⁃ scale squatting. However, China’s Trademark Law
has clearly enumerated the grounds for trademark opposi⁃
tion and invalidation, but this Article is not one of them. In
addition, the China Trademark Office currently does not re⁃
quire an applicant to submit the evidence of use or a state⁃
ment of intent to use during the examination of trademark
application. Thus, it is extremely hard to use this Article as
the legal basis for curbing malicious trademark registration,
such that the trademark administrative or judicial authority
seldom invokes this Article directly in administrative or civil
trademark cases. In particular, the Beijing courts previously
did not invoke Article 4 as the judging basis, but directly de⁃
ducted the specific grounds like the hoarding of trade⁃
marks that copy well ⁃ known trademarks on non ⁃ similar
goods with no intent to use and incorporated them into the
scope of“other unfair means”. 26 Furthermore, the costs for
law⁃breaking are relatively low. These all lead to more se⁃
vere malicious preemptive filing and hoarding of trade⁃
marks.

Accordingly, Article 4.1 was added with the sentence
that“a malicious application for trademark with no intent to
use shall be rejected”through the revision in 2019. In Arti⁃
cles 19, 33, 44 and 68, the new law further restricts agents
from applying for trademarks in bad faith, lists malicious ap⁃
plication as one of the grounds for trademark opposition
and invalidation, and increases the punitive damages for
malicious application, thereby forming a stringent system
for regulating acts of malicious registration under the cur⁃
rent legal framework. Specific provisions are presented as
follows:

Article 19.3 of the new China’s Trademark Law incor⁃
porates the content of Article 4 into the scope of circum⁃
stances where agents should refuse to file a malicious appli⁃
cation.

Article 33 of the new China’s Trademark Law treats Ar⁃
ticles 4 and 19.4 as the grounds for opposition, which pro⁃
vides a legal basis for regulating malicious filing of trade⁃
marks with no intent to use in the opposition proceedings.
Procedurally speaking, Article 4 is the absolute opposition
ground for raising an opposition to a trademark application,
that is, any person, who may not be a right holder or an in⁃
terested party, may raise an opposition accordingly, which
puts acts of malicious registration under wide supervision,
and meanwhile solves the issues concerning the applica⁃
tion of law to large⁃scale malicious squatting that the trade⁃

mark opposition department faces.
Article 44.1 of the new China’s Trademark Law is con⁃

sistent with Article 33 thereof, wherein Article 33 is the legal
basis for raising an opposition against an unregistered
trademark application that has been preliminarily ap⁃
proved, and Article 44.1 is the legal basis for filing a re⁃
quest for invalidating a registered trademark. Incorporating
Article 4 as one of the grounds for opposition and invalida⁃
tion renders the legal provisions for curbing malicious regis⁃
tration consistent and cohesive in trademark opposition and
invalidation proceedings, thereby maximizing the effect of
curbing malicious registration.

Article 68.1.(3) of the new China’s Trademark Law pro⁃
vides enforcement action when trademark agencies act in

“violation of the provision of Article 4”, and a fourth para⁃
graph is added as follows:“administrative sanctions such
as warnings and/or fines shall be levied against the parties
who file such malicious applications according to the cir⁃
cumstances; and for trademark lawsuits filed in bad faith,
the people’s court shall impose penalty on the plaintiff”,
which show that the trademark law intensifies the crack⁃
down on malicious registration. Trademark agencies shall
be legally liable for refusing malicious registration, and shall
undertake administrative, civil or even criminal liabilities if
they violate that provision. The newly added fourth para⁃
graph further intensifies the sanctions against malicious reg⁃
istration, expands the scope of parties who bear liability for
applying for trademarks maliciously, and imposes adminis⁃
trative and civil penalties respectively on parties maliciously
applying for trademarks and those maliciously initiating
trademark lawsuits.

IV. Comments on the amendments to
Article 4 of the China’s Trademark Law

The amendments to Article 4 of the China’s Trademark
Law solves the problem, to some extent, of registering a
trademark with no intent to use, but only under the circum⁃
stances of“having no intent to use and malicious registra⁃
tion”, both of which are indispensable. Thus, the malicious
squatting of trademarks for the purpose of use should not
be regulated by Article 4. In practice, some trademarks are
registered for use, but such use is characterized by coun⁃
terfeiting and infringement, like squatting other’s trade⁃
marks or“copycatting”. Shall the malicious squatting of
trademark for use be regulated by Article 4? In this regard,
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the writers think that it can be regulated by other provisions
in the China’s Trademark Law. Moreover, bona fide regis⁃
tration of trademarks with no intent to use should not be reg⁃
ulated by Article 4 as well, such as defensive registration,
normal brand portfolio or a small amount of logo preemp⁃
tion.

Regarding how to judge whether a trademark applica⁃
tion is“maliciously filed with no intent to use”, there lack
definite provisions in the China’s Trademark Law. It is ur⁃
gent in practice to clarify the standards for judging whether
a trademark application is“maliciously filed with no intent to
use”. As stated above, to facilitate the enforcement of the
new China’s Trademark Law, the BHC and the SAMR re⁃
spectively issued the Guidelines and the Provisions, from
which, together with their official interpretations,27 we can
tell that they are intended to regulate malicious filings and
hoarding of trademarks. But there are no clear interpreta⁃
tions about Article 4 of the new China’s Trademark Law
that“a malicious application for trademark with no intent to
use shall be rejected”. Therefore, it is still necessary to set
forth detailed provisions on how to prove the“intent to use”
for a trademark application, how to judge whether the appli⁃
cation is filed“maliciously”and whether an enterprise’s de⁃
fensive application is at the risk of rejection under Article 4.
Meanwhile, in the application of Article 4 in judicial practice,
more efforts shall be made to further delve into the relation⁃
ship between Article 4 and relevant provisions, as well as
systems.
1. The relationship between Article 4 and the second

half of Article 44.1
Before the revision of the Trademark Law, it is generally

deemed in judicial practice that Article 4.1 of the old China’
s Trademark Law merely solves the issues concerning the
subject of trademark application and the principle of volun⁃
tary registration, but does not take them as the absolute
grounds for approval of the registration and cancellation of
registered trademarks. Since the Crayon Shin⁃chan case, 28

the judicial authority has come to realize the value of Article
4 for cubing registered trademarks with no intent to use and
gradually attempted to invoke the provisions of Articles 4
and 41.1 of the old China’s Trademark Law.

In Li Longfeng (the retrial petitioner) v. the former TRAB
(the respondent) and Sanya Haitangwan Administrative
Committee (the third party in the first instance), an adminis⁃
trative dispute over trademark, 29 Li Longfeng registered the
trademark“Haitangwan”on services such as accommoda⁃

tion (hotels and boarding houses), restaurants and bistros
in class 43, as well as on goods or services in other class⁃
es, and 30⁃plus trademarks like“Xiangshuiwan”and“Yelin⁃
wan”on goods or services in several classes, many of
which are related to well ⁃known names of places or tourist
attractions in Hainan Island. The Supreme People’s Court
rejected the retrial ruling, holding that according to Article 4
of the China’s Trademark law, any civil subject that applies
for a trademark shall have the real intent to use for the pur⁃
pose of meeting its own needs of trademark use, and the
act of applying for a trademark shall be reasonable or legiti⁃
mate. Li’s preemptive filings of“Haitangwan”trademarks
and large⁃scale hoarding of other trademarks with no intent
to use for no justifiable reasons are not legitimate as regis⁃
tered trademarks should be, occupy public resources im⁃
properly and disturb the order of trademark registration,
which fall within the circumstances of“obtaining a regis⁃
tered trademark by unfair means”under Article 41.1 of the
China’s Trademark Law. In this case, the Supreme People’
s Court definitely confirmed the value of invoking the pur⁃
pose of trademark use in Article 4, which was used as the
theoretical basis for the use of“other unfair means”in Arti⁃
cle 41.1. According to the judgment in this case, Article 24
of the Grant and Validation Provisions stipulates that“‘oth⁃
er unfair means’in Article 44.1 of the China’s Trademark
Law refers to the acts of disturbing the order of trademark
registration, impairing the public interest, and improperly
occupying public resources or gaining unfair interests by
means other than deception.”

After the revision, how to distinguish the application of
Article 4 from that of Article 44.1 is an issue worthy of dis⁃
cussion. Although Article 4 is intended to crack down on
malicious registration and maintain the order of trademark
registration, this Article literally does not explicitly express
the intention, but only emphasizes“malicious registration”

“with no intent to use”. The Provisions give further opinions
on the application of Article 4 of the China’s Trademark
Law, and enumerate, in Article 8, the circumstances under
which Article 4 of the China’s Trademark Law are applica⁃
ble. The Provisions require that when judging whether a
trademark application violates Article 4 of the China’s
Trademark Law, the following factors should be consid⁃
ered: (1) the number of trademarks applied by the appli⁃
cant or any natural person, legal person or other organiza⁃
tion that is associated with the applicant, the designated
class thereof, trademark transactions, etc.; (2) the industry
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that the applicant works for, and its business status, etc.;
(3) the effective administrative decision or ruling or judicial
judgment determines that the applicant has engaged in ma⁃
licious filings of trademarks or infringement of the trade⁃
mark rights of others; (4) the applied trademark is identical
or similar to other’s trademark with certain reputation; (5)
the applied trademark is identical or similar to the name of a
celebrity, or trade name, abbreviation or other business lo⁃
go of an enterprise; (6) other factors that should be consid⁃
ered according to the trademark registration department. It
can be seen that the Provisions place emphasis on requir⁃
ing the trademark registration department to judge the acts
of an applicant in consideration of such factors as the sub⁃
ject, industry, trademark and previous judgments.“If the
trademark registration department finds that a trademark
applicant has applied for a large number of trademarks and
done transactions with no justified reasons, occupied pub⁃
lic resources, and preemptively filed other’s trademarks on
non⁃similar goods or services very often, it will proceed with
the examination as to whether the application is the one ma⁃
liciously filed with no intent to use.”30 It can be seen from
the official interpretations that where Article 4 of the China’s
Trademark Law applies, the trademark registration depart⁃
ment shall curb malicious filings and hoarding of trade⁃
marks at the very beginning. In other words, Article 4 ap⁃
plies as long as there is evidence proving that the applica⁃
tion of a disputed trademark is maliciously filed and hoard⁃
ed with no intent to use.

At present, the second half of Article 44.1,“obtaining a
registered trademark by unfair means”, is regarded in
trademark examination, review and judicial practice as a
provision for cracking down on acts that disturb the order of
trademark registration. The interpretation of this provision is
consistent in the Trademark Examination and Review Stan⁃
dards and the Grant and Validation Provisions, that is,
means, other than by fraud, to disturb the order of trade⁃
mark registration, impair the public interest and improperly
occupy public resources or gain illegal profits by other man⁃
ners. In the Crayon Shin ⁃ chan case, the BHC held that
Chengyi Co. was subjectively malicious as it applied for reg⁃
istration of the characters“Crayon Shin ⁃ chan”or the car⁃
toon image thereof. Meanwhile, Chengyi Co. has committed
large⁃scale preemptive registration of a number of other’s
trademarks and resold them for making profits, the circum⁃
stances of which were serious. Thus, Chengyi Co.’s appli⁃
cation for disputed marks violates the principle of good

faith, disturbs the order of trademark registration and the
public order, and impairs the public interest, which fall with⁃
in the circumstances of“obtaining a registered trademark
by other unfair means”under Article 44.1 of the China’s
Trademark law. 31 In addition, the judgment in Li Longfeng
v. the former TRAB and Sanya Haitangwan Administrative
Committee was also made based on“disturbing the order
of trademark registration”. As a result, Articles 4 and 44.1
emphasize different aspects.
2. The relationship between Articles 4 and 49.2
In comparison with the third revision of the China’s

Trademark Law, the fourth revision thereof requires that the
non⁃use of trademarks will lead to not only the cancellation,
but also the non ⁃ registration and invalidation of trade⁃
marks. 32 Meanwhile, the fourth revision of the China’s
Trademark Law makes no amendments to the non⁃use can⁃
cellation system, which may cause problems in the link be⁃
tween Article 4 and the non ⁃use cancellation system, and
pose challenges to the exclusive right and stability of the
registered trademarks to some extent.

Judging from the application of the two Articles, the ma⁃
licious registration with no intent to use under Article 4 is
mainly used to curb malicious registration, whereas the

“non ⁃ use cancellation”system under Article 49 primarily
solves the idling and hoarding of trademarks without consid⁃
ering whether the trademark holder is malicious. Mean⁃
while, Article 4 of the China’s Trademark Law has the retro⁃
active effect to deny the validity of a registered trademark,
whereas the non⁃use cancellation system will only have an
effect on the validity of a registered trademark in the future.
Article 47.1 of the China’s Trademark law stipulates that the
Trademark Office shall announce a registered trademark
which was declared invalid in accordance with Articles 44
and 45, and the exclusive right to use the registered trade⁃
mark shall be deemed as having been non ⁃ existent from
the very beginning. If the trademark owner maliciously regis⁃
ters a mark with no use for three consecutive years, any en⁃
tity or individual may request the Trademark Office to can⁃
cel the registered trademark or declare the mark invalid un⁃
der Article 49 of the China’s Trademark law. The only differ⁃
ences between cancellation and invalidation of a registered
mark lie in the constituent elements, burden of proof and le⁃
gal consequences.■
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