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Where patent infringement is confirmed, the court shall
grant an injunction 1 upon the request of the patentee to en⁃
join the infringer from continuing using his patent. This is
not only a very important relief for infringement, but also an
almost natural means. Since the infringing act is illegal, it
should not be allowed anymore; otherwise the interest of
the right holder will be continuously impaired. Therefore, it
was no wonder that patent judicial and academic circles
were so astonished when the U.S. Supreme Court vacated
the judgment of the Federal Court of Appeal in the eBay
case 2 and remanded the case for further proceedings in
2006 and the District Court decided based on the propor⁃
tionality test that the infringer, namely eBay, did not have to
stop using the patent in suit. Did the proportionality test ex⁃
ist before the eBay decision? Why did the Supreme Court
make such a judgment in the eBay case? How does the pro⁃
portionality test apply to the injunctive relief for patent in⁃
fringement in the U.S.? How effective is the proportionality
test? This article is going to delve into these issues in a bid
to provoke further discussion and provide valuable refer⁃
ence to the construction of China’s patent law system.

I. Application of injunction in the U.S.
patent infringement cases before the
eBay case: General rules/natural rules

Damages and permanent injunction have always been
regarded as complementary reliefs for a long time: damag⁃
es award is the compensation for the past injury that has
been incurred, and injunction is the precaution against fu⁃
ture injury that has not been incurred. 35 U.S.C. § 284 stipu⁃
lates that the claimant is entitled to require the infringer to
pay damages adequate to compensate for the infringe⁃
ment. 35 U.S.C. § 283 stipulates that the court may grant in⁃
junctions to infringers in accordance with the principles of
equity on such terms as the court deems reasonable. This
Section has never been changed since the promulgation of
the current Patent Act in 1952 and can ever be traced back
to the Patent Act 3 of 1870. Moreover, the provision concern⁃
ing the grant of injunctions goes before the provision con⁃
cerning damages award, which implies that the injunctions
may be more important to right holders than damages on
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the grounds that an act which has been determined as in⁃
fringing by the court will naturally lose its legitimacy and
should be enjoined, and its continued existence will further
violate the rights of the right holder and result in loss. From
the perspective of formalism, injunctive relief is the only rem⁃
edy that provides adequate protection to exclusivity. Logi⁃
cally speaking, exclusivity means excluding others from us⁃
ing the proprietor’s right. Thus, injunctive relief is the only
remedy type that is truly consistent with the patent right.

It is very common to grant injunctions in patent infringe⁃
ment cases. The U.S. courts have usually granted injunc⁃
tions against patent infringers at least from the early 19th

century. 4 Patent right is considered as an exclusive right. If
an infringer is allowed to use the invention of the patentee
against his will after the payment of damages, the exclusive
right of the patentee will become a mere formality. The judg⁃
ment of Continental Paper Bag Co. v. Eastern Paper Bag
Co. 5 in 1908 is a typical example of such a view. The plain⁃
tiff in this case was the owner of a patent covering a ma⁃
chine for making a self ⁃opening paper bag, but had never
put it into use. In contrast, the defendant used said patent⁃
ed technology. The plaintiff sued the defendant for infringe⁃
ment and requested the court to enjoin the defendant from
continuing to use the patented technology. The defendant
requested the court to reject the plaintiff’s motion for injunc⁃
tion for the reason that the plaintiff had never used the pat⁃
ented technology at all, but used the patent as a tool
against competitors. The Supreme Court confirmed that pat⁃
ents were property, and entitled to the same rights and
sanctions as other property. Thus, like other property own⁃
ers, a patent owner has the privilege to use his own patent⁃
ed technology and exclude others from benefiting from his
patented technology. The core of a patent right is exclusivi⁃
ty. The patentee has the right to exclude others from the
use of his invention for the time prescribed in the statute,
namely the patent term, and this right is not dependent on
his using the device or affected by his nonuse thereof. Re⁃
gardless of the motivation, the exclusive right of the paten⁃
tee to exclude others from using his patented technology
should be subject to legal protection. The patent right can
only retain its attribute of exclusiveness by a prevention of
its violation. Except in a case where the public interest is in⁃
volved, the remedy of injunction to prevent infringement of a
patent will not be denied merely on the ground of nonuse of
the invention. This judgment was later followed by the U.S.
courts. For a long time, because the permanent injunction

was considered the only remedy adequate to protect the
plaintiff’s right to exclude others from infringing his inven⁃
tion, courts often grant injunctions as a matter of course 6 af⁃
ter the confirmation of patent infringement.

Of course, the U.S. court also admitted that injunction,
as an equity relief, should not be granted automatically, but
shall be issued on the basis of the“principle of equity”. The
judgment in Roche Products Inc. v. Bolar Pharmaceutical
Co. stated that the purpose of equity jurisdiction is to pro⁃
vide reliefs for specific cases by means of coordinating
public and private interests and bearing specific circum⁃
stances in mind. 35 U.S.C. § 283 requires that“injunctions”
are granted in accordance with the“principles of equity”,
and the courts“may”, rather than“shall”, grant injunctions.
Thus, it can be known that injunctions are not granted auto⁃
matically; or otherwise the Congress shall rewrite the stat⁃
ute to make it clearer. 7 Nevertheless, this provision only
stipulates that the court applies the principles of equity on
such terms as the court deems reasonable, but there is no
binding principle to indicate what terms are reasonable. 8

Nor has a clear guidance on how to apply the principles of
equity in judicial practice. Although the Supreme Court men⁃
tioned in the eBay case that the four ⁃ factor test which
should be followed in the application of the principles of eq⁃
uity has long been established, some scholars pointed out
that there was no such a thing as the so⁃called“traditional
test”, and they had never heard of the four ⁃ factor test be⁃
fore the eBay case. 9 In addition, the four⁃factor test for per⁃
manent injunctions was not applied in the two cases cited
by the Supreme Court in the eBay judgment: The Amoco 10

was a preliminary injunction case, not a permanent injunc⁃
tion case, and the injunction in the Romero⁃Barcelo case 11

was also preliminary, though it was issued after a full trial.
Although some amicus curiae letters submitted in the eBay
case mentioned four traditional considerations, they did not
all cite the same four factors and none of the briefs offered
anything as what the Supreme Court completely ex⁃
pressed. 12

It is for sure that before the eBay case, the infringer
must have extremely good reasons to convince the court to
deny the patentee’s motion for injunction. Generally speak⁃
ing, public policies favor protection of the rights secured by
the valid patents. Thus, the patentee’s exercise of his legiti⁃
mate rights with exclusivity as the core generally conforms
to the public interest. Thus, when a patentee’s rights are in⁃
fringed, the court usually issues an injunction. 13 Only in rare
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instances will courts exercise their discretion to deny injunc⁃
tive relief in order to protect the public interest. 14 It was esti⁃
mated by some scholars that less than 5% of patentees’
motions for injunctions were denied by the courts before the
eBay case. 15

It does not mean that any public interest can constitute
a ground for denying injunctions. For instance, in Continen⁃
tal Paper Bag Co. v. Eastern Paper Bag Co. as mentioned
above, the infringer asserted that after obtaining the patent
right, the patentee neither used the patent by himself, nor li⁃
censed it to others, which did not comply with the public in⁃
terest. However, the court found that the plaintiff withheld
his patent and did not license it to others in order to keep
the production cost of paper bags low. It did not cause
much harm to the public to such an extent that the injunc⁃
tion is not necessary to be granted to limit the patentee’s
exclusive right. 16 Generally speaking, courts may consider
denying injunctions when the public health is likely to be en⁃
dangered. If the court does not grant an injunction when in⁃
fringement is established but awards damages instead, it
actually imposes a compulsory license between the paten⁃
tee and the infringer.“Compulsory license is defined as an
involuntary license between a willing buyer and an unwilling
seller, imposed and enforced by the State.”Except in rare
exceptions where the public health or security is involved,
such a compulsory license is completely contrary to the ex⁃
clusivity of the property right. 17

Only in a few cases involving toxic substances, medi⁃
cal devices or drugs did courts denied patentees’motion
for injunction. For instance, in City of Milwaukee v. Activated
Sludge, Inc., 18 the Seventh Circuit Court of Appeals denied
an injunction against the infringer using the plaintiff’s pat⁃
ented sewage treatment method, stating that if an injunction
is granted, City would have to run raw sewage into Lake
Michigan, endangering the health and lives of more than
half a million people. For this reason, the court denied the
plaintiff’s motion for injunction for the sake of public health
and interest, and granted a compulsory license to City and
ordered it to pay royalties to the patentee. In Schneider (Eu⁃
rope) AG v.SciMed Life Sys., Inc., 19 the plaintiff was the
owner of a patent directed to a rapid ⁃ exchange catheter
used by surgeons. The court found that many doctors were
in great need of the infringing product, so the court, though
granting an injunction to the plaintiff, postponed its effective
date to one year after the issuance of the judgment so that
surgeons would have enough time to replace the infringing

product and surgeries would not be disturbed by the patent
dispute. The court also ordered the defendant to pay the
patent holder a 15% royalty rate on the sales of the product
during the change ⁃ over period. Similarly, for the sake of
public health and interest, the Federal Circuit rejected the
patentee’s allegation of abuse of discretion by the District
Court and upheld the first⁃instance judgment. 20

II. The eBay case and establishment
of the proportionality test

Started in 1995, eBay has been operating an online
marketplace, allowing its clients to sell items by auction or
at a fixed price with the“Buy it Now”function, and has
more than one hundred million registered users. MercEx⁃
change, a company profited from licensing its patented
technologies, sued eBay for infringing many of its patents
willfully. The jury found that the“Buy it Now”function of
eBay infringed U.S. patent 5,845,265 of MercExchange. Ac⁃
cordingly, the District Court ordered eBay to pay about $30
million in compensation to MercExchange, but denied Mer⁃
cExchange’s motion for injunction to enjoin the continued
use of the patent in suit on eBay’s website. The District
Court held that MercExchange, as a non⁃practicing entity,
neither practices its patent nor intends to do so. 21 It oper⁃
ates mainly to enforce its patents through litigation 22 and
has expressed its willingness to license the patent to the de⁃
fendant. Thus, it would not suffer irreparable harm if the in⁃
junction is denied. Monetary compensation is an adequate
remedy for the patentee in this case.

In the second instance, the U.S. Court of Appeals for
the Federal Circuit (hereinafter referred to as the CAFC)
overturned the judgment of the District Court, deciding that
MercExchange has the right to obtain an injunction. The
CAFC indicated that since“the right to exclude recognized
in a patent is but the essence of the concept of property”,
the general rule is that a permanent injunction will issue
once infringement and validity have been adjudged. Courts
have in rare instances exercised their discretion to deny in⁃
junctive relief in order to protect the public interest. Howev⁃
er, in this case, the District Court did not provide any per⁃
suasive reason to prove this case is sufficiently exceptional
to justify the denial of a permanent injunction. In response
to the District Court’s decision that MercExchange did not
practice, but only intended to license its patents, the CAFC
emphasized that right to injunctive relief is equally available
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to all the patentees regardless of whether they practice
their own inventions or choose to license their patents to
others. 23

The U.S. Supreme Court granted a certiorari and re⁃
manded the case 24 to the District Court, pointing out that
the District Court erred in denying an injunction on the basis
that MercExchange did not itself practice the patented in⁃
vention; and the“general rule”articulated by the CAFC that
patent infringement will automatically trigger permanent in⁃
junctions departed from the traditional“four ⁃ factor test”.
The Supreme Court held that there is no such a“general
rule”, i.e. courts will issue permanent injunctions against
patent infringement absent exceptional circumstances,
which is unique to patent disputes. Justice Thomas stated
that“this statutory right to exclude alone justifies its general
rule in favor of permanent injunctive relief”, but the creation
of a right is distinct from the provision of remedies for viola⁃
tion of that right. The traditional four ⁃ factor test applied by
courts of equity when considering whether to award perma⁃
nent injunctive relief to a prevailing plaintiff applies to dis⁃
putes arising under the Patent Act. That test requires a
plaintiff to demonstrate: (1) that it has suffered an irrepara⁃
ble injury; (2) that remedies available at law are inadequate
to compensate for that injury; (3) that considering the bal⁃
ance of hardships between the plaintiff and defendant, a
remedy in equity is warranted; this factor provides the dis⁃
trict court with discretion, and the injunctive relief can be de⁃
nied if it would result in severe hardships on the infringer
but minor harm on the right holder; and (4) that the public in⁃
terest would not be disserved by a permanent injunction 25.
The U.S. Supreme Court stated that the exclusive right of a
patent is subject to other provisions of the patent laws,
wherein the denial of injunctions rests within the discretion
of the courts.

The eBay judgment changed the long ⁃ standing tradi⁃
tion in patent judicial practice that a permanent injunction
will be granted once infringement is confirmed to the four ⁃
factor test according to the principles of equity. 26 Since the
third and fourth factors involve the comparison of loss be⁃
tween the right holder and the infringer, as well as the pub⁃
lic, they are also called the proportionality test. It did not
take long for those within the patent field to call the case
“the most important” case of the year. 27 Although a select
few commentators were skeptical, 28 the vast consensus has
been that this case could potentially “turn patent injunction
practice on its head.” 29 Within a few weeks after the eBay

case, various district court denied patentees’motions for in⁃
junction in a plurality of cases. For instance, in z4 Techs.,
Inc. v. Microsoft Corp. 30, the Eastern District Court of Texas
denied the plaintiff’s motion for permanent injunction and
ordered the plaintiff to file a separate lawsuit for monetary
damages due to post⁃verdict infringement of the defendant,
Microsoft. In Finisar Corp. v. DirecTV Group, Inc., 31 the East⁃
ern District Court of Texas denied the plaintiff’s motion for
injunction again and imposed a compulsory license to the
defendant instead, ordering the defendant to pay patent
royalties of $1.6 per each infringing product it sold. In Mon⁃
santo Co. v. Scruggs 32 and Int’l Rectifier Corp. v. IXYS
Corp. 33, the permanent injunction granted by the District
Court was reversed by the CAFC. In Paice LLC v. Toyota
Motor Corp., 34 the patentee, as being unsatisfied with the
denial of its motion for injunction by the District Court, ap⁃
pealed to the CAFC but did not succeed.

Although the Justices of the Supreme Court in the eBay
case unanimously denied the injunction, they did not pro⁃
vide very clear guidance on how to apply the four ⁃ factor
test, including the proportionality test. Formally speaking,
the judgment is a unanimous decision, but the two concur⁃
ring opinions showed that the Justices had great differenc⁃
es in the specific reasoning of the judgment. Some scholars
stated that the judgment caused more issues than it
solved. 35 As a result of the generality of the majority opinion
and the divided concurring opinions in the eBay case, the
reach and impact of the case depends on how the lower
courts use the concurring opinions as guidance.

III. Application of the proportionality
test in injunctive relief for patent
infringement in U.S. after eBay case

Since the eBay judgment changed the long ⁃ standing
tradition in patent judicial practice that a permanent injunc⁃
tion will be granted once infringement has been adjudged
to the four⁃ factor test according to the principles of equity,
without providing clear guidance on how to apply the test,
after the eBay case, it becomes not sure whether patentees
can obtain injunctive relief when infringement is estab⁃
lished. For instance, the Fifth Circuit Court of Appeals de⁃
nied the patentees’motion for injunction in z4 Techs., Inc.
v. Microsoft Corp. 36 and Paice LLC v. Toyota Motor Corp. 37,
as mentioned above. However, just one day after the Paice
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judgment, the Fifth Circuit Court of Appeals granted an in⁃
junction in TiVo Inc. v. EchoStar Corp. 38

Although the eBay decision did not shake the status of
injunction as the major legal remedy available to patentees,
the proportion of the patentees obtaining such a remedy de⁃
clined significantly. According to statistics, before the eBay
case, 95% of the patentees obtained injunctive relief after
infringement was established; however, from the eBay case
to 2012, the proportion dropped to about 75%. 39 For non⁃
practicing entities, the likelihood of denial rose sharply. Ac⁃
cording to a report of the Federal Trade Commission,“it
was more difficult for patent⁃holders that do not themselves
practice a patent to obtain injunctions”, wherein 83% of the
patent practicing patentees obtained injunctive reliefs,
whereas for non ⁃ practicing patentees the rate was only
43%. 40 Some U.S. scholars even stated that after the eBay
case, only about 26% non⁃practicing entities obtained per⁃
manent injunctions from district courts. 41 In terms of courts,
the Federal Circuit is generally more favorable to prevailing
patentees regarding permanent injunctive relief than the
district courts. Statistically speaking, the Federal Circuit af⁃
firmed the district court’s decision to grant a permanent in⁃
junction 88% of the time, while it affirmed the district court’s
decision to deny injunctive relief only slightly over half of the
time (53%). 42

Though without clear guidance, we can find through re⁃
viewing cases in recent years that the major factors consid⁃
ered by courts when applying the proportionality test in⁃
clude:

Market status of the plaintiff. Courts generally recog⁃
nize the patentee’s claim for protection of its market share
by means of its patent. Thus, the importance of the patent in
suit to the patentee’s market share is one of the crucial fac⁃
tors considered by the court when applying the proportion⁃
ality test. If the patentee’s market share will not be affected
by infringement, injunction is not urgently necessary. In con⁃
trast, if the patented technology is of great significance to
the plaintiff’s business, the court is more inclined to grant
an injunction. For instance, in i4i Ltd. Partnership v. Micro⁃
soft Corp. 43, the court granted a permanent injunction partly
because“most of i4i’s products are based on”the patent
in suit and“i4i’s market share, revenues, and business
strategy are similarly tied to the patented method”. In
Acumed v. Stryker 44, when deciding whether to grant an in⁃
junction, the district court also weighed“the relative size of
the companies and the commercial effect that the injunction

would have”. However, the fact that the plaintiff relies heavi⁃
ly on patents or that the plaintiff is a small company does
not necessarily make the scale of the proportionality test tip
in favor of the plaintiff. In ActiveVideo Networks, Inc. v. Veri⁃
zon Communications, Inc., the CAFC remanded the case
and stated that the fact that the patentee is a smaller com⁃
pany or that it is more reliant on these patents than the ac⁃
cused infringer does not mean that there is hardship absent
an injunction, especially here where the patentee and the
accused infringer do not compete in the same market. 45

Whether there exists direct competition between the
plaintiff and the defendant. If the answer is yes, courts gen⁃
erally deem that the proportionality test is favorable to the
patentee. If the plaintiff does not sell any product containing
the patented invention at issue, the court may hold that the
result of the proportionality test is favorable to the defen⁃
dant. 46 In post⁃eBay cases, most of the courts grant injunc⁃
tions where there is direct competition between plaintiffs
and defendants. 47 Where no direct competition exists be⁃
tween plaintiffs and defendants, the likelihood of granting in⁃
junctions is significantly reduced. In all the patent infringe⁃
ment cases in 2018 where motions for injunctions were de⁃
nied, the plaintiff and the defendant were not involved in di⁃
rect market competition. 48 For instance, in Sundance Inc. v.
DeMonte Fabricating Ltd. 49, the court denied an injunction
on the grounds that the infringer and the patentee are un⁃
der low competition. As a matter of fact, since the infringing
part of the defendant’s product is only a feature of the plain⁃
tiff’s product, its impact on the plaintiff’s market is ignor⁃
able. Any sales loss on the part of the patentee may not be
completely attributed to the defendant, but otherwise.

The proportion of the patented part in the defendant’s
product. For instance, in z4 Techs., Inc. v. Microsoft Corp.,
the judge denied the plaintiff’s motion for injunction, hold⁃
ing that Microsoft only uses the infringing technology as a
small component of its own software, and it is not likely that
any consumer of Microsoft’s Windows or Office software
purchases these products for the plaintiff’s software. 50 In
Paice LLC v. Toyota Motor Corp., 51 the judge compared the
irreparable injury proved by the plaintiff, Paice, with the
hardships suffered by the defendant, Toyota, such as busi⁃
ness disruption, potential adverse effect on burgeoning hy⁃
brid market and potential injury on Toyota’s reputation. Giv⁃
en the small reasonable royalty awarded by the jury ⁃ which
amounted to approximately $25 per accused vehicle ⁃ in
comparison to the overall value of the vehicles (tens of thou⁃
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sands of dollars per vehicle), the court concluded that the
grant of injunction also meant Toyota would have to recall
sold vehicles, and the costs that Toyota would pay, such as
money, manpower, time or reputation, were obviously much
higher than the loss suffered by the patentee due to the de⁃
nial of an injunction.

The impact of injunction on the defendant. If the infring⁃
er will not suffer loss incurred by injunction, the proportional⁃
ity test is obvious favorable to the patentee. In Wald v. Mud⁃
hopper Oilfield Services 52, the defendant, Mudhopper, only
contended that injunction was unnecessary without specify⁃
ing what injury the injunction may bring to it. Although Mud⁃
hopper immediately ceased the selling of the infringing
product and asserted that it did not plan to sell said product
any more, the court still held that it was necessary to grant
an injunction in consideration of Mudhopper’s willful in⁃
fringement and failure to prove there were no infringing
products in stock. When applying the proportionality test,
the CAFC usually will not give too much consideration to the
defendant’s business needs. If the patented invention only
constitutes a small part of the products sold by the defen⁃
dant, the court is more likely to grant an injunction. 53 The
court concluded that the defendant cannot escape an in⁃
junction simply because it is smaller than the patentee or
because its primary product is an infringing one. 54 If the
grant of injunction forces the defendant to exit from the mar⁃
ket, this is a factor that will be taken into account, but is not
a decisive factor in the proportionality test. 55 In the propor⁃
tionality test, the court will not take account of the defen⁃
dant’s“cost for manufacturing the infringing product”
(namely, the sunk cost for designing and marketing the in⁃
fringing product) and“cost for re ⁃designing the infringing
product”56.

Whether non⁃ infringing substitutes are available to the
defendant. If the defendant has a ready⁃made non⁃infring⁃
ing substitute, or the defendant can easily design around
the infringing feature of the product, the court will usually
consider that the proportionality test is unfavorable to the
defendant. 57 For instance, in Apple Inc. v. Samsung Elec⁃
tronics Co., Ltd. 58 of 2015, the court supported Apple’s mo⁃
tion for injunction against Samsung for that reason.

The patentee’s willingness to license its patent to the
infringer. Whether the patentee intends to license the inven⁃
tion in suit to the other party is also a factor to be consid⁃
ered, but not decisive in the proportionality test. This is an
important reason why the District Court in the eBay case de⁃

parted from the traditional practice that an injunction will is⁃
sue once infringement has been established, and also ex⁃
plains why patentees’motions for injunction were denied in
many post⁃eBay cases. For instance, in Paice LLC v. Toyo⁃
ta Motor Corp., the court found that the plaintiff in this case
contacted Toyota after knowing Toyota’s infringement of its
patent, intending to offer a license to the latter for use of its
patent. Therefore, the court held that this proved that the
patentee in this case aimed to obtain monetary damages,
rather than the exclusivity of the patent itself, and that order⁃
ing Toyota to pay damages instead of enjoining it from us⁃
ing the patent could better practice the patent right. 59

Comparison of the impact of whether to grant or deny
an injunction on the plaintiff and the defendant. Having con⁃
sidered the above ⁃ mentioned factors, the courts usually
compare the impact of an injunction on the plaintiff and the
defendant. The Toyota case mentioned above is a typical
example. The court tended to not grant injunctions, where
the impact on the plaintiff resulting from the denial of injunc⁃
tive relief is extremely disproportionate to that of an injunc⁃
tion on the defendant. In other words, although the plaintiff’
s exercise of its exclusive right is somewhat limited due to
the denial of injunction, if the impact on the plaintiff can be
compensated by monetary damages while the grant of in⁃
junction will cause significant hardship to the defendant,
the motion for injunction would be denied. In some cases,
the hardship suffered by the plaintiff because of the denial
is much greater than the loss of the defendant due to the in⁃
junction. For instance, in Celgard, LLC v. LG Chem, Ltd.,
the court found that whether to grant an injunction would
have a huge impact on the market competition between the
plaintiff and the defendant. If an injunction is not granted, it
is very likely that the plaintiff is to be excluded from the vehi⁃
cle market. On the other hand, if an injunction is granted,
the defendant needed pay slightly higher costs for the mate⁃
rials provided by the plaintiff. In comparison, the plaintiff’s
injury was irreparable, whereas the defendant’s loss could
be compensated. For those reasons, the court determined
that the result of the proportionality test was clearly favor⁃
able to the plaintiff. 60

Nevertheless, the function of the proportionality test
seems limited. In post ⁃ eBay cases, whether the patentee
has suffered“irreparable injury”and whether“there is no
adequate legal remedy besides”still play a decisive role in
the determination as to whether to grant an injunction. As
stated by Justice Roberts in the concurring opinions in the
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eBay case, the court’s grant of an injunction was a natural
result of emphasizing the first two factors of the equity test,
that is, the plaintiff must prove that it has suffered an irrepa⁃
rable injury, and the remedies available at law are inade⁃
quate to compensate for that injury. 61 Courts generally be⁃
lieve that the result of the proportionality test, and the re⁃
quirements on irreparable injury and the inadequacy of le⁃
gal remedies, favor the same party. That is, where the pat⁃
entee proves that it has suffered irreparable injury due to in⁃
fringement and can hardly obtain adequate legal remedies,
the result of the proportionality test usually shows that the
patentee’s injury caused by the denial of injunction is great⁃
er than the infringer’s loss due to the injunction. Similarly,
except for a few cases where the“public interest”factor is
determined as neutral, courts consider that the public inter⁃
est, together with irreparable injury and the inadequacy of
legal remedies, will also favor the same party. 62

IV. Impact of the proportionality test in
injunctive relief for patent infringement

By introducing the proportionality test, the eBay judg⁃
ment resulted in that the injunctions are no longer“conven⁃
tionally”granted, but infringers are likely to obtain a sub⁃
stantial“compulsory license”through infringement. It can
be said that the door to“efficient”infringement is opened
to the infringers, i.e., the potential infringer can evaluate the
benefits and possible loss resulting from infringement to de⁃
cide what to do next. It provides courts with more flexibility
in exercising their discretion, but meanwhile leaves more
concerns and uncertainties on the part of inventors, enter⁃
prises, investors and patent lawyers.

The background of the eBay case must be taken into
consideration for the evaluation of the impact of the propor⁃
tionality test on the application of injunctive relief for patent
infringement in the U.S. Ever since the beginning of the 21st

century, the increase in the number of non⁃practicing paten⁃
tees and patent lawsuits has urged people to re ⁃ consider
whether injunction should serve as a natural remedy for in⁃
fringement. 63 In addition, patent litigation is extremely ex⁃
pensive. More and more patent lawsuits are overcostly, time
⁃consuming and facing uncertain results. 64 These are con⁃
ducive to the protection of patentees, but would also in⁃
crease costs for subsequent inventors. Injunctive relief be⁃
comes an important weapon for patentees in licensing ne⁃
gotiations. Therefore, the number of patent applications

and patent lawsuits from large companies is increasingly
growing. 65 The proportionality test obviously reduces the
bargaining chips of non⁃practicing entities in patent licens⁃
ing negotiations and promotes the cooperation between
non ⁃ practicing patentees and practicing companies to
some extent.

From the perspective of incentivizing innovation, an
overly strong intellectual property protection system may
not be the best. This also applies to remedies available to
patent holders. If remedies are granted in such a way to al⁃
low the patent holders to obtain extremely high royalties,
they are not conducive to achieving the goal of intellectual
property laws of promoting innovation. This is where the pro⁃
portionality test can step in and make a difference.■
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The China National Intellectual Property Administra⁃
tion (CNIPA) recently released the Trial Program on Pat⁃
ent Open License ⁃ mainly instructions for provincial au⁃
thorities.

The Program defines measures for provincial IP au⁃
thorities to facilitate commercialization of patent licens⁃
es, organize the subordinate local authorities, compa⁃
nies/entities and service platforms to start trial projects,
materialize rapid licensing with intents and conditions
cleared by patentees and published by provincial IP au⁃
thorities. Multiple effects including spurring supply and
demand, reserving worthy projects, exploring experienc⁃
es and finetuning policies are pursued, which would line
up the aspects of policy, regime, platform and project
for full implementation of the open license system.

The Program sets out three basic principles of fol⁃

lowing the market trend, strengthening service innova⁃
tion and enhancing integrated working of different poli⁃
cies, clarifies trial tasks in four aspects in establishing
declaration publication platforms, promoting connec⁃
tions between supply and demand, offering supporting
services, improving incentive and regulation measures.
The trial projects will help test experiences and modes
worth promoting to wider areas, warm up for full imple⁃
mentation of the system, cull and reserve high⁃value pat⁃
ents fit for open license and eventually materialize a raft
of patent communalization results.

In the future, the CNIPA will strengthen instructions
to local authorities, promote typical experiences and
steadily implement the trial work.

Source: CNIPA

CNIPA Issues Instructions on Patent Open License to Local Authorities
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