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Determination of “Disclosure
by Use” Under the Patent Law
and Case Analysis (ll)

— From the Perspective of Ultimate Facts

Guo Lina, Feng Tao*, Lan Zhengle and Zhang Qing

3. Ultimate facts related to the element of publicly avail-
able state

(1) The concept of the “public”

It is the interests of the public that are sought to be bal-
anced through disclosure by use, and it is to the public that
a technical solution is presumed to be disclosed by use.
Such a presumption does not require that a specific person
be identified, but can be generally made in the following
two circumstances: one is that the person who has actually
acquired the technical solution is not a specific one, but
can be considered as a representative of the general pub-
lic, so a technical solution being available to said person
means that it is available to the public; and the other is that
even if no evidence shows that someone has acquired the
technical solution, the act of use is open to unspecified peo-
ple, rather than limited to specific people, from which it can
be assumed that the technical solution has been disclosed

to the public by use.

Both of the above circumstances involve the concept
of “specific person”, which is derived from the provision in
the Guidelines for Patent Examination that “technical con-
tents in the state of secrecy are not part of the prior art” .
Where the person who knows the technical contents or de-
sign in the state of secrecy is obliged to keep them confi-
dential and has not disclosed or disseminated such con-
tents in violation of the obligation, the technology or design
does not constitute prior art or prior design, and the corre-
sponding person is a specific person identified from the
public and does not belong to the “public” in the sense of
the patent law *'. Generally speaking, the sole criterion for
identifying the specific person is that the person has a confi-
dentiality obligation *. Therefore, specific persons are basi-
cally divided into the following two types: persons obliged
to keep confidentiality by law or by contract, and persons
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under implied confidentiality obligations according to social
conventions or business practices.

On said basis, the facts can be found according to the
above two circumstances regarding the concept of “pub-
lic” respectively and by taking the specific person into con-
sideration. For instance, in the disclosure by sale, if a prod-
uct is available to everyone through normal commercial
channels, the purchaser does not pertain to a specific per-
son. As the owner of the purchased product, the purchaser
can dissemble the product whenever he desires to know
the structure thereof. Thus, the abstract factum probandum
that the purchaser represents the public can be proved by,
e.g., the identity and occupation of the purchaser. It should
be noted that where the act of sale is determined as public
in itself, such as the sale through normal public retail chan-
nels or through public bidding and tendering, even if confi-
dential provisions are included in the sale contract, the pur-
chaser and the buyer should not be considered as specific
persons distinguished from the public *. Another example
is trial production, during which those involved usually un-
der an explicit or implicit confidentiality obligation. Even
though someone actually acquires the technical solution, it
does not necessarily mean that the public also have access
to the technical solution. Under such a circumstance,
whether the relevant person is a “specific person” be-
comes the key fact that must be proved or found for the dis-
closure by use.

(2) The state of being available to the public

The purpose of the judgment on disclosure by use is to
ultimately make clear whether a technical solution is in a
state of being available to the public, which is also the basis
for determining the publication date. Such a state is, in es-
sence, an abstract legal fiction, rather than an objective fact
in life. This fictional state, however, must first be expressed
by the later, and then its existence can be determined with
the help of a judge’ s logical deduction. It is similar to the
subjective element such as willfulness or negligence
among the constituent elements of a criminal offense, which
objectively exists in the subjective consciousness of a sus-
pect, but can only be detected from external facts. A judge
must make a judgment on the element based on relevant
facts, not at his/her own discretion. For this reason, al-
though the element of publicly available state is a concept
of legal fiction, the judgment on it shall be made on the ba-
sis of facts so as to provide a fair and just, rather than arbi-
trary, decision. Therefore, the facts related to the element of
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publicly available state are also ultimate facts.

Regarding such ultimate facts, it is emphasized that,
on the one hand, the technical solution is required to be in a
state of being available to the public rather than actually
known. For instance, in the case of online selling, even if no
product is actually sold, the technical solution is in a state of
being available to the public. On the other hand, there shall
be no barriers that make the technical solution hard to ac-
cess. For instance, the carrier of a technical solution is held
by an organization or stored in a particular network server,
such that the public can only acquire the technical solution
by overcoming certain obstacles. In this case, evidence
proving the publicly available state plays an extremely vital
role, but usually is difficult to obtain. The technical solution
being in a publicly available state can be proved, when, for
instance, it is verified that the technical solution is still avail-
able to the public at the time of evidence collection and that
such an available state has never changed, in such a way
to indirectly prove the objective existence of the previous
disclosure of the technical solution.

For instance, in a case where the only drawings record-
ing the technical information of a product are kept by a third
- party certification institution, the key fact to be proved is
whether the public can obtain such information from the
third - party certification institution if they want. This can be
proved by preserving evidence of the following acts: an or-
dinary person contacts the certification institution by email,
stating his identity, the drawings requested and his purpos-
es, etc. If the certification institution simply permits his ac-
cess to the drawings or with certain conditions that can be
met, then the process of acquiring the drawings under the
explicit permission can be fixed through act preservation.
Next, it needs to be proved that the requirements set by the
third-party institution for providing the public with the infor-
mation has never been changed or was not changed dur-
ing the period related to the disputed technology. In this
way, the previous disclosure of the technical information pri-
or to the filing date can be indirectly proved. To the con-
trary, if the institution refuses an ordinary person’s request
for the drawings or sets some conditions that can be hardly
met, it indicates that the drawings are not in a state of being
available to the public.

The following case will explain the concept of “specific
person” and the identification of the publicly available state
in the context of trial production.

Case Ill:



CHINA PATENTS & TRADEMARKS NO.3, 2023

The Invalidation Decision No. 39288 relates to an inven-
tion patent No. 200910025263.7 with a title of “Miniature
Electric Submersible Pump with Motor Casing as Welding
Piece”. The use act in suit is commissioned trial production
(Exhibit 3-1), and the disputed technical solution is present-
ed in the drawings (Exhibit 2) provided by the commission-
ing party. The petitioner argued that the trial production ren-
dered the technical solution in the drawings disclosed, and
the time of disclosure is the time when the trial product was
delivered. The Invalidation Decision held that disclosure by
use was not established for the following two reasons: one
was that Exhibit 3-1 failed to prove the act of trial production
as an ultimate fact; and the other was that even if the forego-
ing ultimate fact had been established, it was not proved
that the technical information was “in a state of being avail-
able to the public”. To be specific, it was reasoned that
“the written testimony from a mechanical factory and its
head, Liu, cannot prove that ‘as commissioned by another
company, the mechanical factory had produced motor cas-
ings according to the drawings provided on a trial basis’.
Even if the witness had testified during the hearing, thus
overcoming the flaw that diminished the probative value (of
the testimony), it can only be proved that the production of
motor casings by the mechanical factory was the trial pro-
duction commissioned by the company. Even if the parties
involved in the trial production acquire the relevant technol-
ogy, they shall bear implied confidentiality obligation and
thus, be specified from the public in the sense of patent
law. In this case, in the absence of counter-evidence, the
commissioned mechanical factory shall also be obliged to
keep the information confidential during the trial production,
and thus, the trial production did not render the technology
shown in the drawings of Exhibit 2 in a state of being avail-
able to the public.”

In the second instance of an infringement lawsuit relat-
ed to the above - mentioned patent, the accused infringer
(namely, the petitioner in the aforesaid invalidation proce-
dure) asserted the prior art defense based on the same
commissioned trial production, and further adduced the fol-
lowing evidence (the second instance of the infringement
case was later than the issuance of the Invalidation Deci-
sion): (a) Liu, the head of the mechanical factory, testified in
court in the second instance; (b) the commissioning compa-
ny submitted a submersible pump produced in February
2009; and (c) a non - party company and its employee,
Wang, made a statement on “the production of steel cas-
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ings and its proof, and the source of the motor casings”, de-
claring that Wang got a scrapped motor casing made from
steel pipe from Liu’ s place, measured and drew it accord-
ingly, and then components were produced and assem-
bled into whole machines, which had been marketed and
sold since 2008. Based on the above evidence, the second-
instance judgment * confirmed the commissioned produc-
tion and the duration thereof, holding that the mechanical
factory did not take confidentiality measures for commis-
sioned motor casings. The motor casings manufactured
had been in a state of being observable and even available
to the public since November 2008.

Comparing the asserted facts and evidence in the in-
validation case and those for prior art defense in the in-
fringement lawsuit, it can be found that: first, the petitioner
overcame the shortcoming regarding lack of proof for the
act of use with the testification of a witness in court and a
product with production date. The court thereby confirmed
the act of trial production upon commission. Second, the as-
sumption that “the party for trial production has an implied
confidentiality obligation” was overturned since a non-party
company obtained a scrapped trial product from the com-
missioned factory, thereby meeting the requirement that
“the technical solution is in a state of being available to the
public”.

4. Ultimate facts related to the element of disclosure
time

The facts to be proved in relation to the element of dis-
closure time is relatively simple. Since the filing date of a
patent is clear, the key of the proof is the disclosure date,
which can be the date of the act of use, or deduced from
other dates later than the act of use.

The first circumstance is common for disclosure by
use, in which, since time is one of the elements of an act,
the disclosure time is relatively easy to identify and prove.
For instance, in an act of sale, the invoicing date can usual-
ly directly prove the date when the sold object was dis-
closed. In the second circumstance, the deduction is usual-
ly made from relevant indirect facts, which, together with
their related facts, are facts that need to be proved by evi-
dence. In an example where disclosure by use is proved by
virtue of public sale in a supermarket, it is difficult to find an
individual to represent the public. A party concerned may
assert that the date shown on the supermarket’s flyer with
the product pictures is the disclosure date of the product.
Thus, the date shown on the flyer becomes the indirect fact



98 | PERSPECTIVES |

based on which the disclosure date can be deduced and
constitutes a part of the case facts to be proved.

The following Case IV will further explain the second cir-
cumstance:

Case IV:

The Invalidation Decision No. 30267 relates to a utility
model patent No. 201420068387.X with the title of “Front
Swing Arm of Electric Vehicle”. Against this patent, the peti-
tioner adduced news reports concerning the launch of the
electric vehicles LEVDEO D50 in Qilu Evening News and
Qingdao Evening News to prove that the electric vehicles
had been launched and publicly sold before the filing date.
The Invalidation Decision agreed with the petitioner’s asser-
tion on disclosure by use. As regards the disclosure time,
the Invalidation Decision did not consider the date of the
news reports as asserted by the petitioner as the disclosure
time, but deduced the disclosure time from the insurance
policy of the electric vehicle, from which a front swing arm
was detached, submitted as evidence. The Invalidation De-
cision reasoned that for non - motorized vehicles such as
electric vehicles, a vehicle identification number (VIN) func-
tions to identify individual vehicles as it is unique for each
vehicle. The two insurance policies are directed to the
same vehicle with the same VIN, and the insurance periods
thereof are continuous. According to the PICC policy and
CPIC policy, it can be determined that the vehicle bearing
the above-mentioned VIN had been sold, insured and used
before 24 April 2013, which is earlier than the filing date of
the disputed patent. Therefore, the disclosure time as an ul-
timate fact is proved. Generally speaking, the purchase of
vehicle insurance does not belong to the use of vehicle in
the sense of patent law, but if its association with the use
can be proved by evidence or inferred by a rule of thumb,
the disclosure date can be proved indirectly.

To sum up, based on the in-depth analysis of each of
the ultimate facts, it can be seen that the ultimate facts and
their associated indirect facts or auxiliary facts jointly consti-
tute the case fact model on disclosure by use. The purpose
of constructing such a case fact model is to classify and
systematize varied and intertwined facts concerning disclo-
sure by use. However, since the construction mainly relies
on examination experiences, the model inevitably has cer-
tain limitations, and further efforts are required to verify and
improve the model to render it all-embracing.
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V. Taking the ultimate facts as the
criteria to guide the parties in proof

The invalidation petitioner needs to adduce evidence
to prove that a technology has become a prior art due to
disclosure by use, and the patentee may then challenge the
evidence from the aspects like the three characteristics
(such as authenticity, legitimacy and relevance) of evi-
dence, its probative value and whether the chain of evi-
dence is complete, and/or submit counterevidence in sup-
port of its own arguments. In comparison with disclosure in
publications, proving disclosure by use requires a higher
level of knowledge and practical skills of the parties and/or
their attorneys, especially in terms of the ability to collect ev-
idence, assess the three characteristics of evidence, and
analyze and organize evidence, as well as their understand-
ing of laws. On account of the difficulty in evidence adduc-
tion and the complexity of proof of disclosure by use, there
are not many cases in practice in which disclosure by use
is found as established. In contrast, it is often the case that
a large amount of haphazard evidence is just piled up with-
out logical connection.

In the light of the theories on constituent elements and
ultimate facts, the chain of evidence regarding disclosure
by use is suggested to be constructed under the guidance
of the reasoning process mentioned in the first part of this
article, and the proof of a specific fact is preferred to focus
on the ultimate facts and their related facts. It is only by tak-
ing hold of the kernel that everything else will get clear. Oth-
erwise, in spite of superb abilities in evidence collection
and organization, if one cannot grasp the essences, lack of
any of the ultimate facts in the chain of evidence will render
other flawless preparations in vain. What’ s more, from the
perspective of the burden of proof, the guidance given by
the foregoing concepts and theories will better clarify the al-
location of the burden of proof in invalidation proceedings,
thereby preventing the failure of proof due to erroneous
ideas though having the ability to do so.

VI. Taking the ultimate facts as the
benchmark in the application of law
In the application of law in cases related to disclosure

by use, the collegial panels usually spend a good deal of
time on the admissibility of evidence due to the huge
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amount and complexity thereof. Nevertheless, recent cases
demonstrate that difficulties in examination are increasingly
centered on issues including the probative value of evi-
dence, the standard of proof, the burden of proof and the
shift of the burden of proof.

1. The burden of proof and the standard of proof

The burden of proof plays a pivotal role in cases relat-
ed to disclosure by use. On the one hand, both parties shall
proactively adduce evidence to support their claims. On
the other hand, if the facts of the case still remain unclear at
the end of the trial, the judge will draw a conclusion based
on the burden of proof. * In fact, throughout the case relat-
ed to disclosure by use, the burden of proof has always
been a factor in the entire course of the trial, including the
preliminary burden on the petitioner, the burden on the pat-
entee in rebutting the opposite party’ s claims and making
its own claim, the shift of the burden of proof between the
parties and the allocation of the burden of proof. Moreover,
whether the standard of proof * has been met is also borne
in mind in the whole process. Generally speaking, only
when the evidence adduced by the petitioner preliminarily
meets the standard of proof can the burden of proof be
shifted to the patentee. By contrast, as long as the paten-
tee’s evidence can weaken the already formed mind of the
judge to an uncertain state, the burden of proof will be shift-
ed back to the petitioner. Therefore, the burden of proof
and the standard of proof interact and influence each other
to decide the result of the case.

The complexity of the above process may readily make
the collegial panel confused about the burden of proof and
the standard of proof. The method for analyzing the ultimate
facts as discussed herein is not only conductive for the par-
ties concerned or attorneys to clarifying the burden of
proof, but also helpful for the collegial panel to use it as a
benchmark to judge whether evidence for proving an ulti-
mate fact and its associated facts adduced by the invalida-
tion petitioner preliminarily meets the standard of proof. If
the standard of proof has been met but the patentee still in-
sists on his claim, the burden of proof should be timely shift-
ed to the patentee; or the petitioner who fails to prove shall
bear the adverse consequences due to the lack of one or
more ultimate facts.

Case V:

Although the burden of proving ultimate facts such as
the identicalness of technical solutions is usually borne by
the petitioner, not the patentee, the patentee can submit
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counterevidence to prove that the technical solutions are
not identical at all. The collegial panel shall take compre-
hensive consideration of the evidence on file, reasonably
apply the standard of proof and allocate the burden of
proof, thereby correctly finding the relevant ultimate facts.

The Invalidation Decision No. 55060 relates to an inven-
tion patent No. 201410090627.0 with the title of “Anchor De-
vice”. The parties concerned in this case were the same as
those in Case Il, but the evidence was different. The Invali-
dation Decision mainly stated that the counterevidence sub-
mitted by the patentee showed that the anchor device had
been repaired and the technical solution thereof had been
changed, the technical solution of Exhibit 8 was not identi-
cal to that of Exhibit 9, and the petitioner’s assertion for dis-
closure by use cannot be established.

In this case, the petitioner asserted based on Exhibits 8
and 9 that the anchor device of this patent had been dis-
closed by use prior to the filing date, but the patentee ar-
gued that there was no relevance between Exhibits 8 and 9,
and submitted Counter-Exhibits 3 and 5 to prove that the as-
serted lakeside boardwalk was once modified and the pho-
tos of the product in Exhibit 8 did not match the construc-
tion project in Exhibit 9. Having analyzed all the challenges
made by the petitioner one by one, the collegial panel
found that none of them was tenable, holding that the main-
tenance of the boardwalk was of high probability and de-
ducing from Counter-Exhibit 3 that the anchor adjuster was
replaced during the maintenance. The petitioner failed to
submit evidence proving that the anchor device had not
been changed since its installation, but argued that the an-
chor device should be presumed unchanged according to
common sense and the conventional view that the relevant
parts are not vulnerable. If the patentee had not submitted
counterevidence or had not sufficiently explained, the facts
of the case would be left in uncertainty. As known from the
reasoning of this case, the patentee, as the bid - winning
company of the maintenance project, proactively proved
the change of the anchor device with evidence that is suffi-
cient to persuade the examiners to believe that the anchor
device was probably replaced, which directly undermined
the petitioner’ s assertion regarding the ultimate facts of the
technical solution.

2. Judging rationale and efficiency

The difficulties in examining disclosure by use are not
only caused by the assessment of probative value of volumi-
nous and varied evidence, but also resulted from the sort-
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ing out of facts and drawing a conclusion from the compli-
cated factual assertions with unclear purpose and long
chains of evidence. Comparatively speaking, the latter has
long been a major challenge in enhancing the examination
quality and efficiency of cases related to disclosure by use.

For example, in a disclosure by use case, Exhibits 18-
21 relate to the sale of four products, Exhibit 22 involve the
internal product design data stored in the petitioner’ s com-
puter, Exhibits 23 and 24 are the testimony and social secu-
rity records of the designers, Exhibits 25 and 26 are respec-
tively a design patent and a journal article that constitute
the prior art, and Exhibits 27 and 29 are two measurement
reports of the same product. Factual assertions made by
the petitioner based on the above evidence were intricate
and complicated, and the purpose of each piece of evi-
dence was not clear, which confused the collegial panel.
For example, why did the patent and journal article appear
in a case related to disclosure by use? Why was the sale of
the four products asserted? What could the internal design
data prove? Why was only one product measured and why
was it measured twice? Which piece of evidence shall
serve as the starting point? In short, the collegial panel had
to sort out the evidence with the help of an oral hearing to
clarify the trial direction and find the key issues.

The trial of such type of cases can be divided into dif-
ferent stages as follows: first, before the oral hearing, the
facts can be preliminarily sorted out according to the case
fact model introduced herein and classified according to
law; second, during the oral hearing, the principle facts
need to be clarified so as to set the trial direction by finding
out the specific type of the act of use in view of the case de-
tails; third, after the oral hearing, issues need to be classi-
fied according to juristic elements; and fourth, the conclu-
sion can be drawn by following the theories and judging ra-
tionale as presented herein and a decision can be drafted
accordingly. As for the determination of the trial direction in
the second step, the collegial panel can select the examina-
tion direction on a case-by-case basis after the comprehen-
sive review of the factual assertion related to disclosure by
use made by the invalidation petitioner. Where one or more
acts of use may be established, the panel can select the
most credible one as the focus of the oral hearing for in-
depth examination. Otherwise, all the facts asserted shall
be examined and analyzed ¥ for the sake of balance be-
tween fairness and efficiency.

Finally, scholars and colleagues in the IP circle are wel-
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come to provide their valuable opinions on the case fact
model regarding disclosure by use and the relevant judg-
ing rationale constructed in this article in hope of further
deepening researches in this area.
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