
I. Introduction
Three provisions of the current Trademark Law and Anti

⁃Unfair Competition Law in China involve commercial signs
“having certain influence”: Article 32 of the Trademark Law
stipulates in the second half thereof (hereinafter referred to
as the registration hindrance provision) that the right holder
of the commercial sign“having certain influence”can exer⁃
cise his or its right to raise an opposition and file a request
for invalidation within the statutory period where any other
person preemptively registers his or its unregistered trade⁃
mark by illegitimate means; Article 59.3 (hereinafter referred
to as the prior use defense provision) of the Trademark Law
entitles the right holder of the commercial sign“having cer⁃
tain influence”to make a non ⁃ infringement defense where
any other person has obtained the exclusive trademark
right for the same commercial sign, in such a way to contin⁃
ue using the sign“within the original scope”; and in the
light of Article 6.1(1) ⁃ (3) (hereinafter referred to as the con⁃
fusion provision) of the Anti ⁃ Unfair Competition Law, the
right holder of the commercial sign“having certain influ⁃
ence”is entitled to prohibit market operators from using his
or its commercial sign without authorization to commit any
acts which create confusion, misleading consumers into be⁃
lieving that certain connections exist therebetween, and to
hold them accountable. Though being different in purposes
and functions, these three legal provisions complement one
another 1 in a way that provides users of commercial signs

“having certain influence”with systematic remedies rang⁃
ing from hindrance of improper registration, non ⁃ infringe⁃
ment defense to liabilities for confusion, which constitutes
the“common unregistered trademark protection system”2

in China. However, two laws, relevant judicial interpretations
and administrative rules haven’t gone into further detail
about these three provisions on commercial signs“having
certain influence”. When different relief procedures interact
or overlap, different identification standards for commercial
signs“having certain influence”, if applied, will inevitably
lead to conflicts in the application of law, thereby causing
difficulties in legal interpretation.

In Hefei Yiqishuo Network Technology Co., Ltd. v.
Hangzhou Huitun Technology Co., Ltd. (hereinafter referred
to as the Aming Tool case), 3 an unfair competition case
concluded by Anhui High People’s Court on 18 June 2021,
the courts of first instance and second instance had differ⁃
ent understandings regarding the identification of a com⁃
mercial sign“having certain influence”under the two laws.
The two parties in this case were previously involved in a
dispute over registered trademark opposition. The plaintiff,
Yiqishuo, once raised an opposition to the trademark“Am⁃
ing Tool”applied for registration by the defendant, Huitun,
according to Article 32 of the China’s Trademark Law on
the grounds that its own commercial sign“Aming Tool”had
certain influence. The China National Intellectual Property
Administration (CNIPA) determined that Yiqishuo’s product
name“Aming Tool”did not have certain influence. 4 Yiqi⁃
shuo asserted under Article 6 of the Anti⁃Unfair Competition
Law that the use of the commercial sign“Aming Tool”“hav⁃
ing certain influence”by the defendant, Huitun, without au⁃
thorization constituted the act that creates confusion prohib⁃
ited by the Anti⁃Unfair Competition Law.

The court of first instance held that standards which are
different from those in traditional fields or conventional con⁃
ditions should be adopted in the determination of whether
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software products used in the Internet environment have
“certain influence”, and the requirements for the continuous
use time, area, sales volume or advertising standards
should not be set too high, thereby determined that“Aming
Tool”is the product name of the Yiqishuo’s index conver⁃
sion software that has certain influence. But in the second
instance, Huitun submitted the Request for Trademark Op⁃
position filed by Yiqishuo and the CNIPA’s Administrative
Decision, proving that Yiqishuo had furnished the same evi⁃
dence with the CNIPA in the trademark opposition proce⁃
dures and the CNIPA found that Yiqishuo’s“Aming Tool”
did not have certain influence. The court of second instance
accepted Huitun’s grounds for appeal, stating that the ex⁃
pression“having certain influence” in Article 32 of the
Trademark Law has the same meaning as“having certain
influence”in Article 6.1 of the Anti⁃Unfair Competition Law,
and according to the principle of de facto force, the legality
of an administrative act shall be examined only through ad⁃
ministrative litigation and the court shall not easily deny any
specific administrative act, including the decision on ap⁃
proval of registration, in a civil lawsuit. Eventually, despite
that the trademark“Aming Tool”applied for registration by
Huitun is“completely identical”with the corresponding
sign of Yiqishuo, the court of second instance determined
that Yiqishuo’s“Aming Tool”was not a product name hav⁃
ing certain influence, which was not subject to the confu⁃
sion provision.

In the above ⁃mentioned case, Yiqishuo’s commercial
sign“Aming Tool”cannot obtain relief from the registration
hindrance provision in the Trademark Law and the confu⁃
sion provision in the Anti ⁃ Unfair Competition Law due to
lack of the constituent element (i. e., having certain influ⁃
ence) of a common unregistered trademark. To facilitate
discussion herein, suppose that Huitun filed a trademark in⁃
fringement lawsuit against Yiqishuo, and the latter made a
non⁃infringement defense under the prior use defense provi⁃
sion of the Trademark Law. Then, will Yiqishuo meet its Wa⁃
terloo again in terms of the identification of the trademark

“having certain influence”? Shall the court adopt the“differ⁃
ent criteria theory”, i.e., the criterion for identifying the com⁃
mercial sign“having certain influence”under the prior use
defense provision shall be lower than the requirement un⁃
der the registration hindrance provision, 5 thereby allowing
Yiqishuo to continue to use“Aming Tool”within the original
scope?

This article deems that, starting from the status quo of

China’s legislation, effort shall be made to standardize the
criteria for identifying commercial signs“having certain in⁃
fluence”as stipulated in the three articles of the two laws, in
order to avoid conflicts in the application of law. Next, this
article will first analyze the current situation and shortcom⁃
ings of China’s legislative resources in resolving the con⁃
flicts in the application of law regarding commercial signs

“having certain influence” between the two laws, then
prove that the criteria for identifying commercial signs“hav⁃
ing certain influence”as stipulated in the three articles of
the two laws shall be unified based on the analysis of the
viewpoints, grounds and limitations of the“different criteria
theory”, and finally construct unified rules for identifying
commercial signs“having certain influence”.

II. Legislative resources that
coordinate the criteria for identifying
commercial signs“having certain
influence”and shortcomings thereof
The Trademark Law and the Anti ⁃ Unfair Competition

Law in China do not further expound the connotation of
commercial signs“having certain influence”, which leaves
much room for interpretation by judicial and law enforce⁃
ment authorities, but meanwhile directly lays up troubles for
inconsistent criteria for identifying commercial signs“hav⁃
ing certain influence”. In contrast, although the judicial inter⁃
pretations provided by China’s highest judicial authority
touch upon the rules on how to apply the three articles re⁃
spectively, the relevant provisions are neither aimed nor
function to coordinate the application standards of the three
articles in the two laws.

First, the judicial interpretations of the Trademark Law
analyze the connotation of and identification criteria for com⁃
mercial signs“having certain influence”in the context of
the administrative cases involving grant and confirmation of
trademark rights, and do not involve the prior use defense
provision in the Trademark Law, let alone the confusion pro⁃
vision in the Anti⁃Unfair Competition Law. For instance, Arti⁃
cle 18 of the Opinions on Several Issues Concerning the Tri⁃
al of Administrative Cases Involving Grant and Confirmation
of Trademark Rights (hereinafter referred to as the Opin⁃
ions) promulgated and implemented by the Supreme Peo⁃
ple’s Court in 2010 indicates that“where a trademark has
been actually used in China and is known to the relevant
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public in a certain area, it should be deemed as the trade⁃
mark having been used and having certain influence. If
there is evidence proving that the prior trademark has been
used continuously for a certain time, in a certain region, or
has certain sales volume or advertisements, the prior trade⁃
mark can be deemed as having certain influence.”6 The
Provisions of the Supreme People’s Court on Several Is⁃
sues Concerning the Trial of Administrative Cases Involving
Grant and Confirmation of Trademark Rights (hereinafter re⁃
ferred to as the Provisions), which have been implemented
since 2017, seem to lower the criteria for identifying marks

“having certain influence”, wherein the first sentence of the
provision of Article 18 of the Opinions is completely deleted,
and only the second sentence thereof is retained in Article
23 of the Provisions, i. e.,“where the prior trademark has
been used continuously for a certain time, in a certain re⁃
gion, or has certain sales volume or advertisements”, it can
be deemed as having certain influence. 7

Second, the judicial interpretations of the Anti ⁃ Unfair
Competition Law are only directed to the confusion provi⁃
sion, rather than the confirmation provision and defense pro⁃
vision in the Trademark Law. Take the judicial interpreta⁃
tions of the Anti⁃Unfair Competition Law passed and imple⁃
mented in 2022 for example. Regarding the regulation of
such an anti ⁃ unfair competition act as confusion, Article 4
thereof clearly stipulates that“for a sign having a certain de⁃
gree of market recognition with distinctive characters distin⁃
guishing the source of goods”, the court may determine it
as a sign“having certain influence”; and in determining
whether a sign has a certain degree of market recognition,
the court shall“take comprehensive consideration of the de⁃
gree of recognition by the relevant public in the territory of
China; the time, area, volume and target consumers of the
sale of goods; the duration, degree and geographical
scope of publicity; the protection afforded to the mark, and
other factors”. 8 Although the identification criterion is quite
similar to the identification criterion in the above judicial inter⁃
pretations of the Trademark Law judging from their expres⁃
sion, it is not clear whether they are completely consistent in
terms of substantive connotation and standards of proof. 9

In contrast, although the departmental regulations of
China’s trademark administrative authority are not faced
with the problem of coordinating the identification criteria,
the latest regulations all adopt the consistent statements
when defining the concept of“having certain influence”in
the two articles of the Trademark Law. For instance, accord⁃

ing to the Guidelines for Trademark Examination and Trial
published by the CNIPA in 2021,“the trademark having
been used and having certain influence”in the registration
hindrance provision of the Trademark Law means that“the
prior unregistered trademark has exerted the function to
identify the source of goods or services and has been
known to the relevant public within a certain scope in China
through commercial publicity, production and business ac⁃
tivities”. Specific evidence materials include: those about
the earliest use time or continuous use of the trademark;
transaction documents or records such as contracts and in⁃
voices of the relevant goods or services; the sales region
scope, volume, channels, methods, market share, etc. of
the relevant goods or services; the advertisements and mar⁃
keting materials released via various media by trademark
users; business activities such as exhibitions or auctions
participated or awards won by the relevant goods or servic⁃
es; and the like. 10 The Judging Criteria for Trademark In⁃
fringement promulgated by the CNIPA at the same period
also adopt the expression of being“known to the relevant
public within a certain scope”. In the light of Article 33 of
the Judging Criteria for Trademark Infringement, the“trade⁃
mark having certain influence”in the prior use defense pro⁃
vision of the Trademark Law refers to the“unregistered
trademark having been previously used in China and been
known to the relevant public within a certain scope”, and“a
comprehensive judgment should be made in view of such
factors as the continuous use time, sales volume, revenue
and advertising of the trademark”. 11

Although the above ⁃ mentioned administrative regula⁃
tions issued by the CNIPA do not involve the confusion pro⁃
vision of the Anti⁃Unfair Competition Law, the Guidelines for
Trademark Examination and Trial particularly specify that
the registration hindrance provision of the Trademark Law
requires“applications for trademark registration shall not in⁃
fringe upon the existing prior rights of others”, wherein it in⁃
cludes the situation of applying for trademark registration of
words, devices, etc. that are identical or similar to the
names, packages and decoration of others’goods or ser⁃
vices that have“certain influence”, which may“easily
cause confusion among the relevant public”, and the
names, packages and decoration of others’goods or ser⁃
vices that have“certain influence”refer to“signs that do
not consist merely of a functional shape, have distinctive⁃
ness, enjoy a certain degree of recognition before the regis⁃
tration of the disputed trademark, and enable the relevant
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public to distinguish the source of goods or services”. 12

This judging criterion is substantially consistent with the pro⁃
vision of Article 4 of the effective judicial interpretation of the
Anti ⁃ Unfair Competition Law. Apparently, under such cir⁃
cumstances, the application of the registration hindrance
provision of the Trademark Law will have a direct connec⁃
tion with the confusion provision of the Anti⁃Unfair Competi⁃
tion Law, and may raise the following question: when a
judge identifies the commercial sign“having certain influ⁃
ence”according to the confusion provision of the Anti ⁃Un⁃
fair Competition Law, can the criterion in the judicial inter⁃
pretation of the Anti ⁃ Unfair Competition Law be equated
with the identification criterion in the Guidelines for Trade⁃
mark Examination and Trial?

In summary, China’s existing laws and judicial interpre⁃
tations lack normative resources to coordinate the identifica⁃
tion criteria for signs“having certain influence”in the three
articles of the two laws. The administrative regulations re⁃
cently passed by the trademark administrative authority
seem to imply a certain tendency to unify the identification
criteria for signs“having certain influence”. But such a ten⁃
dency is not obvious, and the regulations are at a relatively
low rank in the hierarchy of laws and therefore cannot fully
exert their coordinating functions. In individual cases, Chi⁃
na’s judicial authorities are in the dilemma of lack of norms,
and the inconsistency and conflict of the criteria in the appli⁃
cation of law are unavoidable. The Aming Tool case is such
an example.

III. Criticism of different criteria for
identifying commercial signs“having

certain influence”

1.The“different criteria theory”and the bases thereof
Difference voices from China’s academic circle are of⁃

ten heard as to whether the same expression, namely“hav⁃
ing certain influence”, in the registration hindrance provi⁃
sion and the prior use defense provision of the Trademark
Law should be interpreted as the same. Scholars who advo⁃
cate the“different criteria theory”think that the expression,

“having certain influence”, in the two articles should be in⁃
terpreted differently, and the criteria for“having certain in⁃
fluence” in the registration hindrance provision shall be
higher than that in the prior use defense provision. 13 The

“different criteria theory”mainly assesses the strength of in⁃

fluence according to the geographical scope in which the
commercial sign was previously used, and proposes vari⁃
ous expressions for different geographical scopes. For in⁃
stance, where the influence of the previously used commer⁃
cial sign is confined to a“particular region”or a“certain ar⁃
ea”, the prior use defense under the Trademark Law can be
established; and where the influence of the previously used
commercial sign reaches a“very large area”, the registra⁃
tion hindrance provision of the Trademark Law can be ap⁃
plied. 14 Judging from the legal effects, according to the

“different criteria theory”, if the commercial sign owner files
an opposition or a request for invalidation against other’s il⁃
legitimate preemptive registration of its unregistered trade⁃
mark under the registration hindrance provision, it will bear
heavier burden of proof and have a higher risk of failure to
prove that its commercial sign“has certain influence”as
compared with the assertion of non ⁃ infringement defense
under the prior use defense provision.

The courts in support of the“different criteria theory”
usually hold that the difference in the standards of proof be⁃
tween the prior use defense provision and the registration
hindrance provision is attributed to the difference between
their constituent elements: the former only requires the
proof of the“prior use and certain influence”of a commer⁃
cial sign, which is the lowest identification criterion, where⁃
as the latter additionally requires the consideration of the
subjective element (“illegitimate means”). For instance, in
the Yuquan case, the court lowered the influence criterion
of the prior use defense provision as appropriate, in order
to make it distinguishable from the strict identification criteri⁃
on of the registration hindrance provision. 15 In the Qihang
case, the Beijing Intellectual Property Court held that the re⁃
quirement of the prior use defense provision for the influ⁃
ence of the sign is aimed to demonstrate that the legal inter⁃
est has occurred, and it is, in principle, not necessary to re⁃
quire that the sign has greater influence or the influence has
expanded to a larger geographical scope. 16 The Guang⁃
zhou Intellectual Property Court also stated in the Wrangler
case that the legislative purpose of the prior use defense
provision is to protect the legitimate rights and interests of
the prior users of unregistered trademarks; and the identifi⁃
cation criterion should not be too high, or otherwise the
room for legally exercising and protecting the unregistered
trademarks may be squeezed. 17

Studies on comparative law seem to furnish strong sup⁃
port for the“different criteria theory”. According to the stud⁃
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ies of some Chinese scholars, the registration hindrance
provisions of the German, U. K. and Japanese trademark
laws set higher requirements on objective elements for pre⁃
viously used trademarks, i.e., generally speaking, the previ⁃
ously used trademarks are required to have the“circulation
effect nationwide”(Germany),“establish goodwill within a
large area”(U.K.) and be“well⁃known among consumers”,
whereas the prior use defense provisions set lower require⁃
ments on objective elements for the previously used trade⁃
marks, i. e., the previously used trademarks are only re⁃
quired to have the“circulation effect in a particular region”
(Germany), and“establish goodwill in a particular region”
(U.K.). 18 Although the registration prohibition provision and
the continued use provision in the Japanese trademark law
both stipulate that the previously used trademarks should
be“well ⁃ known among consumers”, Japanese scholars
mostly think that the prior use defense provision requires
the recognition of the previously used trademark“in a
scope smaller than the hindrance provision”. This view is al⁃
so seen in judicial practice. For instance, in the Kotan case,
when applying the continued use provision, the court low⁃
ered the requirement for geographical scope on purpose in
a bid to make it distinguishable from the registration prohibi⁃
tion provision. 19 Why is it necessary to distinguish the ex⁃
pression,“having certain influence”, in different provisions?
The“different criteria theory”is mainly based on the fact
that the force of a registered trademark extends all over the
country, but the“prior use”in the prior use defense is dis⁃
tinctively defined within a certain region. As a result, the pre⁃
viously used trademark as a registration hindrance reason
is expected to have greater influence in terms of territorial
reach or the degree of penetration than the previously used
trademark in the prior use defense.

The scholars in support of the“different criteria theory”
also believe that different criteria should be adopted for
identifying the commercial sign“having certain influence”
in the registration hindrance provision and the prior use pro⁃
vision of the Trademark Law and the one in the confusion
provision of the Anti⁃Unfair Competition Law. Mainly starting
from the legislative purpose of the Anti ⁃Unfair Competition
Law and the relationship between the Anti ⁃Unfair Competi⁃
tion Law and the Trademark Law, the above view emphasiz⁃
es the necessity of cracking down on a huge number of free
riding acts in the market economic activities by means of
the confusion provision of the Anti⁃Unfair Competition Law,
in a bid to provide supplementary protection for the Trade⁃

mark Law. Therefore, the criterion for identifying the com⁃
mercial sign“having certain influence”in the confusion pro⁃
vision of the Anti ⁃ Unfair Competition Law should be lower
than that in the Trademark Law. 20

2. Limitations to the different criteria theory
Nevertheless, there are insurmountable limitations to

the different criteria theory.
First, in the light of the systematic interpretation ap⁃

proach, both the registration hindrance provision and the
prior use defense provision are provided in the Trademark
Law and contain the expression“having certain influence”.
Unless otherwise specified or with a clause of proviso, the
same expression shall be interpreted in the same way.
When the connotation of the expression“having certain in⁃
fluence”in different provisions is interpreted differently ac⁃
cording to the different criteria theory in judicial practice, it
is easy to lead to the conflicts in the application of law. In a
great majority of cases, the courts may only need to apply
one provision, and thus there is no cross application of mul⁃
tiple provisions as that in the Aming Tool case. However,
the Aming Tool case and other similar cases have sufficient⁃
ly exemplified that the owner of an unregistered trademark

“having certain influence”may resort to the three provi⁃
sions for legal remedies simultaneously. Under such cir⁃
cumstances, if different standards are adopted to identify
the influence and recognition of the same trademark, there
will occur inexplicable problems in the application of law.

Second, the different criteria theory suggests that differ⁃
ent criteria shall be adopted to judge the expression“hav⁃
ing certain influence”in different provisions, which actually
indicates that the expression carries different values in dif⁃
ferent ranks of the legal system. Such a value judgment is
made on an assumption that the three legal provisions of
the two laws offer protection at different levels for the previ⁃
ously ⁃ used unregistered trademark“having certain influ⁃
ence”, and impact on the trademark registration order dif⁃
ferently. Therefore, the requirements for the recognition of
the trademark“having certain influence”should also be dif⁃
ferent from each other. To be specific, the registration hin⁃
drance provision of the Trademark Law provides the stron⁃
gest protection and causes most powerful impact, followed
by the prior use defense provision of the Trademark Law
and the confusion provision of the Anti ⁃Unfair Competition
Law. The influence of the expression“having certain influ⁃
ence”in the three provisions thus declines stepwise. But
the assumption on the stepwise protection and impact is
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groundless and questionable. For instance, from the per⁃
spective of diversified trademark acquisition routes and the
balance of interests, the protection of trademarks that have
obtained legal protection due to prior use in good faith may
result in“trademark coexistence”and may increase the
likelihood of confusion between registered trademarks and
trademarks previously used in good faith in a particular re⁃
gion and among particular consumer groups. In contrast, if
a preemptively registered trademark that has never been
put into actual use or just used for a short period of time is
cancelled, the trademark registration system will not be
harmed because relevant consumers have not yet estab⁃
lished a connection between said mark and a particular
product or service. 21 Therefore, when the same right holder
safeguards his right from the perspectives of trademark co⁃
existence and hindrance of malicious preemptive registra⁃
tion, the resulting impacts on the trademark registration or⁃
der are usually hard to quantify and compare, and the pro⁃
tection of the unregistered trademark cannot be quantified.
The judgment on the basis of claims, namely, the commer⁃
cial sign“having certain influence”, should not be biased.

Third, the biggest difficulty faced by the different crite⁃
ria theory is how to distinguish various levels of influence
and recognition. Take the geographical scope, one of the
most important factors to measure the influence and recog⁃
nition, for example. In order to distinguish different degrees
of influence, the different criteria theory proposes such con⁃
cepts as“a very large area”,“a certain area”,“a relatively
small area”or“a relatively broad area”22. In comparison
with the statutory concept of“having certain influence”,
these new concepts do not succeed in specifying the differ⁃
ent levels of influence, and are still abstract. 23 The different
criteria theory also utilizes such concepts as administrative
divisions and economic circles to specify different degrees
of influence. For instance, the trademark only needs to be
regionally distinctive to be identified as“having certain influ⁃
ence”under the prior use defense provision, whereas the
trademark needs to reach several adjacent provinces or im⁃
portant economic circles so as to be identified as“having
certain influence”under the registration hindrance provi⁃
sion. 24 There is even a view that the unregistered trademark

“having certain influence”in the registration hindrance pro⁃
vision must be“well ⁃ known nationwide”. 25 However, just
like the dilemma in delimiting the territorial scope of relevant
public in relation to generic names 26, expressions like“re⁃
gionally distinctive”and“several adjacent provinces or im⁃

portant economic circles”are still concepts with blurred
boundaries and questionable rationality. Meanwhile, the

“well ⁃ known nationwide”criterion is much clearer (the
boundaries of a country are relatively definite). If the unreg⁃
istered trademark“having certain influence”in the registra⁃
tion hindrance provision is“well⁃known nationwide”, the un⁃
registered trademark under such circumstances has actual⁃
ly constituted an unregistered well ⁃ known trademark, and
the party concerned can directly protect it in accordance
with Article 13.2 of the Trademark Law. Hence, such an in⁃
terpretation exceeds the upper limit of recognition for the
unregistered common trademarks, and spoils the respec⁃
tive orientation of the unregistered well ⁃ known trademark
system and the unregistered common trademark system.

At last, the comparative law analysis does not fully sup⁃
port the different criteria theory. Take Japan for example.
Japanese scholars have pointed out that from the perspec⁃
tive of the evolution of the Japanese Trademark Act, the pri⁃
or use defense provision in the trademark law was estab⁃
lished to provide certain protection for the prior trademark
user who has missed the objection period and whose sign
has been“well ⁃ known”, i. e., the prior trademark user can
claim a non⁃ infringement defense. Thus, the understanding
of“well known among consumers”should be consistent. 27

This is also the reason why“well known”in the prior use de⁃
fense provision and that in the registration hindrance provi⁃
sion are generally determined to have the same scope in the
judgments in the Japanese judicial practice. For instance, in
the Hiroshima DCC trademark dispute, since both parties in
the lawsuits respectively sought remedies based on registra⁃
tion hindrance and prior use defense in two related trade⁃
mark disputes, in which the cross application of legal provi⁃
sions occurred, just like in the Aming Tool case. In the first
case, Daiwa Coffee requested to cancel the DCC trademark
registered by UBC Coffee; and in the second case, UBC
Coffee requested Daiwa Coffee to stop using its DCC trade⁃
mark, but the latter raised the prior use defense. In the
above cases, the Japanese courts did not adopt the differ⁃
ent criteria theory, but made a consistent interpretation of
the term“well known”in the above two provisions. 28

The comparative law analysis also reminds us from an⁃
other perspective that full attention must be paid to the sub⁃
tle differences in the functional orientations of legal provi⁃
sions as a result of the differences between Chinese and
foreign legislations. For instance, both the registration hin⁃
drance provisions in the German and U.K. trademark laws
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involve no subjective aspects of the registrants, whereas
China has clarified that“illegitimate means”is one of the el⁃
ements for preemptive registration; and the German and U.
K. trademark laws stipulate an exception that the right to re⁃
quest the cancellation of malicious preemptive registration
is not subject to statutory time limits, whereas China sets a
five⁃year time limit for the exercise of the right to cancel ma⁃
licious preemptive registration. The aforesaid differences
surely affect the interpretation of the influence and recogni⁃
tion in the registration provisions of the German and U. K.
trademark laws to some extent. In other words, from the per⁃
spective of the German and U.K. trademark laws, it is rea⁃
sonable to set higher criteria for influence that can be used
to challenge a registered trademark, since those provisions
can be utilized against bona fide registrants. However, in re⁃
gard to the registration hindrance provision against improp⁃
er preemptive registration in the China’s trademark law,
such high criteria for determining influence may hinder its
function and orientation of inhibiting improper preemptive
registration.

IV. The theoretical justification and
specific application of the unified
criteria for identifying commercial
signs“having certain influence”
1. Theoretical justification of the unified criteria theory
Contrary to the different criteria theory, the unified crite⁃

ria theory generally starts from the perspective of systemat⁃
ic interpretation, stating that the constituent elements of a
common unregistered trademark are“having been used”
and“having certain influence”, so the expression“having
certain influence”should be given a unified interpretation.
The unified criteria theory can be further divided into a nar⁃
row one and a broad one according to whether the unified in⁃
terpretation is only applicable to the Trademark Law or both
the Trademark Law and the Anti⁃Unfair Competition Law.

According to the unified criteria theory in a narrow
sense, the registration hindrance provision and the prior
use defense provision are both stipulated in the Trademark
Law and adopt the concept of“having certain influence”,
and are in a“supplementary and further evolutionary”rela⁃
tionship and identical in terms of their legal nature and func⁃
tion. Therefore, the same concept should be interpreted the
same unless otherwise specified or there is a clause of pro⁃

viso. 29 In practice, there are judicial decisions that support
the unified criteria theory in a narrow sense at home and
abroad. The aforementioned Hiroshima DCC trademark dis⁃
pute is just an example. The effort made by Chinese judges
to coordinate the two provisions also embodies the spirit of
the unified criteria theory. First of all, as regards the interpre⁃
tation of the prior use defense provision, the court cited the
criterion for determining“having certain influence”under
the registration hindrance provision given by the Provisions
in the“Ambitmicro”case 30; and in the“Huamu Gankang”
case 31, the“Wangxingji”case 32 and the“NFHIFI”case 33,
the courts all followed the examination criteria that are con⁃
sistent with the registration hindrance provision. Second,
when it comes to the application of the registration hin⁃
drance provision, some courts hold that the subjective ele⁃
ment can supplement the influence element, and the two el⁃
ements are complementary. Therefore, the criterion of“hav⁃
ing certain influence”can be adjusted. If the actor’s sub⁃
jective malice is evident (such as massive preemptive regis⁃
trations of public resources as trademarks, improper exploi⁃
tation of other’s market reputation, or enormous applica⁃
tions for trademark registration that exceed the needs of
normal business activities), the requirements for the evi⁃
dence proving the trademark“having certain influence”
can be relaxed (such as the“Zheng Yu”case 34), or even
no requirement is set for actual sales in the territory of China
(such as the“AESOP”case 35 in which the strict require⁃
ment for“having been used within China”is abandoned).

The unified criteria theory in a narrow sense delves into
the relationship between the two provisions in the Trade⁃
mark Law from the perspective of systematic interpretation.
But it is still doubtful whether the systematic interpretation
approach can extend beyond the Trademark Law to encom⁃
pass the provision on“having certain influence”in the Anti⁃
Unfair Competition Law. The unified criteria theory in a
broad sense further expands the systematic interpretation,
highlighting that the signs in the three provisions of the two
laws all pertain to unregistered trademarks and therefore
said provisions must be consistent. Accordingly, the unified
interpretation of the expression“having certain influence”
in the three provisions of the two laws complies with the leg⁃
islative spirit of China’s unregistered trademark protection
system and is more definite and highly operable in practice.
Furthermore, the scope of the expression“having certain in⁃
fluence” in the Anti ⁃ Unfair Competition Law is at least

“greater than or equal to”that in the Trademark Law. 36
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There is a view that Article 18 of the Opinions defines the ex⁃
pression“having certain influence”in the registration hin⁃
drance provision with reference to the criteria for“well ⁃
known goods”in the Anti ⁃ Unfair Competition Law. There⁃
fore, there is no substantial difference in interpretation be⁃
tween the criteria for signs“having certain influence”and
those for“well⁃known goods”. 37 Some courts have made ex⁃
planation to the coordination between the Trademark Law
and the Anti⁃Unfair Competition Law in specific cases. In ad⁃
dition to the second⁃instance judgment of the“Aming Tool”
case, the court in the“Ant Mover”case 38 also understood
the expression“having certain influence”in the prior use de⁃
fense provision and the confusion provision as the same.

This article endorses the unified criteria theory in a
broad sense, that is to say, the same criteria should be ad⁃
opted to identify a commercial sign“having certain influ⁃
ence”in the three provisions in the context of either the
Trademark Law or both the Trademark Law and the Anti⁃Un⁃
fair Competition Law. In addition to the aforementioned
grounds for refuting the different criteria theory, the follow⁃
ing grounds shall also be taken into account:

First, from the perspective of contextual analysis, each
law can be regarded as a particular context. According to
the basic principle of unity of rule of law and the principle of
integrity of legal interpretation, the same concept or the
same rule should be semantically consistent in the legal
system. 39 Under the systematic interpretation, the connota⁃
tion of a legal concept is defined by not only the context but
also the overall goals of the law such as the tenet, value and
principles. 40 The commercial sign“having certain influ⁃
ence”is in essence related to China’s unregistered trade⁃
mark protection system. The protection of such commercial
signs inevitably involves various rules concerning unregis⁃
tered trademarks in the trademark law, and even the confu⁃
sion regulations in the anti ⁃ unfair competition law. These
rules should be analyzed in the same content and are kept
semantically consistent. For such reasons, the expression

“having certain influence”in the context of the trademark law
and the anti ⁃unfair competition law shall be interpreted sys⁃
tematically in a unified manner, unless otherwise specified.

Second, from the perspective of specific application of
law, the contexts in which the three provisions of the two
laws are analyzed are usually consistent. For instance,
when protecting an unregistered trademark with certain rec⁃
ognition under the Trademark Law, the courts often cite the

“principle of good faith”in Article 7 (such as the“Erguang

Wonton”case 41),“not be in conflict with any prior legitimate
rights acquired by others”in Article 9 (such as the“Golden
Hualian”case 42) and“shall be handled in accordance with
the Anti⁃Unfair Competition Law of the People’s Republic of
China” in Article 58 (such as the“China Resources”
case 43), in addition to the registration hindrance provision
and the prior use defense provision. It can be seen that in
their specific application, the registration hindrance provi⁃
sion and the prior use defense provision are usually applied
in the same context.

Third, from the perspective of historical analysis, the
Trademark Law and the Anti⁃Unfair Competition Law share
the same goal and have close historical connections in
terms of anti⁃counterfeiting. Under a strict trademark acqui⁃
sition by registration system, trademark rights can only be
granted for well⁃known trademarks without registration, and
common unregistered trademarks are not protected by the
trademark law. The value orientation of the trademark acqui⁃
sition by registration system pushes the anti⁃unfair competi⁃
tion law to function to protect unregistered trademarks with
certain recognition, namely,“having certain influence”, and
builds up, together with the principle of good faith in the
trademark law for regulating malicious preemptive registra⁃
tion, a complete protection system for unregistered trade⁃
marks. 44 This explains why disputes sued on the grounds of

“trademark infringement”and“unfair competition”have no
substantial difference in some countries (e. g., the United
States). 45 Hence, the Trademark Law and the Anti ⁃ Unfair
Competition Law of China shall provide consistent protec⁃
tion for commercial signs“having certain influence”.

Fourth, the expression“having certain influence” is
more like a factual evaluation of unregistered trademarks,
or at least a legal finding of facts, and should not incorpo⁃
rate different value evaluations. As indicated in the series of
the“Ghost Blowing Lamp”cases by the second ⁃ instance
court,“it is an objective fact that the series of works entitled

“Ghost Blowing Lamp”46 enjoy high market recognition”.
As for the identification of recognition, Chinese courts are al⁃
most the same in terms of the selection of influencing fac⁃
tors and the admission of relevant evidence when applying
the three provisions of the Trademark Law and the Anti⁃Un⁃
fair Competition Law. Specifically, the following factors are
generally taken into consideration: (1) sales scope, sales
volume, sales time, market share and even tax amount; (2)
advertising, online media comments, users’selection and
recognition; (3) honors and cooperation with well⁃known en⁃
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terprises; (4) decisions of the Trademark Office; and (5) the
use time of the sign in dispute. Thus, if the factual finding
criteria are made different due to different bases of claims
chosen by the parties concerned, the boundaries of factual
findings and value judgment may be confused. Under such
circumstances, if different factual finding standards are ad⁃
opted and, in a far ⁃ fetched manner, some unregistered
trademarks are classified as subject matters eligible for pro⁃
tection only under the Anti ⁃Unfair Competition Law due to
the distinctions in reliefs between the Trademark Law and
the Anti ⁃Unfair Competition Law, this approach actually fo⁃
cuses on the inherent difference in legislative values be⁃
tween the laws, which completely departs from the factual
finding of the influence of unregistered trademarks.

In summary, this article supports the unified criteria the⁃
ory, that is, the expression“having certain influence”in the
three provisions of the two laws shall not be differentiated
according to influence and recognition. It conforms to the
legislative purpose of the China’s common unregistered
trademark system, and is easy in practices and capable of
preventing contradictions and conflicts between the stan⁃
dards of law application where legal provisions cross in
specific cases.

2. Criteria and methods for identifying influence
Having made clear that the criteria for identifying the

commercial signs“having certain influence”should be uni⁃
fied, it is necessary to further delve into two issues: first,
whether the unified criteria for identifying influence should
be high or low; and second, in view that influence is a vary⁃
ing factor, how shall we understand and cope with the po⁃
tential negative impact of such change on the unified appli⁃
cation of law.

(1) Criteria for identifying influence
There is little discussion as to what criteria for identify⁃

ing influence should be adopted under the unified criteria
theory. Some Chinese scholars deem that said criteria
should be set the same as those for obtaining distinctive⁃
ness or“secondary meaning”in judging whether a sign
constitutes a trademark, 47 or that the criteria require the
identifiability that functions as the premise and basis for le⁃
gal protection of trademarks. 48 The authors opine that un⁃
der the unified criteria for identifying“certain influence”, rel⁃
atively low criteria for identifying influence, namely, the“dis⁃
tinctiveness through use”criteria, should be established by
extracting the same connotation from such expressions as
distinctiveness, identifiability or“secondary meaning”and

combining this with the concept of“relevant public”49 long
used in China’s trademark law and anti ⁃unfair competition
law in practice.

First, unregistered commercial signs“having certain in⁃
fluence”are those having acquired distinctiveness, identifi⁃
ability or“secondary meaning”through trademark use. Tak⁃
ing the acquisition of distinctiveness through use as the cri⁃
terion for identifying“certain influence”fully complies with
the theory of acquiring trademark right protection, given
that the acquisition of distinctiveness through use is one of
the major manners to obtain trademark protection. For in⁃
stance, as definitely specified in the German Trademark
Act, a trademark can be obtained by three means, i. e., a
trademark can be registered, or acquired through use or by
being well known, and the acquisition of the second mean⁃
ing through use refers to“the use of a sign in trade in so far
as the sign has acquired public recognition as a trademark
within the affected trade circles”. 50

Second, distinctiveness, identifiability or“secondary
meaning”required for identifying“certain influence”can
be acquired as long as the sign has gained recognition
among the relevant public. It is not necessary that the sign
is well ⁃ known in all or most markets or among all or most
people, or otherwise, the criteria for identifying influence
may be in conflict with the criteria for identifying well⁃known
trademarks. Moreover,“certain influence”can be identified
as long as the commercial sign is known to a part of the rel⁃
evant public, and it is not necessary that all the operators or
consumers of the relevant public are familiar with the com⁃
mercial sign. 51 As for how to determine the scope and num⁃
ber of“a part of”the relevant public, judges can quantify
them in individual cases based on the attributes and char⁃
acteristics of specific goods (services) and specific territori⁃
al scopes, and keep the quantified criteria consistent when
coordinating the application of the three provisions of the
two laws.

Third, even though the expression“having certain influ⁃
ence”conveys a temporal connotation of“continuous use”,
it does not mean absolutely uninterrupted use. 52 The“cer⁃
tain influence”of a sign cannot be denied simply because
of the short use or publicity time. The strength of influence is
indeed linked with the time factor, but shall be identified
flexibly (such as the Cephalosporin case 53). A comprehen⁃
sive consideration shall be given to the complete history of
the use of commercial signs, and it is not appropriate to
make a judgment merely based on respective use time of
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the parties (such as the Taiqi case 54).
(2) Dynamic identification of influence
Unified criteria for identifying influence do not mean

that the courts’judgments on“certain influence”made ac⁃
cording to the three provisions of the two laws must be ex⁃
actly the same. Whether a commercial sign having certain
influence must be identified dynamically on a case⁃by⁃case
basis.

First of all, in view of the diversified protection routes for
unregistered trademarks, the party concerned can choose
a corresponding claim in either the Trademark Law or the
Anti ⁃Unfair Competition Law according to specific circum⁃
stances. The time periods during which the influence will be
evaluated may be different in the different relief routes. For
instance,“certain influence”in the registration hindrance
provision refers to that in the period prior to the registration
of the disputed trademark, special attention shall be paid to
the period before the use of the other party’s trademark for
identifying“certain influence”in the prior use defense provi⁃
sion, and“certain influence”in the confusion provision is di⁃
rected to the period during which infringement occurs. Un⁃
der such circumstances, the time periods covered by the
parties’evidence may overlap, but not be completely iden⁃
tical. As a result, the court has to determine the influence of
the commercial sign according to facts at different periods
in different litigation proceedings, such as in the trademark
confirmation procedures and the unfair competition action
against confusion and counterfeiting. Although the court
adopts the same criteria for identifying influence, different
conclusions may be drawn due to different protection
routes, not fully aligned time periods for evaluating influ⁃
ence, and evidence that may not be exactly identical.

Second, trademark use is dynamic, and the influence of
a commercial sign is dynamic as well and will vary as time
passes by. The influence of a commercial sign can increase
from scratch to a higher level with continuous use and opera⁃
tion; and on the contrary, the influence may also gradually di⁃
minish due to little use. This means that if the court has made
a conclusion on the influence of a commercial sign under a
certain relief route, said conclusion is only valuable as refer⁃
ence, but should not be taken for granted. For instance,
even though the plaintiff proved by evidence the influence of
the disputed sign at the time of registration of the defendant’
s trademark in the trademark confirmation procedures, it
does not necessarily mean that the disputed sign also has
the same influence when used by the defendant in the law⁃

suit for unfair competition resulting from confusion.
Third, due to the difference in relief routes and the dy⁃

namic changes in the influence of commercial signs, the
factual findings for identifying influence by the courts may
be different even in related cases involving the same par⁃
ties concerned. Thus, the examination on“certain influ⁃
ence”must be dynamically made on a case⁃by⁃case basis,
just like the way to identify well⁃known trademarks individu⁃
ally. In particular, if there are conclusions drawn under dif⁃
ferent relief routes, the court must take a precautious atti⁃
tude towards the previous judicial or administrative deci⁃
sions. Under such circumstances, in view of the different
facts of individual cases, the court must consider whether to
fully accept or reject the factual findings of the previous spe⁃
cific administrative act (such as the Aming Tool case), or
take the previous administrative ruling into consideration as
one of the“other factors”(such as the Mars case 55), or
make a new decision on the case⁃by⁃case basis (such as
the Jinjunmei case or the Huamei case 56).

V. Conclusion
The three legal provisions in the Trademark Law and

the Anti⁃Unfair Competition Law provide systematic protec⁃
tion for commercial signs“having certain influence”from
the perspectives of hindrance of improper registrations, pri⁃
or use defense and anti⁃confusion. Based on the legislative
purpose of the China’s common unregistered trademark
system, the three provisions should not be further distin⁃
guished in terms of criteria or level of influence so as to
avoid the conflicts in the application of criteria where legal
provisions cross or overlap, thereby enhancing the certainty
and practicability of the application of law. With the unified
criteria for identifying influence, Chinese courts shall adopt
a dynamic identification method on a case ⁃by ⁃case basis
and examine the three requirements for unregistered com⁃
mercial signs“having certain influence”, namely, the sign
has been used as a trademark; the sign has acquired dis⁃
tinctiveness or“secondary meaning”through actual use
and functions to identify the source of goods; and the sign
has accumulated market recognition and goodwill among
the relevant public.■
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