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I. Introduction
With Germany’s formal ratification of the Agreement on

a Unified Patent Court (hereinafter referred to as“UPCA”)
and its deposit of instrument of ratification with the Council
of the European Union on 17 February 2023, the Unified Pat⁃
ent Court (hereinafter referred to as“UPC”), which had
been prepared for many years, was eventually put into offi⁃
cial operation as of 1 June 2023 in accordance with Article
89(1) of the UPCA. Statistics showed that within the first
year of business of the UPC, there have been filed more

than 370 proceedings, most of which involve procedural as⁃
pects and provisional measures, rather than substantive is⁃
sues of patent law 1. It indicates that various interested par⁃
ties are actively testing and exploring the specific practice
under such a new system. Among a multitude of procedural
issues, how to coordinate the relationship between the revo⁃
cation proceedings and opposition proceedings on a uni⁃
tary patent remains one of the focal concerns.

The UPC has exclusive jurisdiction over actions for in⁃
fringement and actions for revocation of European patents.
In the light of the definition of“patent”in Article 2 of the UP⁃
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CA and the provision on competence of the court in Article
32.1 thereof, regarding“the European patent and/or a Euro⁃
pean patent with unitary effect”2, the UPC shall have exclu⁃
sive competence in respect of“(d) actions for revocation of
patents and for declaration of invalidity of supplementary
protection certificates; and (e) counterclaims for revocation
of patents and for declaration of invalidity of supplementary
protection certificates”. 3 In addition, according to Article 99
on opposition to European patents and Article 142 on uni⁃
tary patents of the European Patent Convention (hereinafter
referred to as the“EPC”) 4, together with Paragraph 26 of
the Preamble of the Regulations (EU) No. 1257/2012 of Im⁃
plementing Enhanced Cooperation in the Area of the Cre⁃
ation of Unitary Patent Protection 5, a party may also file an
opposition with the European Patent Office (hereinafter re⁃
ferred to as the“EPO”) against a European patent and/or a
European patent with unitary effect granted by the EPO. Or
in other words, where a party intends to invalidate any claim
of a patent, it may bring a separate action for revocation of
the patent or a counterclaim for revocation of the patent in
an action for patent infringement before the UPC, in addi⁃
tion to initiating opposition proceedings before the EPO.

Since Article 33.8 of the UPCA clearly stipulates that an
action for revocation can be brought with the UPC without
the applicant having to file notice of opposition with the
EPO 6, and there is currently no rule regarding the priority
between the opposition proceedings before the EPO and
the revocation proceedings before the UPC, the opposition
proceedings before the EPO and the revocation proceed⁃
ings before the UPC can proceed in parallel. In order to co⁃
ordinate the two parallel proceedings, the UPCA has intro⁃
duced the institutional design for staying the actions at the
UPC. Article 33.10 of the UPCA reads that“a party shall in⁃
form the Court of any pending revocation, limitation or oppo⁃
sition proceedings before the European Patent Office, and
of any request for accelerated processing before the Euro⁃
pean Patent Office. The Court may stay its proceedings
when a rapid decision may be expected from the European
Patent Office.”7 Furthermore, Rule 295(a) of the Rules of
Procedure of the Unified Patent Court (hereinafter referred
to as the“UPC’s Rules of Procedure”) sets forth special
provisions on the conditions and circumstances under
which the Court may stay its proceedings, i.e.,“(a) where it
is seized of an action relating to a patent which is also the
subject of opposition proceedings or limitation proceedings
(including subsequent appeal proceedings) before the Eu⁃

ropean Patent Office or a national authority where a deci⁃
sion in such proceedings may be expected to be given rap⁃
idly”. 8 The above ⁃mentioned two provisions, however, are
principled provisions merely on whether the Court shall stay
the proceedings before the UPC where the opposition pro⁃
ceedings before the EPO go in parallel with the actions be⁃
fore the UPC. There is still no specific and effective guid⁃
ance on how to resolve the inevitable procedural and sub⁃
stantive conflicts between them, thereby resulting in uncer⁃
tainty.

In Carrier Global Corporation (“Carrier”) v. Bitzer Elec⁃
tronics A / S (“Bitzer”), which was concluded by the UPC
Court of Appeal on 28 May 2024, the UPC Court of Appeal
presented its reasoning in the judgment on the criteria for
the“stay of proceedings”when the opposition proceedings
before the EPO go in parallel with the revocation proceed⁃
ings before the UPC, which provided guidance for handling
similar cases by the UPC in the future. However, there are
still many questions concerning the conflict and coordina⁃
tion between the two proceedings, especially the effect of
the decision of the opposition proceedings before the EPO
and the decision of the revocation proceedings before the
UPC where conflict occurs, which needs to be clarified in
UPC’s adjudication practice in the future. Starting from this
case, this article introduces the facts of the case, procedur⁃
al issues and judgment essentials, compares the similarities
and differences between the opposition proceedings be⁃
fore the EPO and the revocation proceedings before the
UPC, and the impacts thereof on litigation strategies, and fi⁃
nally introduces and delves into the measures taken by the
EPO and UPC for coordinating the conflicts of the two pro⁃
ceedings.

II. Facts and judgement essentials
of Carrier v. Bitzer

On 28 June 2023, Bitzer brought opposition proceed⁃
ings against Carrier’s patent (EP3414708) entitled“adap⁃
tive sensor sampling of a cold chain distribution system”

before the EPO. On the next day, Bitzer brought an action
for revocation of claim 1 of the same patent before the UPC
Paris Central Division. To accelerate the opposition pro⁃
ceedings before the EPO, Carrier first filed a request for ac⁃
celeration of the opposition proceedings before the EPO on
1 November 2023, and then lodged a request with the Paris
Central Division pursuant to Article 33(10) of the UPCA and
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Rule 295(a) of the UPC’s Rules of Procedure on 1 Decem⁃
ber 2023, asking for the stay of the revocation proceedings
pending the opposition proceedings before the EPO. The
main grounds for Carrier’s request for the stay of the action
for revocation before the UPC are mainly listed as follows:
(1) the request for accelerated processing of that opposi⁃
tion has been filed in the presence of parallel proceedings
before the EPO and the UPC; (2) the patent in suit was vali⁃
dated for France, Germany and United Kingdom and, there⁃
fore, has a wider territorial scope than the action for revoca⁃
tion; and (3) the parallel proceedings before the EPO and
the UPC may result in a procedural inefficiency, since the
patent in suit in the action for revocation before the UPC is
only limited to a product technical solution, whereas the pat⁃
ent in suit in the opposition proceedings before the EPO in⁃
cludes both the product and method technical solutions,
and the grounds for the action for revocation are substan⁃
tially the same as those for the opposition proceedings. 9 Al⁃
though Bitzer raised no objection to the fact that the same
patent had parallel proceedings before the EPO and the
UPC, it argued that no evidence proved that a rapid deci⁃
sion in the opposition proceedings before the EPO is ex⁃
pected and more importantly, a stay is not appropriate in
view of its interest in a decision on its freedom to operate as
quick and as far as possible. 10

After the hearing, the first⁃instance court, on 8 January
2024, rejected Carrier’s request for the stay of the action
for revocation, but granted Carrier leave to appeal and left
the interpretation of the relevant legal provisions to the
Court of Appeal. The first⁃instance court determined that al⁃
though pursuant to Article 33(10) of the UPCA and Rule 295
(a) of the UPC’s Rules of Procedure, the court may stay the
action for revocation when a rapid decision in the opposi⁃
tion proceedings may be expected from the EPO, since
there is lacking a consistent guidance on a“rapid deci⁃
sion”, the court when making an order shall weigh up the
opposing interests of the parties and, in particular, the inter⁃
est in having a decision by the UPC in an appropriate time
and the interest in avoiding costs for parallel proceedings.
The court shall take into account the expected date of the
decision of opposition proceedings before the EPO, and
consider whether an order of stay of the proceedings until
that expected date would cause an unjustifiable harm to the
right to access to justice of the claimant. Indeed, while it
seems convenient to order the stay of the proceedings
where the proceedings before EPO are near to the end and

the revocation action before the UPC has just begun, a com⁃
prehensive consideration is required where these factual
circumstances are not existing. The first⁃instance court held
that although Carrier had filed a request for accelerated pro⁃
cessing before the EPO, the absence of a concrete expec⁃
tation for the EPO decision in the near future, evaluated to⁃
gether with the expected date of the current proceedings,
that can be estimated in approximately one year since the
lodging of the claim, as provided for by Paragraph 7 of the
Preamble of the UPC’s Rules of Procedure, leads this panel
to the conclusion that the requirement of the rapid decision
of the EPO proceedings is not fulfilled. 11

Subsequently, Carrier filed an appeal to the UPC Court
of Appeal in Luxembourg, requesting the court to set aside
the impugned order and grant the request to stay the revo⁃
cation proceedings. Carrier argued that the first ⁃ instance
court erred in its order mainly on the grounds that (1) the
first⁃instance court failed to take into account the fundamen⁃
tal rights of the party to be heard and be informed of rea⁃
sons for decisions in administrative or judicial proceedings
according to the Charter of Fundamental Rights of the Euro⁃
pean Union, to provide the appellant with the opportunity to
respond to the respondent’s comments, and to set out
clearly what test it was applying for granting a stay of the ac⁃
tion for revocation; (2) the first⁃instance court failed to follow
the principles of the UPCA that the UPC proceedings shall
be on the basis of the principles of proportionality, flexibility,
fairness and equity, and did not consider the fact that accel⁃
erated proceedings before the EPO have been sought by
Carrier; and (3) the continuation of the revocation proceed⁃
ings in parallel with the opposition proceedings places an
unreasonable burden on the appellant and is unnecessary,
given that the opposition proceedings subsumes the action
for revocation in terms of territorial scope and substantive
scope. 12

The UPC Court of Appeal appointed its president, Mr.
Klaus Grabinski, to be the chief justice of the collegial panel
in the appeal case. The court upheld the first⁃instance judg⁃
ment after hearing the case. In response to Carrier’s
grounds for appeal, the Court of Appeal reasoned as follows:

First, Article 33(10) of the UPCA and Rule 295(a) of the
UPC’s Rules of Procedure must be applied and interpreted
in accordance with the fundamental right to an effective le⁃
gal remedy and a fair and public hearing within a reason⁃
able time as guaranteed by Article 6 of the European Con⁃
vention for the Protection of Human Rights and Fundamen⁃
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tal Freedoms and Article 47 of the Charter of Fundamental
Rights of the European Union. These provisions must also
be applied and interpreted on the basis of the principles of
proportionality, flexibility, fairness and equity in accordance
with Articles 41(3), 42 and 52(1) of the UPCA and Point 2 of
the Preamble of the UPC’s Rules of Procedure. The Court
of Appeal stated that in accordance with these principles,
proceedings must be conducted in a way which will normal⁃
ly allow the final oral hearing at first instance to take place
within one year, and to guarantee the statutory period, the
court should in principle avoid the stay of the revocation
proceedings (Point 7 of the Preamble of the UPC’s Rules of
Procedure). Although the EPC and the UPCA allow third
parties to challenge the validity of a patent in both opposi⁃
tion and revocation proceedings and allow them to initiate
revocation proceedings while opposition proceedings relat⁃
ing to the same patent are pending, it is not sufficient to al⁃
low an exception to the principle that the court shall avoid
the stay of revocation proceedings.

Second, the principle of avoiding irreconcilable pro⁃
ceedings does not require that the UPC always stays revo⁃
cation proceedings pending opposition proceedings. Deci⁃
sions in which the UPC and EPO issue different rulings on
the revocation of a European patent are not irreconcilable.
Where one body upholds the patent and the other revokes
it, the latter decision will prevail. The interests of harmoniz⁃
ing decisions on the validity of a European patent can be
promoted by ensuring that the body that decides last can
take the decision of the body that decides first into account
in its decision. That means that the interests of harmoniza⁃
tion in general do not require a stay by the UPC where it can
be expected that the UPC will issue its decision first.

Third, the terms“rapid”and“rapidly”in these provi⁃
sions must be interpreted in the light of the principles set
out above and the relevant circumstances of the case, such
as the stage of the opposition proceedings and the stage of
the revocation proceedings. The wording“may stay”in the
UPCA means that the court has a discretionary power to
stay the proceedings. Whether or not a stay is granted de⁃
pends on the balance of the interests of the parties. The
mere fact that Carrier has requested for the acceleration of
the opposition proceedings is not sufficient to stay revoca⁃
tion proceedings before the UPC. Similarly, Rule 298 of the
UPC’s Rules of Procedure provides that the court“may
stay”its proceedings pending accelerated opposition pro⁃
ceedings. Therefore, even if the accelerated opposition pro⁃

ceedings are pending, the court may not stay its proceed⁃
ings and has the power to make a decision at its discretion.
Obviously, whether the accelerated opposition proceedings
can lead to a“rapid”decision is also a factor that needs to
be comprehensively assessed and considered. In this
case, the date of the oral proceedings in the opposition pro⁃
ceedings before the EPO was set on 25 October 2024, and
on 28 March 2024 the EPO informed the parties that it was
not possible to find a suitable date within the subsequent
two months for the oral proceedings and therefore the date
of the oral proceedings remains as originally planned 13.
The scheduled date for the oral hearing in the revocation
proceedings before the UPC was 21 June 2024, and the
UPC decision can be expected well before the EPO deci⁃
sion 14. Thus, the stay of the revocation proceedings is not
granted in this case.

In the end, regarding Carrier’s argument that the con⁃
tinuation of the revocation proceedings places an unreason⁃
able burden on the appellant and is unnecessary, the Court
of Appeal was of the opinion that the revocation proceed⁃
ings are currently in their final stage, so the costs of continu⁃
ing the revocation proceedings are relatively low. Further⁃
more, to avoid unnecessary duplication of proceedings by
staying the revocation proceedings until the decision in the
opposition proceedings has become final, a long⁃term stay
of the revocation proceedings would therefore be required,
as it is not in dispute that the losing party will appeal against
the decision in the opposition proceedings. Such a long ⁃
term stay is clearly at odds with the aforementioned guide⁃
line of an oral hearing within one year of the UPC’s Rules of
Procedure and clashes with the respondent’s legitimate in⁃
terest in obtaining a decision by the UPC to determine its
freedom to operate as soon as possible. In summary, the
Court of Appeal rejected the appeal and confirmed the de⁃
cision of the first ⁃ instance court to reject Carrier’s request
for a stay of the revocation proceedings. 15

III. Similarities and differences
between revocation proceedings
before the UPC and opposition

proceedings before the EPO, as well
as the impacts thereof

According to the EPC signed in 1973, within nine
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months of the publication of the mention of the grant of the
European patent in the European Patent Bulletin, any per⁃
son, besides the proprietor of the patent, may give notice to
the EPO of opposition to that patent. Opponents shall be
parties to the opposition proceedings as well as the propri⁃
etor of the patent. Any third party may intervene in opposi⁃
tion proceedings if the third party proves that proceedings
for infringement of the same patent have been instituted
against him, or the third party has instituted proceedings for
a ruling that he is not infringing the patent. After the written
procedure and final oral hearing, the EPO’s Opposition Di⁃
vision makes an opposition decision to uphold or revoke the
patent or uphold the patent as amended. If being dissatis⁃
fied with the opposition decision, the party may appeal to
the EPO Boards of Appeal within two months after notifica⁃
tion of the written decision, and the two⁃month period is non⁃
extendable. 16

In the light of the newly implemented UPCA, any party
concerned may bring, at any time, an action for revocation
of the patent before the UPC Central Divisions or a counter⁃
claim for revocation of the patent before the court where an
action for patent infringement was filed. It is obvious that af⁃
ter the official launch of the UPC, there are three different
ways to challenge the validity of a European patent: filing an
action for revocation separately before the UPC Central Divi⁃
sions, filing a counterclaim for revocation before a local
court, and initiating the opposition proceedings before the
EPO. However, the EPC, UPCA and other EU laws related
to unitary patents, such as Regulation (EU) No.1257/2012 of
implementing enhanced cooperation in the area of the cre⁃
ation of unitary patent protection 17, Regulation (EU)
No. 1260 / 2012 of implementing enhanced cooperation in
the area of the creation of unitary patent protection with re⁃
gard to the applicable translation arrangements 18 and
Rules relating to Unitary Patent Protection 19, all fail to clearly
specify whether the revocation proceedings before the UPC
take priority over the opposition proceedings before the
EPO, or vice versa. It means that the two proceedings can
proceed in parallel and be chosen by the party at his will.
Making a choice is a party’s freedom, but may also be a dif⁃
ficulty for him. The key to resolve such a difficulty lies in the
understanding of the similarities and differences between
the two proceedings, apart from the clear knowledge of his
own capabilities and needs.

First, the similarities between the revocation proceed⁃
ings before the UPC and the opposition proceedings before

the EPO are mostly at the substantive patent law level. In
the light of Article 24.1 of the UPCA, when hearing a case
brought before it, the UPC shall base its decisions on the
EU law, UPCA and EPC, and particularly, the adherence to
the EPC leads to the fact that the revocation proceedings
before the UPC and the opposition proceedings before the
EPO are highly similar in terms of substantive matters. It has
been quite normal that a great number of substantive rules
from the EPC are cited in the UPC’s judicial practice. For in⁃
stance, regarding the claim construction, the UPC Court of
Appeal held in NanoString v. 10x Genomics that the patent
claim is not only the starting point, but also the decisive ba⁃
sis for determining the scope of protection of a European
patent under Article 69 of the EPC in conjunction with the
Protocol on the Interpretation of Article 69 of the EPC. The
interpretation of a patent claim does not depend solely on
the strict, literal meaning of the wording used. Rather, the
description and the drawings must always be used as ex⁃
planatory aids for the interpretation of the patent claim and
not merely to resolve any ambiguities in the patent claim. 20

Second, as two independent proceedings, the revoca⁃
tion proceedings before the UPC and the opposition pro⁃
ceedings before the EPO are different from each other in
various aspects, such as the accepting department, quali⁃
fied parties, applicable scope, grounds for revocation or op⁃
position, examination duration, language, fees and costs,
and timing (see Table 1). For instance, as regards the sub⁃
ject that can file, the opposition proceedings before the
EPO, in principle, allow an anonymous“straw man”to file
an application for opposition, but an abuse of procedure
will render the opposition inadmissible such as where the
opponent acts on behalf of the patent proprietor 21, while the
action for revocation before the UPC must be brought by a
party, who is concerned by a patent, according to Article
47.6 of the UPCA, and it is required to prove that the party is
legally or economically related to the patent 22, which means
an anonymous“straw man”can hardly be allowed. As re⁃
gards the grounds for revocation or opposition, in addition
to those in the opposition proceedings before the EPO, the
grounds for bringing an action for revocation before the
UPC include lack of entitlement of the proprietor 23, the ex⁃
tension of the scope of protection after grant 24, and“an ear⁃
lier unpublished national application”which can be relied
on only in national revocation proceedings 25. As regards
the applicable scope of patents, the opposition proceed⁃
ings before the EPO apply to all European patents granted
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Proceedings
Item

Accepting
department

Qualified
parties

Applicable
scope

Grounds

Language
used

Fee and
costs

Duration

Actions for
revocation

Counterclaims
for revocation

Initiating party

Third⁃party
intervention

Scope of
patents

Territorial scope

Language of
Proceedings

Written
procedure

Oral hearing

Court fee/
filing fee

Cost bearing

Revocation proceedings before the UPC

UPC Central Divisions: Paris (IPC⁃B, D, E, G, H), Munich (IPC⁃C,
F) and Milan (IPC⁃A)

Regional division or local divisions accepting infringement law⁃
suits 29;
Other divisions selected upon agreement

A party who is concerned by a patent

No provision

European patents not opted out from the exclusive competence
of the UPC

Member states (18) of the UPCA30

Substantial requirements for patent grant; the extension
of the scope of protection after grant; lack of entitlement
of the proprietor

UPC Central Divisions (English, German and French);
Official language or designated official language of the contract⁃
ing states where UPC divisions are located;
The language in which the patent was granted where the parties
so agree

The language in which the patent was granted shall be used for
the statement of revocation;
The statement of revocation shall be in the language used for re⁃
vocation proceedings if the revocation proceedings are heard by
other division upon agreement

Interpretation of other language at the party’s own expenses

20,000 euros

Small ⁃ and micro ⁃ enterprises that satisfy the requirements can
enjoy fee reduction or exemption;
The winning party is entitled to cost reimbursement from the los⁃
ing party

Compact timeline, substantially nine months from the filing of the
action for revocation to the UPC decision

Opposition proceedings before the EPO

EPO’s headquarters in Munich, and its branch in
The Hague and sub⁃office in Berlin

Anybody

A third party can intervene the opposition pro⁃
ceedings and may acquire the status of an oppo⁃
nent

European patents granted according to the EPC

38 states (including the United Kingdom and Swit⁃
zerland, which are non⁃EU member states)

Substantial requirements for patent grant

Any official language (English, German and
French)

Any official language;
Official language of the contracting state + the
translation thereof;
Any language for evidence without translation

Interpretation available under certain conditions

880 euros

No fee reduction or exemption for small ⁃ and mi⁃
cro⁃enterprises;
Each party bears its own costs

Usually at least twenty months from the initiation
of the opposition proceedings to the final decision

according to the EPC and published in the European Patent
Bulletin 26, whereas the revocation proceedings before the
UPC apply to European patents granted according to the
EPC, but not to European patents opted out from the exclu⁃
sive competence of the UPC during the transitional peri⁃
od 27. As regards the fees, the fee for opposition proceed⁃
ings before the EPO is 880 euros, the fee for appeal is 2,
785 euros, whereas the court fee for first ⁃ instance and ap⁃
peal before the UPC is both 20,000 euros; and unlike in the

EPO opposition proceedings where parties bear their own
costs, the winning party in the action for revocation is enti⁃
tled to cost reimbursement from the losing party.

Those differences between the two proceedings re⁃
quire that before making a choice, the party must make a
careful comparison so as to choose the proceedings that
best fit his own interests in consideration of his own situa⁃
tions. As a matter of fact, from the way Bitzer challenged the
validity of the patent in Carrier v. Bitzer, we can tell how Bitz⁃

Table 1 Comparison between revocation proceedings before the UPC
and opposition proceedings before the EPO 28
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er took account of and utilized the different characteristics
of the opposition proceedings before the EPO and the revo⁃
cation proceedings before the UPC.

First, Bitzer first initiated the opposition proceedings
before the EPO, and made a central attack by taking advan⁃
tage of the opposition proceedings that cover more coun⁃
tries. In comparison with the revocation proceedings before
the UPC, the opposition proceedings before the EPO are
broader in geographical scope which include all the thirty ⁃
eight contracting states to the EPC, including the United
Kingdom and Switzerland, which are non ⁃ EU member
states, whereas eighteen EU countries approved of the UP⁃
CA, and the membership may only be expanded to twenty⁃
four EU countries in the future.

Second, European countries that have withdrawn from
the EU or are outside the UPC system have been taken into
consideration. The Carrier’s European patent (EP3414708)
requested to be invalidated by Bitzer was granted on 28
September 2022 31, and valid in European countries, includ⁃
ing the United Kingdom outside the UPC system. Therefore,
Bitzer initiated opposition proceedings before the EPO with⁃
in the nine⁃month time limit, ensuring that the patent opposi⁃
tion covers the countries outside the UPC system, especial⁃
ly the United Kingdom that has withdrawn from the EU.

Third, the UPC’s advantage in trial duration is utilized
actively. Since the UPC sets no time limit for the filing of the
action for revocation and the trial duration (one year) of the
UPC at first instance is shorter than the usual trial duration
(twenty ⁃ four months) of the opposition proceedings, Bitzer
brought an action for revocation before the UPC Paris Cen⁃
tral Division separately in spite of the fact that the UPC deci⁃
sion does not cover all the countries where the patent was
granted, in a bid to obtain a rapid revocation decision to
thereby meet its arrangement for commercial interests.
Meanwhile, considering that the UPC’s Rules of Procedure
set strict and tight time requirements for the patentees’de⁃
fenses and patent amendments, filing an action for revoca⁃
tion pending the opposition proceedings can also urge the
patentees to disclose their grounds for defense and patent
amendment(s) as soon as possible, thereby getting to know
the opponents’litigation strategies earlier.

It is foreseeable that in the future, along with the gradu⁃
ally stable coordination between the two proceedings and
deeper understanding thereof by market entities, the par⁃
ties in suit will develop different litigation strategies to chal⁃
lenge the validity of patents at various stages according to

the differences and cons and pros of the two proceedings
in conjunction with the specific circumstances of cases and
commercial needs.

IV. Consolidation of actions in
revocation proceedings before the
UPC and acceleration of the

opposition proceedings before the EPO
Pursuant to Article 33.3 of the UPCA, in a counterclaim

for revocation, the court shall have the discretion either to
proceed with both the action for infringement and the coun⁃
terclaim for revocation with a technically qualified judge, or
refer the counterclaim for revocation for decision to the cen⁃
tral division and suspend or proceed with the action for in⁃
fringement, or with the agreement of the parties, refer the
case for decision to the central division. 32 If the party fails to
bring a counterclaim for revocation within the time limit as
prescribed by UPCA’s Rules of Procedure, he can also
bring an action for revocation separately with the central di⁃
vision. Under such circumstances, the claimant of the ac⁃
tion for revocation usually requests to stay the infringement
proceedings until the UPC makes its decision on the validity
of the patent, or requests the court to make a conditional de⁃
cision for the action for infringement that is subject to a revo⁃
cation decision upholding the patent. In practice, challeng⁃
ing patent validity is the most common strategy against ac⁃
tions for infringement. Therefore, the above two situations
are common where there are parallel pending revocation
and infringement actions on the same patent.

In practice, there is also another situation: after a party
files an action for revocation before the UPC central divi⁃
sion, the patentee brings a counterclaim for infringement
before the central division or a separate action for infringe⁃
ment before a regional division. Where a counterclaim for in⁃
fringement has been brought, the central division may pro⁃
ceed with both the action for revocation and the counter⁃
claim for infringement. Where a separate action for infringe⁃
ment has been brought before the regional division, with the
agreement of the parties, the central division may proceed
with both the action for revocation and the action for in⁃
fringement; or if a counterclaim for revocation is filed in the
separate action for infringement, they can be consolidated.
It can be seen that, where the action for infringement runs in
parallel with the action for revocation, the UPC is in princi⁃
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ple inclined to consolidate the actions so as to save judicial
resources. Where the actions cannot be consolidated, the
court is not required to stay the infringement proceedings
until the outcome of the action for revocation, or may even
make a conditional infringement decision. This approach is
in line with the UPC’s rationale for dealing with the EPO op⁃
position proceedings and its revocation proceedings. Al⁃
though the proceedings at the UPC and the EPO cannot be
consolidated, the court can decide whether to stay the revo⁃
cation proceedings at its discretion, or in other words, the
stay of revocation proceedings is not a must.

Although Carrier v. Bitzer only involves the parallel co⁃
ordination between the separate action for revocation and
the opposition proceedings, the judgment of the Court of
Appeal also provided some useful guidance on the stay of
the UPC proceedings when the infringement proceedings,
revocation proceedings and opposition proceedings run in
parallel. Under the circumstances of UPC’s infringement
proceedings, revocation proceedings or two parallel pro⁃
ceedings, the opposition proceedings before the EPO will
not absolutely lead to the stay of proceedings before the
UPC. The proceedings before the UPC can be stayed only
when the court is fully persuaded that the decision of the op⁃
position proceedings before the EPO is expected to be giv⁃
en rapidly in comprehensive consideration of the parties’in⁃
terests and the stages of the two proceedings.

Following the EPO’s announcement on 30 November
2023 on the acceleration of the opposition proceedings in
cases of parallel actions, the EPO again issued on 22 Febru⁃
ary 2024 the notification of acceleration of opposition pro⁃
ceedings in cases of parallel actions. Opposition proceed⁃
ings will be accelerated if the EPO is informed, by the UPC
or a national court or competent authority of a contracting
state, of the fact that an infringement or revocation action re⁃
lating to the opposed patent has been instituted before it.
How opposition proceedings are accelerated depends on
when the EPO is informed of the parallel action.33 Undoubt⁃
edly, the prompt conclusion of such parallel opposition pro⁃
ceedings at the EPO will foster procedural efficiency, while
promoting quality and consistency of the European patent
system. Such acceleration not only serves the interests of
all parties involved in the proceedings, but also those of the
authorities, courts and the general public.

In China, a party can only challenge the validity of a pat⁃
ent before the China National Intellectual Property Adminis⁃
tration (CNIPA). Any party dissatisfied with the CNIPA’s de⁃

cision may bring an action against the CNIPA’s administra⁃
tive decision before the Beijing Intellectual Property Court
and subsequently appeal to the Intellectual Property Court
of the Supreme People’s Court. Therefore, in China, judicial
action for patent invalidation does not go in parallel with the
CNIPA’s invalidation proceedings. However, if the party
files a request for invalidation of the patent in suit with the
CNIPA in an action for patent infringement, conflicts may oc⁃
cur between the proceedings and need to be coordinated,
especially as to whether the infringement proceedings
should be stayed to wait for the results of the administrative
action. In this regard, according to Articles 4 to 7 of the Sev⁃
eral Provisions of the Supreme People’s Court on Issues
Concerning Application of Law to Adjudication of Patent
Disputes (2020), where there are pending infringement pro⁃
ceedings and invalidation proceedings in parallel, whether
a request for patent invalidation has been filed within the
time limit for filing a defense in the infringement case, wheth⁃
er evidence against the patent in the invalidation proceed⁃
ings is sufficient, and whether the patent in suit is an inven⁃
tion patent shall be taken into account to distinguish the cir⁃
cumstances where the infringement action should be
stayed, may not be stayed, or should not be stayed. In addi⁃
tion, pursuant to Article 2 of the Interpretation (II) of the Su⁃
preme People’s Court on Several Issues Concerning the
Application of Law in the Trial of Disputes over Patent In⁃
fringement (2020), where the CNIPA declares the patent in⁃
valid, the court hearing the infringement action on the same
patent can first rule to dismiss the action filed by the paten⁃
tee based on the invalidated claim(s) without waiting for the
judgment of the subsequent administrative action filed by a
dissatisfied party against the administrative decision on pat⁃
ent invalidation. If the administrative decision on patent in⁃
validation is eventually revoked or amended, the patentee
is entitled to file a separate infringement lawsuit as a judicial
remedy. Obviously, under the legal system where the validi⁃
ty of a patent is directly determined by the CNIPA only, Chi⁃
na has refined the conditions for the stay of proceedings
and introduced the approach of“ruling to dismiss the law⁃
suit first and then granting the patentee a remedy to file a
separate lawsuit”, which has partially alleviated the prob⁃
lem of long⁃term delays caused by the fact that local courts
cannot proceed in the trial of infringement action until the fi⁃
nal decision on the validity of the patent is made after ad⁃
ministrative proceedings at several levels. 34 Nevertheless,
the“stay of proceedings”in China serves more as the con⁃
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nection between the judicial proceedings and administra⁃
tive proceedings. After all, it is the administrative authority
that decides the validity of the patent, and the judicial au⁃
thority cannot overstep its power to directly judge the validi⁃
ty of the patent in the absence of authorization by law. The
interpretation involving the stay of proceedings made by
the Supreme People’s Court is only applicable to the situa⁃
tion where the party in a dispute over patent infringement
files a request for invalidation with the CNIPA. There is cur⁃
rently no clear provision on whether the court should stay
the patent infringement case where an administrative law⁃
suit on the validity of the same patent is pending.35

V. Coordination and limitations
of the UPC’s rule that“the latter

decision will prevail”

The validity of patents in China is examined and decid⁃
ed by the CNIPA. Even though the court overturns the CNI⁃
PA’s decision in an administration action for patent invalida⁃
tion, it has no power to directly judge on the validity of the
patent, but only determines to revoke the decision of the
CNIPA and orders the same to make a new decision on in⁃
validation. Therefore, there is no conflict of the substantive
judgment on patent validity between the judicial procedures
and administrative procedures. On the contrary, it is likely
that completely different decisions on the validity of the
same patent will be made in parallel UPC revocation pro⁃
ceedings and EPO opposition proceedings. Moreover, dif⁃
ferent from the revocation proceedings in one country, the
UPC revocation proceedings involve a wider range of mem⁃
ber states. If the EPO’s decision in the opposition proceed⁃
ings is inconsistent with the UPC’s judgment in the revoca⁃
tion proceedings, the conflict therebetween will have an im⁃
pact on more contracting states.

The appeal decision in Carrier v. Bitzer indicated that
decisions in which the UPC and EPO issue different rulings
on the revocation of a European patent are not irreconcil⁃
able. Where one body upholds the patent and the other re⁃
vokes it, the latter decision will prevail. The body that de⁃
cides last can take the decision of the body that decides
first into account in its decision. This could mean that the
UPC widely recognizes that on the one hand, the UPC will
greatly rely on the file wrapper estoppel in its proceedings,
baring, in the subsequent proceedings, the patentee from

retracting its modifications or observations made during the
patent prosecution and opposition proceedings before the
EPO; and on the other hand, the UPC will consider and rec⁃
ognize the decision previously made by the EPO in its pro⁃
ceedings, as well as various office actions and parties’ob⁃
servations, as internal evidence. However, if the UPC’s re⁃
vocation decision is made first, whether the EPO needs to
consider the UPC’s revocation decision when examining
the validity of the patent is to be clarified by the EPO and
verified in practice.

There are also special circumstances on account of the
differences between the UPC revocation proceedings and
the EPO opposition proceedings in terms of territorial scope
and invalidation grounds. For instance, if the earlier UPC’s
revocation decision to invalidate the patent is made on the
basis of the grounds other than those for invalidation in the
EPO opposition proceedings, the rule that“the latter deci⁃
sion shall prevail in case of conflicting decisions”in the
abovementioned appeal decision cannot apply. Or, if the
EPO has revoked the patent in the opposition proceedings
and then the UPC has confirmed the validity of the same
patent in the revocation proceedings, the UPC’s decision
in the revocation proceedings is only applicable to the con⁃
tracting states of the UPCA, rather than those (e.g., the Unit⁃
ed Kingdom or Switzerland) which are not part of the UPCA
but belong to the EPC, thereby resulting in the dilemma that
the same European patent is valid in some countries but in⁃
valid in others.

Furthermore, several national courts, e. g., the Nether⁃
lands, France, Belgium, Sweden, and Denmark, rely exten⁃
sively on the file wrapper estoppel in their claim interpreta⁃
tion, whereas others, e.g., Germany and Italy, do not. 36 Al⁃
though the UPC has not clarified the extent of the applica⁃
tion of the file wrapper estoppel, the above⁃mentioned ap⁃
peal decision seems to imply that the UPC will unify the
standards for the application of the file wrapper estoppel in
the future and give great consideration to the party’s state⁃
ments presented in the EPO proceedings, which will un⁃
doubtedly help to reduce the likelihood of inconsistency be⁃
tween the UPC revocation proceedings and the EPO oppo⁃
sition proceedings in terms of the substantive judgment to
some extent.

VI. Conclusion
Under the UPC system, it is common to see the UPC re⁃
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vocation proceedings (a separate action for revocation or a
counterclaim for revocation in an action for patent infringe⁃
ment) and the EPO opposition proceedings running in paral⁃
lel. A party can challenge the validity of a patent with differ⁃
ent strategies at different stages according to specific de⁃
tails (the date of grant and the countries where the patent is
valid) of the patent and its commercial arrangements in a
specific region or country. When resolving the conflict in
parallel proceedings, the UPC places emphasis on the full
consideration of the balance of interests between the par⁃
ties in adherence to the fundamental litigation rights and the
principles of fairness and equity in the EU laws. For in⁃
stance, in order to enhance the efficiency in handling ac⁃
tions, safeguard the legitimate rights and interests of the
parties, and save litigation resources and costs, the pro⁃
ceedings should not be stayed in principle without justified
reasons. When resolving the conflicts of parallel proceed⁃
ings in terms of the judgment effect, the UPC deems that
the previous decision should be reasonably considered in a
bid to prevent the impact resulting from the inconsistency of
decisions. However, how the body that decides last takes
the decision of the body that decides first into consider⁃
ation, as well as the scope and standards of such consider⁃
ation, shall be further observed and verified in practice.■
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